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NAPABA Files Amicus Brief in Federal Circuit Case Affecting Trademark
Registration of Disparaging Marks
WASHINGTON – The National Asian Pacific American Bar Association (NAPABA), the South
Asian Bar Association of Washington, D.C., (SABA-DC) and the Fred T. Korematsu Center for
Law and Equality (Korematsu Center) jointly filed an amicus brief to support the U.S.
government’s denial of trademark registration to an Asian American rock band in a case before
the Federal Circuit. Amici were represented by Charanjit (Charan) Brahma, Michael Hobbs, and
Daniel Sharpe at Troutman Sanders LLP.
Simon Shiao Tam applied to register a federal trademark for his band, “The Slants.” The U.S.
Patent and Trademark Office denied his application based on Section 2(a) of the Lanham Act
that permits it to deny registration of disparaging marks. Though Tam’s appeal was rejected by
a panel of the Federal Circuit, the en banc court on its own accord vacated that decision and
ordered an en banc hearing on whether Section 2(a) violates the First Amendment.
“Asian Pacific Americans are all too familiar with the harm, including violence, that often
accompanies racial slurs and epithets,” said NAPABA President George C. Chen. “Although I
recognize the band’s intent to reclaim a historically disparaging term, as an intellectual property
attorney, I also am cognizant that changing the U.S. trademark regulations to allow the
registration of ‘The Slants’ could result in the trademarking of offensive terms by individuals and
groups without similarly positive intentions.”
“SABA-DC deplores the use of racial slurs and epithets, and while the particular epithet involved
in this case is not one that is usually directed to our South Asian constituency, we believe slurs
against any racial or ethnic group are damaging to us all,” added SABA-DC President Habib F.
Ilahi. “The First Amendment protects free speech, but it does not entitle those who wish to use
such derogatory terms for branding purposes to receive the stamp of government approval that
comes with federal trademark registration.”
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The amicus brief urges the court to recognize that federal registration of a disparaging mark
implicates the government. It argues that the federal registry can be compared to county deed
recording systems, under which property owners were permitted to record racially restrictive
covenants. Until the 1948 case of Shelley v. Kraemer, courts enforced these private acts of
discrimination. The amicus brief urges the Federal Circuit to not make the federal trademark
registry a place where racism is recorded and authorized, and to not require our government to
perpetuate racism.
Robert Chang, executive director of the Korematsu Center, commented, “While Mr. Tam seeks
to embrace a derogatory racial term and to subvert it, a laudatory goal, a ruling against the
government in this case would leave the government powerless to deny federal registration of
trademarks to hate groups.”
“Troutman Sanders is pleased to be able to lend our experience in intellectual property and
Federal Circuit appellate issues to aid NAPABA, SABA-DC and the Korematsu Center in this
important case,” added Charan Brahma, a partner in Troutman Sanders’ Intellectual Property
practice in the San Francisco office, and former president-elect of SABA-DC.
The case, In re Tam, will be heard en banc by the Federal Circuit on Oct. 2, 2015.
The amicus brief is available here.
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The National Asian Pacific American Bar Association (NAPABA) is the national association of
Asian Pacific American attorneys, judges, law professors, and law students. NAPABA
represents the interests of over 40,000 attorneys and approximately 70 national, state, and local
Asian Pacific American bar associations. Its members include solo practitioners, large firm
lawyers, corporate counsel, legal services and non-profit attorneys, and lawyers serving at all
levels of government.
NAPABA continues to be a leader in addressing civil rights issues confronting Asian Pacific
American communities. Through its national network of committees and affiliates, NAPABA
provides a strong voice for increased diversity of the federal and state judiciaries, advocates for
equal opportunity in the workplace, works to eliminate hate crimes and anti-immigrant
sentiment, and promotes the professional development of people of color in the legal
profession.
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To learn more about NAPABA, visit www.napaba.org, like us on Facebook, and follow us on
Twitter (@NAPABA).
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