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In-House Counsel Committee Hosts
4th Annual Wine Tasting Event
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FALL 2011

On June 23, the In-House Counsel and Corporate Law
Committees held the Fourth Annual Wine-Tasting and Networking Reception for In-House Counsel and Law Firm Attorneys at the Aicon Gallery. This perennial event drew nearly 100
attendees, representing more than thirty-five corporations and
organizations, including the following in-house counsel: Alan
Chang, New York Yankees; Vernon Chu, BBC Worldwide
Americas; Irshad Karim, Autonomy Capital; John Kim, Macquarie
Funds Group; Michael Korniczky, Graham Packaging Company;
Carol Lee, Taconic Capital Advisors; Parkin Lee, Rockefeller
(Continued on page 2)

The AABANY Advocate continues a new feature: the “Sponsor Spotlight.”
The Advocate regularly spotlights AABANY’s corporate sponsors and give
our sponsors an opportunity to showcase how their work meets AABANY’s mission and how they contribute to the legal community at large.
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Wells Fargo’s commitment to the
Asian American community
Investing in communities
Wells Fargo is only as strong as the communities we serve. Through grants, sponsorships and
volunteer activities, we actively support programs and nonprofit organizations serving Asian
Americans and other people of color. In 2010, Wells Fargo invested $219 million in 19,000 nonprofits nationwide, surpassing $200 million for the third consecutive year.
Wells Fargo’s relationship with the Asian American community dates back to our earliest history as one of the first California companies to serve Chinese customers in their native languages and as publisher of the first directory of Chinese-owned businesses on the West Coast in
1871. Today, Wells Fargo continues to be an active supporter of the Asian American community through financial education, inlanguage services and support of Asian nonprofits and organizations.

Financial education
(Continued on page 5)
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GET CONNECTED @ AABANY
AABANY OFFICERS
President
Linda S. Lin
Liberty International Underwriters
President–Elect
Jean Lee
Milberg LLP
Treasurer
Kevin Chu

*Join AABANY, follow us
on Twitter, Like us on
Facebook and connect on
LinkedIN.

Recording Secretary
William Ng
New York City Law Department
Membership Secretary
Mike Huang
Boies Schiller & Flexner LLP
Immediate Past President
Robert Leung
Boies Schiller & Flexner LLP

AABANY DIRECTORS
Francis Chin
Brooklyn Law School

AABANY members GET CONNECTED through
AABANY in their professional and personal lives.
Photo Courtesy of Yang Chen

Tristan Loazon is a partner at the law firm of Loanzon Sheikh LLC. Tristan is the
co-chair of the AABANY Litigation Committee and a longtime AABANY member.
Tristan is a very successful litigator and one of the founders of his own law firm.

James Chou
Akin Gump Strauss Hauer & Feld LLP
James Lin
N.Y. County District Attorney’s Office
Margaret Ling
Landstar Title Agency
Bobby Liu
M.D. Sass
Clara J. Ohr
Hess Corporation

“AABANY has been very good to me. It allowed me to make various connections
that not only enriched my career but my life as well. It allows me to get clients, it Dev Sen
allowed me to meet my law partner, and my wife, along with meeting many friends Dewey LeBoeuf LLP
Vinoo P. Varghese
along the way.”
To see the rest of the interview, go to http://www.youtube.com/user/aabany.
In future features, you will meet AABANY members who have met their spouses
or law firm partners through AABANY and more. You will also meet senior attorneys who have transitioned to new positions through the assistance of AABANY.

(Continued from page 1)
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Group; Bobby Liu, MD Sass Investors
Services; Don Liu, Xerox Corporation; and Thomas Sharpe, Natixis
North America. Katy Choo, Chief
Investigative and Anti-Corruption
Counsel at General Electric, addressed
the audience, speaking about her path
from Davis Polk to the United States
Attorneys’ office to General Electric,
the growing ranks of Asian Americans
in the profession and the importance
of diversity. AABANY thanks the
event sponsors: Bingham, Constantine AABANY Immediate Past President Robert Leung (Boies Schiller & Flexner) , Irshad S. Karim (GC of
Cannon, Duane Morris, Haynes Boone, Autonomy Capital Group), and AABANY Directors Bobby Liu (M.D. Sass) and Dev Sen (Dewey LeBouef)
Kobre & Kim, Mayer Brown, Quinn
Emanuel and Reed Smith. AABANY also thanks Veritas Ridge Winery for providing the wine.
The AABANY newsletter endeavors to share in a non-partisan fashion information of concern to the Asian American legal community of New York. The officers and
directors of AABANY do not necessarily share or endorse any particular view expressed in articles published in this newsletter. Statements published herein are
those of persons concerned about the Asian American legal community and willing to share their concerns with their colleagues. Proposed articles or letters to the
editor should be sent to AABANY Newsletter, Asian American Bar Association, Grand Central Station, P.O. Box 3656, New York, NY 10163-3656 or e-mail:
aabany.secretary@gmail.com; submissions may be excluded or edited by virtue of space or other reasons. Private individuals may publish notices and advertisements,
which the editors feel are of interest to members on a space available basis at the following rates: 3.75” x 1” - $25.00; 3.75” x 1” - $40.00; 3.75” x 4.5” (quarter page)
- $70.00; half page - $120.00; full page - $220.00. For advertising information call William Wang at 212-336-2204 or e-mail wwang@pbwt.com.
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AABANY FEATURES: Prosecutors’ 3 year Anniversary
By Yang Chen, Executive Director

The AABANY Prosecutors Committee held their third anniversary celebration on June 30. Prosecutors from the
Bronx, New York, Queens, Kings, Richmond
and Nassau counties came out to celebrate at
the New York County Lawyers’ Association
building. The Prosecutors’ Committee honored
three Asian American trailblazers: the Hon.
Randall Eng, Appellate Division, Second Department, and the first Asian American ADA in New
York; Hugh Mo, Law Firm of Hugh H. Mo, P.C.
and the first Asian American ADA in Manhattan;
and John Flock, Partner, Kenyon & Kenyon, and
the first Executive ADA in the Bronx DA’s office. Prosecutors’ Committee co-chairs James
Lin and Cristina Park made opening remarks and
Photo Courtesy of Maria Mo
served as Masters of Ceremonies. Catherine
Christian, Executive ADA in the Special Narcotics Prosecutors Office and past president of
NYCLA made welcoming remarks on behalf of NYCLA, which co-sponsored the event. Comptroller John Liu made a special appearance to recognize and acknowledge all the honorees. District Attorney of Queens County, Richard Brown, District Attorney of Bronx County, Robert Johnson, and District Attorney of New York County, Cyrus Vance, each offered their congratulations to the honorees and the Prosecutors’ Committee. Special Narcotics Prosecutor Bridget Brennan and Richmond County Executive ADA Tim Koller extended their congratulations to the honorees and the Prosecutors’ Committee. AABANY President Linda Lin was on hand to offer congratulatory remarks. Each of the honorees was
then introduced and each gave a short acceptance speech. Kin Ng, Executive at the Kings County District Attorneys’ Office, provided the closing
remarks. Many judges, including Judge Denny Chin, Judge Marilyn Go and Judge Doris Ling-Cohan, attended the event. Numerous AABANY
members, law students and the honorees’ family and friends also attended. Thanks to the
Prosecutors’ Committee for organizing such a
successful and well-attended anniversary celebration.
Above: (L to R) Yang Chen, Hugh Mo
(honoree), Justice Randall Eng (honoree),
John Flock (honoree), and Linda Lin.
Left: (L to R) Cy Vance, New York County
District Attorney and Robert Johnson,
Bronx County District Attorney.
Bottom: Distinguished guests join the honorees, District Attorneys and representatives, and AABANY board.
Photo Courtesy of Francis Chin
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ADVOCATE FEATURE: Patent Roundup

Patent Law Round-Up: The
2010-2011 Supreme Court Term

The United States Supreme Court does not typically hear many patent cases. However,
during the 2010-2011 term, it once again demonstrated that when the Court decides to venture into
the patent arena, it would do so boldly. This term – like the 2006-2007 term2 – unveiled a trio of
noteworthy cases: setting the standard for establishing inducement liability; addressing ownership
issues for federally funded patents; and articulating the burden of proof for rebutting the presumption
By Theodore K. Cheng and Lee V. Pham1, Advocate Correspondents
of patent validity. The importance of these three cases can be easily overshadowed by the recent
passage of patent reform legislation known as the “Leahy-Smith America Invents Act.”3 However,
while the Leahy-Smith America Invents Act is a major milestone in American patent law and deserving of a thorough review, Supreme Court jurisprudence on patents is relatively rare and usually far-reaching. Therefore, this article will discuss the patent decisions from the 2010-2011 term in some detail and offer some practical observations for
both practitioners and owners of intellectual property.
Global-Tech Appliances, Inc. v. SEB S.A., 131 S. Ct. 2060 (2011)
In an 8-1 decision, the Court held that inducement infringement under 35 U.S.C. § 271(b) requires knowledge that the induced acts constitute patent infringement,
and that willful blindness is sufficient to establish that knowledge requirement.
The patent-at-issue related to a deep fryer manufactured by the plaintiff-patentee SEB, maker of the well-known T-Fal brand of appliances. Pentalpha Enterprises (a
wholly owned subsidiary of Global-Tech) purchased an SEB fryer in Hong Kong, copied all but its cosmetic features, and then retained an attorney to conduct a right-to-use
study relating to the sale of its own fryer in the United States. Notably, Pentalpha contracted with SEB’s competitor, Sunbeam Products, to supply it with deep fryers meeting
certain specifications in an effort to compete with SEB’s T-Fal brand. The SEB fryer purchased by Pentalpha did not have any U.S. patent markings; nor did Pentalpha ever
inform its attorney that its design had been copied directly from the SEB fryer. Pentalpha’s attorney did not uncover SEB’s patent in his search and subsequently issued an
opinion to Pentalpha, concluding that sales of Pentalpha’s fryer in the U.S. would not infringe any patents found in his search. Relying on this advice, Pentalpha sold its fryers to
Sunbeam and other third-parties, which then distributed them in the U.S. under their respective trademarks and at a lower price than SEB sold its own fryer. Consequently,
SEB commenced an action against Pentalpha, alleging that Pentalpha had infringed SEB’s patent, both directly and by inducement. (SEB also sued Sunbeam for direct infringement based on sales of the Pentalpha product in March 1998. Sunbeam notified Pentalpha of the lawsuit the following month and eventually settled with SEB.) Following a
trial, the jury found Pentalpha liable on both theories and also found that Pentalpha’s infringement had been willful. The Federal Circuit affirmed the judgment.
Preliminarily, after analyzing the statutory text and relevant case law, the Supreme Court held that establishing inducement infringement under § 271(b) requires
knowledge that the induced acts constitute patent infringement. This requirement is separate from any intent required to commit the acts themselves, i.e., making, using,
offering to sell, selling, or importing of a patented invention. The Court then rejected the Federal Circuit’s standard for establishing that knowledge requirement – a deliberate
indifference to a known risk that a patent exists – because “it permits a finding of knowledge when there is merely a ‘known risk’ that the induced acts are infringing” and also
“does not require active efforts by an inducer to avoid knowing about the infringing nature of the activities.” Rather, the Court adopted a “willful blindness” standard, citing its
widely accepted use in the criminal law field. Under that standard, the Court required that “(1) the defendant must subjectively believe that there is a high probability that a
fact exists and (2) the defendant must take deliberate actions to avoid learning of that fact.” According to the Court, “[t]hese requirements give willful blindness an appropriately limited scope that surpasses recklessness and negligence.” Furthermore, “[u]nder this formulation, a willfully blind defendant is one who takes deliberate actions to avoid
confirming a high probability of wrongdoing and who can almost be said to have actually known the critical facts.” The Court contrasted a reckless defendant as “one who
merely knows of a substantial and unjustified risk of such wrongdoing,” and a negligent defendant as “one who should have known of a similar risk but, in fact, did not.”
On the facts of this case, the Court concluded that Pentalpha had (a) been aware that SEB’s fryer was a superior product in the market; (b) decided to copy an
overseas model of SEB’s fryer, knowing that overseas products usually do not bear U.S. patent markings; and (c) affirmatively decided not to inform its attorney that its fryer
was a “knockoff” of SEB’s fryer. In finding inducement infringement, the Court held that there was sufficient evidence “for a jury to find that Pentalpha subjectively believed
there was a high probability that SEB’s fryer was patented, that Pentalpha took deliberate steps to avoid knowing that fact, and that it therefore willfully blinded itself to the
infringing nature of [the third-party’s] sales.”
Global-Tech provides some guidance regarding the steps a company should take to avoid liability for inducement. By implication, the decision sanctions the use of
outside patent searches and right-to-use opinions as a defense against such claims. However, the decision makes clear that the attorney must be provided with all known,
relevant information for reliance on that opinion to be reasonable. In that regard, the patent search must be conducted for the purpose of finding relevant patents, and not
merely to provide a paper trail while remaining “willfully blind” to their existence. If new products are based, in part or in whole, on a competitor’s product, that fact should
also be disclosed to the attorney. In general, it would also be a best practice to inform a company’s outside patent attorney of the company’s major competitors and all similar
products when clearing new designs.
Before Global-Tech, the concept of willful blindness had not traditionally been used in patent cases. By arguably setting forth a more strict standard for the knowledge requirement, the Court may have fashioned a rule that is both more targeted to limiting secondary liability to the truly culpable and less likely to ensnare inadvertent
infringers. For example, Global-Tech should help place limits on claims of inducement made by non-practicing patent owners (commonly referred to as “patent trolls”). Additionally, in the software industry, where copyright law plays a larger role in protecting intellectual property, patent litigation tends to involve broad patents that numerous
companies infringe inadvertently.
The facts of Global-Tech also offer a note of caution for third-parties whose direct infringement is the downstream result of inducement by willful blindness. As
manufacturing is increasingly disaggregated with multiple actors in the stream of commerce having a stake in a single product4, parties managing the importation, distribution,
and sales of products would be well served by insisting on indemnification clauses in their agreements with component suppliers. Such contract language could specifically call
for a supplier, in this case Pentalpha, to settle and/or defend against any claim of direct infringement brought against the distributor, as well as pay any awards and settlements
that result from proven induced infringement. Third-parties may also seek to define a material breach of a distribution contract to include any induced infringement of a respective product that is proven by a fact finder. Such provisions, if consistently relied upon, would serve to protect distributors from liability and, over time, raise the bar for
suppliers of component parts, particularly in markets where intellectual property infringement is more prevalent.
As a logical matter, the willful blindness standard will only be relevant in those cases where the evidence of inducement suffices to support a finding of willful blindness, but is not enough for a finding of actual knowledge. Thus, practically, the willful blindness standard will likely be limited to cases where a patentee cannot muster sufficient circumstantial (or direct) evidence of actual knowledge, but nonetheless can marshal evidence of willful blindness. As Justice Kennedy notes in his lone dissent, those
cases are likely to be few in number. Perhaps more profound is the possibility posited by Justice Kennedy that Global-Tech may be read beyond the narrow confines of patent
law, tacitly endorsing the willful blindness doctrine for all federal criminal cases involving knowledge.5
Leland Stanford Junior Univ. v. Roche Molecular Sys., Inc., 131 S. Ct. 2188 (2011)
In a 7-2 decision, the Court held that the University and Small Business Patent Procedures Act of 1980 (“The Bayh-Dole Act” or “Act”) does not automatically
vest title to federally funded inventions in federal contractors or authorize contractors to unilaterally take title to such inventions.
Dr. Mark Holodniy joined Stanford University as a research fellow in 1988. As part of his employment, Dr. Holodniy signed a Copyright and Patent Agreement
(“CPA”), in which he “agree[d] to assign” to Stanford his “right, title and interest in” any inventions resulting from his employment at Stanford. At one point, Dr. Holodniy’s
supervisor arranged for him to conduct research at Cetus, a research company that collaborated with Stanford and was later acquired by Roche Molecular Systems. As part of
his research at Cetus, Dr. Holodniy was required to sign another agreement stating that he “will assign and do[es] hereby assign” to Cetus his “right, title and interest in . . .
the ideas, inventions, and improvements” made “as a consequence of his access” to Cetus. Upon returning to Stanford nine months later, Dr. Holodniy conducted additional
research that ultimately resulted in Stanford obtaining three patents to an HIV measurement process, each identifying Dr. Holodniy as one of the inventors. The research
conducted by Dr. Holodniy while at Stanford was funded by grants received by the National Institutes of Health.
(Continued on page 5)
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ADVOCATE SPOTLIGHT SERIES: Wells Fargo
(Continued from page 1)

Wells Fargo is committed to providing practical and comprehensive financial education to help Asian American individuals, households and businesses on their path toward financial success.

Products and Services
Wells Fargo continues to strengthen its relationship with the Asian American community through marketing and sustained community outreach efforts. The idea is to integrate our company’s strengths in small business, mortgage and investments with in-language
communications and support for Asian American nonprofits.

In-language communications
Wells Fargo currently offers bilingual brochures in Chinese, Taglish, Korean and Vietnamese to inform Asian consumers about
products and services available to meet their needs. When Wells Fargo opens new stores or remodels existing ones in predominantly
Asian communities, the stores are designed to celebrate Asian heritage through art and colors. Many of our stores also have inlanguage signs and informational materials as well as bilingual staff. Callers to Wells Fargo’s customer service phone line can speak
with Phone Bankers in Mandarin and Cantonese: 1-800-288-2288.

ATMs
All of 12,000+ Wells Fargo and Wachovia ATMs feature English, Spanish, Chinese, Korean, Vietnamese and Hmong language options. All Wells Fargo ATM locations also have Talking WebATM® technology that offers voice instructions for customers who are
visually impaired.

Remittance Services
Wells Fargo ExpressSend® - An economical, convenient and dependable way to send money home® - is a patent-pending consumer
remittance service. The product securely transfers funds from Wells Fargo directly to Bank of the Philippine Islands in the Philippines, ICICI Bank in India, Agricultural Bank of China in China and VietinBank in Vietnam. The Wells Fargo ExpressSend service
allows remittance senders to credit funds to their beneficiaries’ bank accounts at these institutions.
For transfers to the Philippines and to Vietnam, senders alternatively can designate that funds be available for cash pick up by their
beneficiaries. This option significantly enhances the ability for unbanked beneficiaries to conveniently pick up their money.

Community Outreach
We recognize Asian American history and achievement in store materials and in print, TV and radio promotions. We advertise in
Asian American newspapers and conduct special campaigns to let the community know about the products and services we have to
meet their personal and business financial needs. Our campaigns feature Asian families and individuals and are created to be culturally relevant and impactful. As part of our outreach, we also sponsor numerous national and regional organizations in the communities where we live and work.
(Continued from page 4)

In 2005, Stanford sued Roche for infringement of the Holodniy patents. In response, Roche claimed that it was a co-owner in the invention – by operation of the
assignment that Dr. Holodniy had previously executed with Cetus – and, thus, Stanford lacked standing to bring an infringement suit against Roche. Citing the Bayh-Dole Act,
Stanford asserted that, because Dr. Holodniy’s research had been federally funded, the university’s rights to the invention automatically vested in view of Dr. Holodniy’s CPA.
The district court initially found for Stanford, holding that Dr. Holodniy had “no interest to assign,” because the Act “provides that the individual inventor may
obtain title” to a federally funded invention “only after the government and the contracting party have declined.” On appeal, the Federal Circuit reversed, concluding that Dr.
Holodniy’s CPA “constituted a mere promise to assign rights in the future,” unlike his agreement with Cetus, “which itself assigned Holodniy’s rights in the invention to
Cetus.” Therefore, “as a matter of contract law, Cetus obtained Holodniy’s rights” in the patented inventions. The Federal Circuit also explained that the Act “does not
automatically void ab initio the inventors’ rights in government-funded inventions,” and that the “statutory scheme did not automatically void the patent rights that Cetus
received from Holodniy.” Thus, the court held that Roche possessed an ownership interest in the patents-in-suit that was not extinguished by the Act, thereby depriving
Stanford of standing.
The Supreme Court affirmed the Federal Circuit’s decision, refusing to interpret the language of the Act to “move[ ] inventors from the front of the line to the
back by vesting title to federally funded inventions in the investor’s employer – the federal contractor.” Relying on the long-standing tenet of patent law that the rights in an
invention belong to the inventor, the Court focused on a phrase in the Act providing that federal contractors like Stanford may “elect to retain title to any subject invention.”
However, the Court rejected Stanford’s interpretation of the word “retain” to mean “acquire” and “receive.” Rather, it concluded that the term meant “to hold or continue
to hold in possession or use.” Thus, the Court held that the “Act does not confer title to federally funded inventions on contractors or authorize contractors to unilaterally
take title to those inventions; it simply assures contractors that they may keep title to whatever it is they already have.”
As the Court itself noted, its decision underscores the importance of implementing “effective assignments” to secure university rights to inventions conceived with,
or first reduced to practice under, the support of federal funds. In practice, universities will need to exercise more care in drafting their intellectual property agreements with
research scientists, as well as be more vigilant about the agreements those same researchers sign when they collaborate with joint venture entities. Universities and other
research organizations should consider including recitals in employment or assignment agreements that articulate the extent to which an individual’s work is subject to federal
funding provisions or even presidential executive orders that govern invention rights with respect to federally funded research. And though Justice Breyer did not join the
majority in Roche, his dissent warns of a “technical drafting trap for the unwary” that practitioners should heed nonetheless. Breyer’s dissent thoroughly discusses a rule
devised by the Federal Circuit and applied in this case, providing that certain contract language around the assignment of rights operates on inventions automatically, namely,
language composed of the words “do hereby assign.”6
Once issues of rights and priority become settled, the market will undoubtedly find a way to barter those rights amongst the different stakeholders, and, thus, the
(Continued on page 10)
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ADVOCATE FEATURE:Tips for Lawyer Organization
5 SIMPLE TIPS FOR ATTORNEYS (and everyone else)

TO HELP ORGANIZE
PAPER IN THE OFFICE

By Margaret Langston,
Special to the Advocate

In my 25+ years of experience as a legal secretary I saw a lot of paper. Guess what? Now that I work as a Professional Organizer I know that
attorneys are NOT alone – all my clients have problems with paper.
My guess is that all the paper I've handled in all the various firms I've worked for would be enough to extend Battery Park - but perhaps I'm
overstating the case. I've also come to believe that paper left unattended too long tends to procreate.
In any event, there are several things I've noticed when working with attorneys and I've come up with a few minor tweaks that you can incorporate your routine for handling paper that might bring some instant order:
TIP #1 Have all personal mail sent home - not to the office. This includes bills, subscriptions that are not work-related (and that you can't deduct off
your taxes) and catalogs. A lot of incoming personal mail is marketing related and generated by making online purchases from work - and then using your
work address as a shipping address. Billing, subscriptions and other catalogs that are work-related should be immediately separate from any in-house
work-related paper. Here’s a GREAT little video and extensive list of organizations to cut down the junk mail (the soundtrack is a little kitschy but the list
is really useful).
TIP#2 Separate ACTION paper from REFERENCE paper. This is the first and maybe the most important habit to cultivate in order to take control of
paper. Even if you are still piling paper from floor to ceiling, make sure that the REFERENCE paper gets the opposite corner of the office from the ACTION paper.
Here are examples of ACTION paper:

Here are examples of REFERENCE paper:







invoicing that needs to go out this week
the marked draft you have to finish by Friday
any memos that need immediate response



supporting documents on a matter that you may need access to but not this week, or maybe
even this month
research on a particular matter that you need to read but maybe not this week or this month

You get the idea, right? I bet you can think of several other categories for ACTION or REFERENCE.
TIP#3 Switch from being a HORIZONTAL PAPER PILER to being a VERTICAL PAPER PILER. Do you throw the stream of paper coming into your office
in piles on your desk and floor? Don’t get mad, I’m not picking on you. I understand that some of you no longer have your own secretary (or, if you’re a
really young attorney, maybe you never did). It’s OK; there are ways of creating systems where paper automatically files itself. You don’t necessarily have
to double as your own file clerk. The first step to identifying and dealing with the paper is to GET IT VERTICAL and separated. My experience is that
paper which lies down out of sightline gets ignored, is not processed and grows into anonymous, looming, oppressive mountains. Here is the one solution
I’ve come up with that seems to work for a lot of people. Vertical file stands offer a way to instantly separate paper by case, client, etc. Get as many of
these vertical file stands as will fit on top of your heating vent (without covering the vent), the top of your file cabinet, your end tables, or the counter
space on your cubicle. Will this look busy? Yes, maybe, but you are busy.
In any case, I’d much rather see rows of these and empty floor space

in place of this:

Now, here are two ways of categorizing ACTION paper that will help you to ACT on it and I suggest using BOTH methods.
First, create a series of files that are ACTION-RELATED. Here are the names of those files: RESPOND TODAY, RESPOND this WEEK, RESPOND this month. This could be further broken down into 1) making calls and 2) send an email regarding – but you might just want to stay simple and
use the previous 3 general action headings. These three folders provide and instant tickler system and instigate a daily routine. You only have to deal
with one folder at a time and the one which gets first priority is TODAY. As you act on the items in your TODAY folder, shift paper from the WEEK
folder to the TODAY folder and from the MONTH folder to the WEEK folder.
The second series of action related files will not be so urgent as the ACTION files – but still stuff you need to get to and which you need to
see. The names of those files will be either by client, matter or subject, or all of the above. Next week, I’ll tell you what to do with reference paper
TIP#4 Drop the all or nothing approach for filing REFERENCE paper. Information, and now even work, can become obsolete a matter of months, weeks,
or even days. You do not need perfect files. Reference paper simply needs to be sorted and separated by matter or subject, then filed generally. I prefer
expanding file pockets , which don’t “lose paper” and loose filing within the pockets in separate manila folders. Do you HAVE to have labels other than
handwritten ones? Unfortunately, I do! My handwriting is terrible. So is my eyesight. Consider using a label maker – since I’ve started doing this it takes
me a fraction of the time to locate a file. Again, these reference pockets do not need to be perfectly organized en masse. The point is to get all the reference paper on a subject or matter in one place and to put it away, out of sight. Reference paper is the only paper that goes where you can’t see it, in
your drawer, file drawer or hallway file system. If you are putting reference material in a shared space such as a hallway system make sure each pocket is
clearly marked with your name.
(Continued on page 7)
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AABANY COMMITTEE EVENTS: Real Estate
By Margaret Ling, Advocate Special Correspondent

Fall is here and the Real Estate Committee has had a full
spring and summer of real estate events.
On May 25, 2011, Margaret Ling, as Chairperson of the
AABANY Real Estate Committee participated in a Citibank Commercial Banking Breakfast Seminar entitled: “A Guide to Investing in
New York’s Office Condominium Market” The event was well
attended by attorneys, banking, and real estate professionals. Panel
Speakers included Donald DiMartini and John Lim of Citibank
Commercial Banking; Douglas Heller, Esq., Partner at Herrick,
Feinstein, LLP and Michael Rudder, Principal at Rudder Property
Group. The discussion focused on the new trend for foreign investors particularly, Asian business investors who purchase office
condominiums as opposed to renting office space.
On June 1, 2011, Margaret Ling represented AABANY at
the U.S. Department of Housing and Urban Development Town
Photo Courtesy of Yang Chen
Hall Meeting at the Kimmel Center at New York University. Margaret was able to discuss equal opportunity and fair housing issues
that concern the Asian community with Assistant Secretary of Fair
Margaret Ling speaks at the CLE on short sales, REOs and foreclosures in New York.
Housing and Equal Opportunity, U.S. Department of Housing &
Urban Development John D. Trasvina. Assistant Trasvina has expressed a desire to work with AABANY on other housing events. Margaret Ling on behalf of AABANY will be coordinating with his office for these 2012
events.
On June 21, 2011, the AABANY Real Estate Committee Co-Sponsored another Citibank Commercial Banking Breakfast Seminar: “US Economic Outlook & NYC Residential and Commercial Real Estate Market : Is this the right time to invest?” This event was well attended and took place at
the Citigroup Building in Long Island City. Dana Peterson, Economist at Citi Investment Research and Analysis discussed the state of the economy and
Michael Rudder of the Rudder Property Group and Dawn Tsien, Executive Vice President of Prudential Douglas Elliman Real Estate presented the real
estate opportunities available in both the commercial and residential market in New York City.
On June 22, 2011, the Real Estate Committee copartnered with the AABANY Government and Public Sector Committee for an event : “ Financial Planning for Government & Public
Sector Attorneys”. This was a good presentation which featured
Nancy Zahzam, Director of Financial Aid, Brooklyn Law School
who discussed how to address finances and student loans on a
government salary. Jimmy Quan, Financial Advisor of Wells Fargo
discussed what to do to plan your financial futures while Chau
Huynh, Private Mortgage Banker, Wells Fargo talked about the
financial aspects of purchasing your first home. Margaret Ling continued the presentation with the legal aspects of first time home
buying.
On July 19, 2011, Chase was a major sponsor at the
AABANY Real Estate Event: “Understanding Short Sales, REO’s,
and the Foreclosure Process in New York” This CLE event was
also co-sponsored by The Asian Real Estate Association of America- Metro New York Chapter; The National Association of HisPhoto Courtesy of John Wong
panic Real Estate Professionals – New York Chapter, and Landstar
Title Agency, Inc. The event took place at the Sheraton LaGuardia
East Hotel in Flushing, New York and was attended by over eighty- (L to R): Margaret Ling, Yao Fu Bailey, Esq., Dawn Tsien and Brian Howley of AREAA.
five real estate professionals. Ronald Branch, Vice President of
Chase presented Chase’s available programs to the homeowner who might be facing financial hardship. Margaret Ling moderated the panel discussion on
short sales and foreclosure. Other speakers included Christopher D. Olson, Vice President of Chase, Tracy Catapano-Fox, Esq, Chief Clerk, Civil Term,
Supreme Court, State of New York, John Wong, Esq, Asian Americans for Equality, Kenneth warner, Esq, Vice President & Senior Counsel, Landstar Title
Agency, Inc.
With Fall arriving, the AABANY Real Estate Committee and AREAA- Asian Real Estate Association of America-Metro New York Chapter
hosted an “Autumn Professional Networking Night” on September 14, 2011 at Amber Restaurant in the West Village. Margaret Ling, Chair of the Real
Estate Committee has made an effort for 2011 to reach out and work with other Asian Community Associations. She will continue this initiative for
2012. Look out for the Real Estate Committee’s Fall and Winter 2011/2012 event calendar with many exciting events to come.
(Continued from page 6)

TIP#5 Don’t print it unless you have to. Yes, you’ve heard that before – but did you listen? Technology was supposed to cut down on the paper flow,
not increase it. One reason technology doesn’t work is that we don’t work with it. I’ve had so many, many professionals tell me “I can’t read on the
screen.” My question is: have you really utilized all the resources available to maximize the visibility? We are used to the comfort of reading off of paper.
Reading from the screen, whether through an office application or in online format, is doable, if you create a new set of habits utilizing all the tools given
to you by Bill Gates and Steve Jobs. Do you need help with this? Yes, I can help you. Contact me! mlangston@beautifulcorner.com
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ADVOCATE FEATURE: Judiciary Committee Article

The RULE OF 80

By Theodore K. Cheng, Co-Chair of AABANY Judiciary Committee

Experienced federal practitioners have likely had the opportunity to appear before a “Senior District Judge.” They may also have argued cases in the
federal appellate courts before one or more judges with the title “Senior Circuit Judge.” What is the distinction between a “District Judge” and “Senior District
Judge” (and, similarly, between a “Circuit Judge” and a “Senior Circuit Judge”)? When and how does a sitting judge become a “senior” judge? What is the difference between a “senior” judge and a judge who retires from service on the bench? This article will answer those (and other) questions.1
All federal judges are appointed by the President, with the advice and consent of the U.S. Senate.2 They are appointed for life – unless impeached and
removed for bad behavior – and may not have their salaries reduced during their tenure in office.3 At the trial level, these judges hold the title “United States District Judge,” and, at the appellate level, they hold the title “United State Circuit Judge.” Being appointed to the federal bench, while an honor, entails a demanding
pursuit of public service. With some notable exceptions, judges rarely serve the balance of their legal careers on the bench, and, if they do, they typically do not
maintain the same (or, perhaps, ever increasing) active docket of cases.
Beginning in 1948, Congress statutorily provided for both full retirement from active service and a type of semi-retirement status (called “senior status”)
for judges who wished to reduce their workload but wanted to continue serving on the bench. Under Section 371 of Title 28 of the United States Code, which is
entitled “Retirement on salary; retirement in senior status,” subsection (a) provides that a judge “appointed to hold office during good behavior may retire from the
office after attaining the age and meeting the service requirements, whether continuous or otherwise, of subsection (c) and shall, during the remainder of his lifetime, receive an annuity equal to the salary he was receiving at the time he retired.” Similarly, under subsection (b), a judge “appointed to hold office during good
behavior may retain the office but retire from regular active service after attaining the age and meeting the service requirements, whether continuous or otherwise,
of subsection (c) of this section and shall, during the remainder of his or her lifetime, continue to receive the salary of the office if he or she meets the requirements
of subsection (e).”
Subsection (c) sets forth those minimum age and service requirements:
Attained
Age

Years of
Service

65

15

66

14

67

13

68

12

69

11

Thus, beginning at age 65, a judge may retire or take senior status, at his or her current salary, after performing 15
years of active service as an Article III judge. The sliding scale in the table above reduces the required number of years of service
as the judge’s age increases, resulting in eligibility for retirement compensation at age 70 (or older) with a minimum of 10 years of
service. These requirements are commonly referred to today by the shorthand “Rule of 80” because the sum of the age and
service requirements at any given level numerically equal 80.
Judges who opt to take senior status add “senior” to the beginning of their formal title, becoming either a Senior
United State District Judge or a Senior United States Circuit Judge. Generally, in order for a judge to maintain senior status (and,
thereby, continue receiving a salary), subsection (e) provides (subject to certain exceptions) that he or she must carry a prescribed reduced workload, perform substantial non-courtroom duties, or perform substantial administrative duties. Senior
judges are, in essence, volunteering their time to the courts because they would otherwise receive the same compensation if they
fully retired from active service. In fact, the Administrative Office of the United States Courts estimates that senior judges typically handle about 15 percent of the federal courts’ workload annually. Thus, senior judges provides an invaluable contribution to
the administration of justice in the federal courts.

When a judge either decides to retire from active service or take senior status, a vacancy occurs on the court,
thereby providing the President with an opportunity to nominate a replacement. Thus, the Rule of 80 also serves as an important prognosticator for when vacancies might occur on the federal courts. By noting the age and date of confirmation of a judge,
70
10
the date (or at least year) when he or she is first eligible to take senior status can be calculated. Although there is no guarantee
that a judge will opt to take senior status as soon as he or she is first eligible, knowing the potential number of possible vacancies at any given time is a useful fact
for those with an interest in serving in the Federal Judiciary because it provides some sense of when an appointment opportunity may become potentially available.
For example, as of this writing, the New York federal courts show the following statistics:
2d
Cir

E.D.
N.Y.

N.D.
N.Y.

S.D.
N.Y.

W.D.
N.Y.

# current
vacancies

1

3

0

8

1

# eligible
for senior
status
# eligible
for senior
status in the
next four
years

3

2

2

2

2

0

3

0

6

1

Accordingly, bar associations like AABANY track the likelihood of vacancies in the federal
courts to determine when such opportunities might occur, thereby assisting their members plan for
and prepare their applications and other candidacy materials. For those qualified AABANY members
with an interest in serving in the Federal Judiciary, AABANY encourages you to contact any of the cochairs of the AABANY Judiciary Committee if you would like further information or assistance.
Footnotes
1. Sources include Frequently Asked Questions: Federal Judges, available at http://www.
uscourts.gov/Common/FAQS.aspx.

2. See U.S. Const., Art. II, Sec. 2, cl. 2-3 (“[The President] . . . by and with the Advice and
Consent of the Senate, shall appoint . . . Judges of the supreme Court, and all other Officers of the
United States, whose Appointments are not herein otherwise provided for, and which shall be established by Law: but the Congress may by Law vest the Appointment of such inferior Officers, as they
think proper, in the President alone, in the Courts of Law, or in the Heads of Departments. The President shall have Power to fill up all Vacancies that may happen during the Recess of the Senate, by granting Commissions which shall expire at the End of their next
Session.”).
3. See U.S. Const., Art. III, Sec. 1 (“The Judges, both of the supreme and inferior Courts, shall hold their Offices during good Behaviour, and shall, at
stated Times, receive for their Services a Compensation, which shall not be diminished during their Continuance in Office.”). These judges are also referred to as
“Article III” judges. The courts in which they serve comprise the Supreme Court of the United States and the inferior courts established by the Congress, which
currently are the thirteen United States courts of appeals, the 94 United States district courts, and the U.S. Court of International Trade.
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AABANY Photo Gallery
AABANY is proud to
launch its Mentorship
Program at this year’s Fall
Conference. Another way
to “Get Connected” with
AABANY is by getting an
AABANY mentor or men‐
toring a younger member
of AABANY. Email
Julie.kwon@aabany.org if
you are interested.
Photo Courtesy of Yang Chen

Above (L): Judge Marilyn D. Go mock interviews
students as part of Student Outreach Mock Interview Workshop.
Above (R): AABANY Executive Director Yang
Chen mingles during the AABANY Summer Picnic in Central Park.

Photo Courtesy of Yang Chen

Photo Courtesy of Yang Chen

Right: William Ng, Linda Lin, Michael Yap and
Jean Lee enjoy the AABANY End of Summer
Happy Hour at ROAM NYC.
Bottom: AABANY and AALFNY Spring Reception at Debevoise & Plimpton.

Photo Courtesy of Yang Chen
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ADVOCATE FEATURE: Patent Roundup
(Continued from page 5)

Court’s holding in Roche helped to establish a clear framework for this market. For market participants engaged in the acquisition, sale, or licensing of patent rights, Roche
highlights the level of scrutiny with which parties should conduct their due diligence efforts. When confronted with an assignee whose employment contracts or assignment
documents seem to present “technical drafting traps,” licensors or purchasers to-be would be wise to ask the assignee to execute confirmatory assignment documents with
the named inventors.
Microsoft Corp. v. i4i Ltd. P’ship, 131 S. Ct. 2238 (2011)
In a unanimous decision, the Court held that the presumption of validity set forth under 35 U.S.C. § 282 may be rebutted only by clear and convincing evidence.
The patent-in-suit involved an improved process for editing electronic documents. In 2007, the plaintiff-patentee i4i sued Microsoft for willful infringement, claiming that Microsoft’s manufacture and sale of certain Microsoft Word products infringed the patent. In addition to denying infringement, Microsoft defended the suit by claiming
that the patent was invalid and unenforceable. Specifically, Microsoft attempted to invalidate the patent using the “on-sale” bar defense (defined in 35 U.S.C. § 102(b)), under
which the accused infringer must establish that there had been a definite sale of, or offer to sell, the patented invention in the U.S. more than one year before the filing of the
application for the patent-in-suit. Here, the prior sale in question involved i4i’s sale of a software program known as S4. Microsoft contended that the S4 software itself was
covered by the claims of the patented process; i4i denied that the S4 software practiced the claimed invention. However, it was undisputed that the S4 software had not been
presented to the Patent and Trademark Office (“PTO”) Examiner during the prosecution of the patent-in-suit.
At trial, Microsoft requested a jury instruction that stated its “burden of proof with regard to its defense of invalidity based on prior art that the examiner did not
review during the prosecution of the patent-in-suit is by preponderance of the evidence.” The district court rejected that proposal, instructing the jury that “Microsoft has the
burden of proving invalidity by clear and convincing evidence.” Under that heightened standard, the jury found that Microsoft had not proven that the patent was invalid and
also found that Microsoft had willfully infringed the i4i patent. The Federal Circuit affirmed the judgment.
Before the Supreme Court, Microsoft contended that the proper burden of proof for establishing invalidity of a patent under § 282 is by a preponderance of the
evidence. Alternatively, Microsoft argued that that standard should at least apply when “an invalidity defense rests on evidence that was never considered by the PTO in the
examination process.” The Supreme Court rejected both arguments, relying upon common law principles that had established a heightened standard of proof for rebutting
the presumption of validity: “Congress specified the applicable standard of proof in 1952 when it codified the common-law presumption of patent validity. Since then, it has
allowed the Federal Circuit’s correct interpretation of § 282 to stand. Any recalibration of the standard of proof remains in its hands.” Specifically addressing Microsoft’s
alternative argument, the Court referred to its 2007 decision in KSR Int’l Co. v. Teleflex, Inc. (see footnote 2 above) and concluded that, “if the PTO did not have all material
facts before it, its considered judgment may lose significant force . . . . And, concomitantly, the challenger’s burden to persuade the jury of its invalidity defense by clear and
convincing evidence may be easier to sustain.” Under this rationale, the Court intimated that “a jury instruction on the effect of new evidence can, and when requested, most
often should be given.”
This ruling, while long anticipated, was not quite the watershed it could have been because it re-affirmed what most practitioners had presumed to be the status
quo. Microsoft had hoped to establish a new precedent that would make it more difficult for companies with patent claims to prove infringement. In this effort, it was joined
by a host of technology companies as amicus parties, including Apple, Cisco, eBay, Facebook, Google, LinkedIn, and Netflix. On the other side supporting i4i were companies
as varied as 3M, Bayer, Dolby Laboratories, Eli Lilly & Co., General Electric, and Proctor & Gamble, as well as the U.S. Solicitor General. It remains to be seen whether the
Court’s clarification of the proper burden of proof for rebutting the presumption of validity will actually make it more or less difficult for companies to defend patent infringement lawsuits, particularly those of dubious merit filed by so-called patent trolls in search of a lucrative settlement. Although the Court did not lower the burden of proof as
Microsoft had urged, it left the door open for trial courts to instruct the jury in appropriate cases regarding the nature of any evidence that had not been considered by the
PTO during the prosecution of the patent-at-issue, the appropriate formulation of which will likely be the next battleground.
For patentees in practice, Microsoft presents a double-edged sword. On the one hand, patentees who have created a degree of certainty around the validity of their intellectual property may be better positioned to repel claims of invalidity. Practices that establish such a degree of certainty may include commenting software code in development,
escrowing code in patent deals, keeping meticulous research journals, or creating thorough prosecution history. On the other hand, these very same practices could serve to
provide the clear and convincing evidence that an opposing party would rely upon to establish invalidity. Potential licensees or buyers of patents can again find security in
indemnification clauses that require the assignee or patentee to hold them harmless in the event that the subject intellectual property is rendered invalid.
*

*

*

Taken together, and perhaps reflecting the recent changes in the composition of the Court, this trio of cases represents yet another example of the Supreme
Court’s increased willingness to set down definitive rulings in important areas of patent practice and procedure. It is likely that we will continue to see a significant number of
patent decisions from the Court in the years to come.
Footnotes
1. Theodore K. Cheng is a commercial litigation partner at the law firm of Yoon & Kim LLP, where he specializes in intellectual property matters. Lee V. Pham is
the Manager of Intellectual Property Strategy at American Express, where his objective is to extract value from the company’s patent portfolio and technical know-how. Both
are members of AABANY’s Intellectual Property Committee. The opinions expressed in this article are solely those of the authors and do not necessarily reflect the views of
Yoon & Kim LLP, American Express, or AABANY and its Intellectual Property Committee.
2. See Microsoft Corp. v. AT&T Corp., 550 U.S. 437 (2007) (holding that 35 U.S.C. § 271(f) was not applicable where software is exported to a foreign computer
manufacturer on a “master disk” and then copied for installation on computers made and sold abroad); KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398 (2007) (holding that the Federal Circuit had erred in (i) rigidly applying the narrow “teaching-suggestion-motivation” standard for obviousness under 35 U.S.C. § 103; (ii) precluding application of “obvious
to try” considerations; and (iii) too rigidly constricting the use of hindsight, in conflict with the broader obviousness inquiry established in Graham v. John Deere Co., 383 U.S. 1
(1966)); MedImmune, Inc. v. Genentech, Inc., 549 U.S. 118 (2007) (holding that a licensee is no longer required to terminate or materially breach its license agreement in order
to bring a suit challenging the validity or infringement of a patent).
3. At press date, the Leahy-Smith America Invents Act, H.R. 1249, which passed the U.S. House of Representatives on June 23, 2011 and which was adopted by the
U.S. Senate without amendment on September 8, 2011, awaits enactment by the President.
4. See Victor K. Fung, et al., Competing in a Flat World 5-8 (3d prtg. 2008).
5. See, e.g., United States v. Ferguson, 2011 WL 3251464, at *9 n.14 (2d Cir. Aug. 1, 2011) (citing Global Tech in discussion of the trial court’s jury instruction of a
defendant having acted “knowingly” and noting that “[t]he Supreme Court appears to now prefer the appellation ‘willful blindness’”); United States v. Butler, 646 F.3d 1038,
1041 (8th Cir. 2011) (in bank fraud charge, equating knowledge with willful blindness and citing Global-Tech); cf. United States ex rel. Saltzman v. Textron Sys. Corp., 2011 WL
2414207, at *4 n.8 (D. Mass. June 9, 2011) (citing Global-Tech and assuming that a showing of willful blindness would satisfy the knowledge requirement for a False Claims Act
violation).
6. See FilmTec Corp. v. Allied-Signal, Inc., 939 F. 2d 1568, 1572 (Fed. Cir. 1991) (holding that, “[o]nce the invention is made and [the] application for [a] patent is filed,
… legal title to the rights accruing thereunder would be in the assignee … , and the assignor-inventor would have nothing remaining to assign”).
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Non-Member Rates

Individuals in
Law Firms/
Corporations

Individuals in
Public Sector/
Non-Profit
Sector/
Students
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Early Registration –
Full Day

Full
Day

CLE Programs,
Breakfast
and Lunch

Cocktail
Hour

$160

$200

$160

$60

$120

$150

$120

$60
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