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PTO OFFICIALS HOLD SEMINAR FOR
MEMBERS ON NEW PATENT LAW
Implementing Rules Still Being Drafted
Officials from the U.S. Patent and
Trademark Office came to Boston on March
21 and 22, 2000, to address the BPLA
membership on the subject of implementation
of the new patent legislation. Due to high
demand, two separate, identical sessions were
scheduled on consecutive days at Boston and
Lexington locations.
The seminars were conducted by Robert J.
Spar, Esq., Deputy Director, and Robert A.
Clarke, Esq., legal advisor, of the Special
Program Law Office of the U.S. Patent and
Trademark Office. The presentations covered
the following topics: patent term adjustment,
requests for continued examination of
applications, domestic publication of patent
applications, and inter partes reexamination.
The PTO officials stated that the PTO has
a legally-mandated goal to issue a patent within

three years of the filing date, to act on an
application within fourteen months of the filing
date, and to issue a patent within four months
of the date the issue fee is paid. These time
lines can be increased by the PTO due to delays
caused by the applicant, such as delays resulting
from the filing of a request for continued
examination, delays in responding to the PTO,
and the time consumed by interference
proceedings or appellate review. Delays caused
by appellate review and interference
proceedings, which can be substantial, can be
“recaptured” as patent term extension items.
The patent term adjustments will be tracked
by the PTO and calculated at the time of
allowance. Any request for reconsideration of a
PTO determination regarding term adjustment
must be made prior to payment of the issue
fee.

The PTO is initiating a new procedure called
a request for continued examination. This
procedure, which is available to applicants after
May 29, 2000, is designed to replace the existing
continued prosecution application practice. The
new procedure becomes effective on May 29,
2000, and applies to utility applications filed on
and after June 8, 1995. The filing of continued
prosecution applications will not be permitted
after May 29, 2000, and these applications are
expected to be phased out entirely within 2 to
3 years. Unlike a continued prosecution
application, the request for continued
prosecution does not result in the
abandonment of the prior application.
Applications filed on or after November
29, 2000, will now be subject to an 18-month
publication requirement, although earlier
Continued on page 4

ANNUAL JUDGES’ DINNER TO BE HELD
IN THE NEW FEDERAL COURTHOUSE ON APRIL 28TH
The Boston Patent Law Association
announced that it will hold its annual Judges’
Dinner on April 28, 2000, at the new Federal
Courthouse in Boston. The featured speaker
for the evening will be Dr. Donald M. Kerr,
Assistant Director of the FBI Laboratory,
Washington, D.C. Dr. Kerr’s topic will be
the use of high technology techniques in crime
prevention.
From 1979 to 1985, Dr. Kerr served as
the director of the Los Alamos National
Laboratory. Dr. Kerr left Los Alamos in
1985 to become president of EG&G, Inc., a
science-oriented manufacturing and
engineering firm in Wellesley, Massachusetts.
He then joined Science Applications
International Corporation, a San Diego

consulting firm, in 1993, becoming its
Executive Vice President for Science and
Technology. In 1996, he joined Information
Systems Laboratories, Inc., of San Diego,
which develops advanced signal processing
technologies, as its Executive Vice President.
Since 1997, Dr. Kerr has served as
Assistant Director of the FBI Laboratory in
Washington, D.C. The FBI Laboratory is

one of the largest and most comprehensive
forensic laboratories in the world.
An award for the outstanding
intellectual property jurist will be presented
to the Honorable A. David Mazzone, Senior
Judge, U.S. District Court, District of
Massachusetts.
Contact Mark Solomon at 781-861-6240
for more information.
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Message from President Thibodeau

David Thibodeau
Hamilton, Brook, Smith & Reynolds, P.C.
Mother Nature is actively in force this
Spring. Already the forsythia are in full
bloom, we have had our fair share of
sunshine filled 70 degree afternoons, and we
have heard predictions this past weekend that
the Red Sox home opener may be delayed
due to snow.
The Association’s activities have also
been in full force this year as well. Seminars
on the patentability of bioinformatics
inventions and on the ramifications of the
American Inventors Protection Act included
participation by senior personnel from the
Patent Office. We were also fortunate to
sponsor the Suffolk University High
Technology Law conference again this March,
as well as to have an informative session on
creative use of intellectual property in
corporate financing.
My thanks to the officers and committee
chairs who were largely responsible for

arranging for these events, including Tom
Engellenner, Doreen Hogle, and Walt
Dawson. We are all especially grateful to
Activities Chair Mark Solomon, who has
ensured that each of these events took place
without a hitch.
The Patent Practice Committee and
Young Lawyers Committee are planning an
afternoon seminar at Suffolk University Law
School on April 20th at 4:00, in the function
room. Dave Conlin will be speaking on
drafting patent applications in unpredictable
arts. The seminar is directed toward students
and newer practitioners, who may or may
not yet be members of the BPLA.
I am especially looking forward to our
Annual Judges Dinner on April 28th at the
new Federal Courthouse in Boston. Our
honored guest speaker for the evening will
be Dr. Donald Kerr, Assistant Director of
the FBI Laboratory in Washington, DC. Dr.
Kerr will give a most interesting presentation
on the Laboratory’s scientific methods in
certain high-profile crime investigations, and
discuss the special problems that his
organization sometimes faces with the
admission of evidence which has been
analyzed using advanced chemical, biological,
computer and image processing techniques.
The Board of Governors is pleased to
recognize the Honorable A. David Mazzone
as Outstanding Intellectual Property Jurist
this year. In his role as Liaison Judge for
Alternative Dispute Resolution at the U.S.
District Court for the District of
Massachusetts, Judge Mazzone’s tireless
efforts have led to settlement of many
disputes in lieu of what would otherwise be
protracted and complex litigation.
Please also keep your social calendars
open for the Summer Outing to Mystic

Seaport in Mystic, Connecticut on Saturday,
June 3.
Founded in 1929, Mystic Seaport is our
country’s leading maritime museum, as
guardian of the largest collections of boats
and sea-related photography in the world.
This private not-for-profit educational
institution annually serves over a million
visitors from around the globe, and boasts a
volunteer corps of over 700 dedicated
individuals who believe in the power of the
American maritime experience that connects
us all.
Mystic Seaport occupies the site of three
of the five shipyards that once lined the Mystic
River and collectively launched 600 vessels
between 1784 and 1919, a record unmatched
by any other comparably-sized community
in the United States. Each of Mystic Seaport’s
experiences — the village, exhibits, galleries
and shipyard where the art of wooden
shipbuilding endures – allow the visitor to
find out how the sea has touched us, our
families and our nation.
Saturday, June 3, 2000 at Mystic will not
only be our BPLA Summer Outing but will
also mark the 31st Annual Meeting of the
Traditional Small Craft Association. TSCA
members from around the country will
gather at Mystic to display and demonstrate
their traditional small watercraft, making
them available to any visitor wishing to “try
one out.” Assuming the weather
cooperates, we can expect to be treated to
seeing every type of small rowing and sailing
craft imaginable bob and weave along Mystic
Seaport’s waterfront.
We expect to arrange for shared
transportation by van or bus to facilitate the
trip to Mystic, which is about 2 hours from
downtown Boston. Please watch your mail
for a flyer with more details.

The Boston Patent Law Association
8 Faneuil Hall, Boston MA 02109, Telephone: (617)973-5021

Board of Governors:
President:
President-Elect:
Vice-President:
Treasurer:
Secretary:
Past-President:
Board Member:
Board Member:

David Thibodeau, Hamilton, Brook, Smith & Reynolds, P.C. (781) 861-6240 david.thibodeau@hbsr.com
Tom Engellenner, Nutter, McClennen & Fish, L.L.P. (617) 439-2948 tje@nutter.com
William Gosz, Wolf, Greenfield & Sacks, P.C. (617) 720-3500 wgosz@wgslaw.com
Peter Lando, Wolf, Greenfield & Sacks, P.C. (617) 720-3500 plando@wgslaw.com
Peter Corless, Dike Bronstein, Roberts & Cushman, L.L.P. (617) 523-3400 pfc1@dbrc.com
Walter Dawson, Pearson & Pearson (978) 452-1971 wfd@pearson-pearson.com
Doreen Hogle, Hamilton, Brook, Smith & Reynolds, P.C. (781) 861-6240 doreen.hogle@hbsr.com
Ingrid Beattie, Fish & Richardson, P.C. (617) 542-5070 ibeattie@fr.com
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NEW CYBERPIRACY LAWS
The Anticybersquatting Consumer
Protection Act was passed by Congress and
signed into law on November 29, 1999, as
an amendment to the Lanham Act (15 USC
§1125(d)). The new law is intended to prevent
domain name registrants from registering
names of trademark owners for the purpose
of reselling the names to the trademark
owners, i.e. “cyberpiracy.” The new law is
designed to provide trademark owners with
more effective relief in the event of the
cyberpiracy of their marks.
The Internet Corporation for the
Assignment of Names and Numbers
(“ICANN”) policy now in effect focuses on
cyberpiracy, but also considers likelihood of
confusion. The resulting procedure is more
involved for the parties and more expensive
than the prior NSI policy. In the end,
however, the domain name can be transferred
rather than placed on hold, thus avoiding
federal litigation.
The new procedures are governed by the
following three components:
· ICANN’s Uniform Domain Name
Dispute Resolution Policy (“Policy”)
· ICANN’s Rules for the Policy (“Rules”)
· Supplemental Rules of the Provider (the
organization approved by ICANN to
decide domain name disputes)
The new Policy, which includes the Rules
and the Supplemental Rules, has been
retroactively incorporated into existing
domain name registration agreements
between registrants and registrars. The Policy
requires the registrant to affirm that the
domain name registration was obtained in
good faith, and to agree to submit to
mandatory administrative proceedings.
Under the ICANN proceeding, a third
party can institute an action by filing a
complaint with a Provider approved by
ICANN. The complaint must include a claim
that: 1) the domain name is confusingly
similar to a trademark; 2) the registrant has
no rights or interest in the domain name;
and 3) the domain name is being used and
registered in “bad faith.” “Bad faith” can be
shown under the Policy if the registrant
acquired the domain name primarily for the
purpose of selling, renting, or transferring
the domain name to the trademark owner

or a competitor of the trademark owner for
more than the cost to register the domain
name. Other grounds for concluding
whether the registration is in bad faith include
using the good will associated with the
trademark to lure visitors to the site, or to
disrupt the competitor’s business.
The answer to the complaint is due
within 20 days of commencement of the
proceeding and must address the allegations
made by the trademark owner, and present
the registrant’s position in the dispute. For
example, the registrant may present evidence
of its use or intention to use the domain
name without notice to the trademark owner.
A panel—made up of a single panelist
or group of three panelists approved by the
Provider and jointly selected by the parties—
renders the actual decision. The decision of
the panel is due within 14 days of its
appointment and may include canceling or
transferring of the domain name, or
maintaining the status quo. While the panel
can have live hearings, they will likely be rare.
Currently, the only Provider approved
by ICANN is the World Intellectual Property
Organization (“WIPO”), which has issued
its set of Supplemental Rules. WIPO’s
Arbitration and Mediation Center has set its
fees at $1000 for a panel with one panelist,
and $2500 for three panelists. WIPO has
listed several panelists available to decide
disputes, most of whom are intellectual
property attorneys.

BIO2000 ATTRACTS
IP LAWYERS
The
Biotechnology
Industry
Organization held its Annual Meeting in
Boston from March 25 to March 30, 2000.
Designated “BIO 2000”, the event drew over
10,000 participants and attendees, nearly
double the previous year’s attendance,
including many local and out-of-state IP
practitioners. The meeting included
networking sessions, educational programs,
special athletic events, product and service
exhibitors, and evening receptions.
BPLA members presenting topics at the
meeting included BPLA Board member
Ingrid Beattie, of Fish and Richardson, who
spoke at a seminar on strategic considerations
in building a winning patent portfolio; BPLA
member E. Robin Plumer, of Wolf,
Greenfield and Sacks, who chaired a seminar
on the NIH Guidelines for Licensing
Research Tools; and BPLA member Donald
R. Ware, of Foley, Hoag and Eliot, who
spoke on the topic of patent litigation. Other
IP topics of interest included worldwide
patent strategies, patent litigation, patent
interferences, and the degeneracy of the legal
code.
The special events included celebrity
speakers, such as actors Christopher Reeve
and David Lander, Herb Boyer, co-founder
of Genentech, Inc., Senator Edward
Kennedy, and Peter Lynch of Fidelity
Management and Research.

Douglas R. Wolf, Esq., of Wolf, Greenfield
and Sacks, P.C., contributed to this Article.

BOSTON TO HOST IP LAW SECTION
OF ABA IN JUNE
The ABA Intellectual Property Law
Section will be holding a five day conference
in Boston from June 21 to June 25, 2000.
The conference will include a number of
seminars on intellectual property law,
including litigation, patent prosecution,
copyright law, and recent developments in
internet law and database protection. A
number of recreational and sightseeing
activities are also planned.
The Boston Patent Law Association is
pleased to announce that it will be involved
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with this event as a cooperating organization.
In addition to providing speakers for the
seminars, we have obtained a member
discount rate which entitles BPLA members
to obtain ABA Section attendee rates. We
also expect to have a display table, and will
possibly be seeking volunteers to staff the
table during peak hours. Additional
information can be obtained from William
G. Gosz, Wolf Greenfield & Sacks, P.C., at
617-720-3500 or by email at
wgosz@wgslaw.com.

BOSTON PATENT LAW ASSOCIATION NEWSLETTER - APRIL 2000

Continued from page 1
(voluntary) publications are permitted at the
request of the applicant. In order to prevent
publication, a request, which can be rescinded
at any time, must be filed at the time of filing
the application.
Publication in the U.S. is required if the
application is filed abroad in a country which
requires publication. However, if the U.S. and
foreign versions of the application are not
identical, a redacted version of the application
may be submitted for publication purposes.
This may occur, for instance, when best mode
information is deleted from an application
which is filed in a country which does not
require the disclosure of the best mode. The
best mode information can be deleted from
the U.S. publication.
Publication will be available in electronic
format only on the PTO web site. After
publication, the entire file of the application
will be available for public inspection. The PTO
has indicated that it will permit the filing of
prior art by third parties, but that it will not
entertain pre-issuance oppositions.
The application can be voluntarily
republished during prosecution if the
application claims have been substantially
amended. This can have the effect of securing
applicant’s right to a reasonable royalty if
infringement of the issued patent is ultimately
found. The royalty would extend from the
time of publication until the patent issues,
and only applies if the published and issued
claims are substantially identical.
The published application will become 35
USC 102(e) prior art as of the filing date of the
application. In addition, for interference
purposes, the claims of the published
application must be copied within one year of
the date of publication.
Finally, the PTO will adopt procedures
for implementing the new inter partes
reexamination proceeding. Inter partes
reexamination is intended to supplement, and
not replace, the existing ex parte procedure. Inter
partes reexamination will only apply to
applications filed on or after November 29,
1999, and the PTO does not anticipate that
the procedure will actually be used until mid2001.

PATENT LITIGATION HIGHLIGHTS IN
FIRST CIRCUIT
Amgen Case in the Spotlight
The following cases are taken from
public records and other publicly available
documents concerning intellectual property
disputes in the First Circuit which may be of
interest to BPLA members.
Amgen v. Hoechst and Trankaryotic
Therapies
A Markman hearing was held before
William G. Young, Chief Judge, District
Court, District of Massachusetts, on March
27 and 28, 2000, to determine the scope of
Amgen patents relating to the production of
Epogen. Epogen, which is used to treat
kidney dialysis patients for anemia, is
Amgen’s lead product with 1999 sales of
about $1.7 billion. Transkaryotic Therapies,
a Cambridge-based biotechnology company,
uses a process which it claims does not violate
the Amgen patents.
At the Markman hearing, Judge Young
applied broad definitions to the patent claims,
which was viewed by observers as being a
favorable outcome for Amgen. The case now
moves into the summary judgement phase
where Transkaryotic Therapies has argued that
Amgen was guilty of inequitable conduct in
obtaining its patents.
In an earlier decision in this case involving
discovery, Judge Young had ruled that
privileged documents inadvertently produced
by the defendant were not covered by
attorney-client privilege since the defendant
had not exercised reasonable precautions to
guard against inadvertent disclosure of the
information.
An infringement trial is expected to begin
in May.
Hewlett Packard v. Boston Scientific
Hewlett-Packard filed a complaint
against Natick-based Boston Scientific
Corporation alleging that Boston Scientific
had attempted to monopolize the market for
intravascular ultrasound catheters and
consoles, and that plaintiff was being harmed
by the anticompetitive actions. The decision
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was on a motion to dismiss the complaint
for failure to state a claim.
Judge Patti B. Saris, District Judge,
District of Massachusetts, ruled that
plaintiff had alleged the requisite elements
of a claim for attempted monopolization
under federal law.
U.S. Filter and Millipore v. Ionics
U.S. Filter and Millipore filed an action
against Ionics for infringement of a reissue
patent involving an electrodeionization
apparatus. Ionics filed a motion for
summary judgment before Robert E.
Keeton, District Court, District of
Massachusetts, alleging that the patent was
anticipated and therefor invalid.
Judge Keeton ruled that the patent
was not anticipated since no single reference
disclosed all of the elements of the patent
claims, and that the patent was not invalid
for violating the recapture rule since
nothing was surrendered during the
prosecution of the prior patent which
related to a change in claim terminology.
Judge Keeton also ruled that plantiffs were
not guilty of fraud or inequitable conduct.
Accordingly, defendant’s motion for
summary judgment was denied.
Gillette v. Norelco
Gillette filed an action in federal district
court alleging that Norelco had violated
§ 43(a) of the Lanhan Act by making false
and misleading claims in television
commercials. In particular, Gillette claimed
that Norelco had stated in television
commercials that the “reflex action” of its
electric razors produced less irritation than
ordinary razor blades. Gillette alleged that
this claim was false and misleading.
Judge Reginald C. Lindsay, District
Judge, District of Massachusetts, ruled for
Norelco of the merits, holding that Gillette
had failed to establish how consumers
would interpret the commercials, and the
commercials could not therefor be
considered false or misleading.
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NOTICE OF MEMBERSHIP EXPIRATION
Pursuant to the BPLA By-Laws, notice is hereby given of the expiration of memberships
granted to the following individuls for failure to pay Y2K dues. Unless dues payments are
received by the Treasurer before May 31, 2000, the following individuals will be removed from
the membership roster (the dues payment form can be found on the BPLA Web site):
Edward J. Adamson
Gregory Aharonian
Charles J. Barbas
David Barron
Kurt R. Benson
Thomas R. Berka
John V. Bianco
William E. Booth
Dean G. Bostock
Daniel J. Bourque
I. Daniel E. Boxer
John J. Brooks, III
Randolph P. Calhoune
David N. Caracappa
Kenneth L. Carson
Carl Chan
Barry W. Chapin
Alakananad Chatterjee
John Christopher
David J. Cole
Kenneth J. Collier
Francis L. Conte
Frances P. Craig
David F. Crosby
Carolyn G. D’Agincourt
Kirk Damman
James DeCamp
Aristide Delyanis
Thomas J. DesRosier
Peter M. Dichiara
Michael A. Diener
Arthur F. Dionne
George W. Dishong
Jodi Doherty
David M. Driscoll
Bruce M. Eisen
Ronald I. Eisenstein
Karen L. Elbing
William N. Erickson
Heidi A. Erlacher
Alan F. Feeney
Mark A. Fischer
John V. Forcier
Dorene Foster
Christopher K. Gagne
Dr. Steven J. Gaudet
Lisa N. Geller
Milton E. Gilbert
Carol Gilchrist
Richard A. Goldenberg
William F. Gray

Helen A. Greer
Paul R. Gupta
Roberta L. Hahn
Prithvi C. Hall
Keith Hargrove
Thomas M. Hemnes
William O. Hennessey
George A. Herbster
Stephen J. Holmes
Harley Hoskins
David E. Huang
John P. Iwanicki
Mary P. Jimenez
Madeline I. Johnston
David R. Josephs
Thomas A. Kahrl
Sandhya L. Kalkunte
Herbert S. Kassman
Stephen P. Kearney
Wayne M. Kennard
Celia E. Ketley-Leber
Susan R. Keyes
Kerrie A. King
Ken Kozik
Daniel S. Kriegsman
Claire LaPorte
James B. Lampert
Kathryn L. Lampron
Teresa Lavoie
William F. Lee
William H. Lee
Debra Leggett
Kenneth B. Ludwig
Donald T. MacPhail, III
Gaetano D. Maccarone
Ivana Maravic-Magovce
Janine Marie Susan
Elaine Martel
Steven K. Martin
Robert A. Mazzarese
William McGowan
Jodi-Ann McLane
Marianne McLaughlin
Owen J. Meegan
David M. Mello
Herbert E. Messenger
Robert Milman
Steven M. Mills
A. Jason Mirabito
Ami Mirabito
Peter P. Mitrano

Lawrence E. Monks
Michael Morency
Janice M. Mueller
Ronald E. Myrick
Robert L. Nathans
Karen M. Nichols
Alphonse R. Noe
Robert F. O’Connell
Scott A. Ouellette
Mark J. Pandiscio
Mark D. Passler
Sarah C. Peck
Deborah J. Peckham
Sanjay Prasad
David S. Resnick
David F. Rise
Douglas D. Robinow
Lawrence C. Robins
Denis A. Robitaille
Alfred H. Rosen
Armand J. Rossette
Donna Rothbart
Jasbir Sagoo
Elliot A. Salter
Michael Schmeizer
Kenyon L. Schuett
Charles E. Schulman
Terry P. Segal
Mark D. Seltzer
Justin T. Sergio
Jeffrey A. Shapiro
Smita A. Sharma
Timothy J. Shea, II
Evelyn D. Shen
Garfield B. Simms
Thomas M. Sullivan
Carolyn B. Sullivan
Tracy A. Sykes
Richard R. Tomlins, II
Ed Trembly
Thomas J. Tuytschaever
Rajesh Vallabh
Robert J. Waeldner
Raja H. Wakim
James W. Weigand
Donna M. Weinstein
Mark P. White
Na Wu
Jack H. Wu
Leon R. Yankwish
Michelle J. Young
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ANNOUNCING
THE 2000
WRITING COMPETITION
sponsored by the BPLA
1st Prize: $300
2nd Prize: $200
will be awarded to the author of the
best article on a subject relating to the
protection of intellectual property written or published between
Aug. 1, 1999 and July 31, 2000
CONTEST RULES
To be eligible for consideration, the
articles must have been written solely
by a student or students either in full
time attendance at a law school (day or
evening) within the jurisdiction of the
First Circuit, or prepared in connection
with a course at a law school situated
in the First Circuit. The article must be
submitted to the Boston Patent Law
Association on or before July 31, 2000.
Papers should be no more than the
equivalent of 10 law review pages including footnotes (30-40 pages typed
copy). Submission of 5 copies is required. Submissions must include the
submitter's name, current address, current telephone number, law school and
present employment, if applicable.
Judges will consider the merits of the
article as a contribution to the knowledge respecting intellectual property.
Send papers to:
The BPLA Writing Competition
c/o Attorney Ingrid A. Beattie
Fish & Richardson, P.C.
225 Franklin Street
Boston, MA 02110

Notice to All BPLA
members who have not yet
paid their 2000 dues:
The annual BPLA membership fee of
$55.00 was due by February 1, 2000.
A $25.00 late fee is due for renewals
submitted after February 1, 2000.
Membership renewal forms
can be obtained from BPLA
Treasurer Peter Lando
at (617) 720-3500 or via the internet
from our web site
WWW.BPLA.ORG
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BPLA COMMITTEES
To switch committees (or to join another committee), members are encouraged to contact the
committee chairpersons listed below to have
their names added to committee rosters. Most
committee chairpersons can be contacted
through the BPLA web site: www.bpla.org (For
committees that have co-chairs, please contact
the person marked by the asterisk.)
Activities and Public Relations
Committee e-mail - activities@bpla.org
Mark Solomon - (781) 861-6240
AIPLA Moot Court
Committee e-mail - mootcourt@bpla.org
*Christopher Centurelli - (617) 542-5070
Merton Thompson - (617) 542-5070
See page 7 for results of the 2000 Moot
Court Competition.
Antitrust Law
Committee e-mail - antitrust@bpla.org
*Paul R. Gupta - (617) 338-2482
Martin O’Donnell - (617) 951-2500
Biotechnology
Committee e-mail - biotechnology@bpla.org
*Patricia A. McDaniels - (603) 425-6409
Doreen M. Hogle (781) 861-6240

On February 11, 2000 the Biotechnology
Committee and the Computer Law
Committee co-sponsored a seminar,
“Bioinformatics and Patents,” at the
Swissotel Boston. Over 100 people turned
out for the continental breakfast, followed
by a panel discussion of topics designed to
give patent professionals an overview of one
of the hottest new areas of patent law. The
emerging area of bioinformatics is very new
to most patent attorneys. Although the
Boston patent law community has “experts”
in the separate fields of biotechnology and
computers, this new area is an integrated field
which requires expertise in both fields.
BPLA President, David Thibodeau
introduced the four panelists: George Church,
Ph.D., professor at Harvard Medical School
Department of Genetics and Director of the
new Lipper Center for Computational
Genetics at Harvard; Karen Buchanan, Esq.,
an attorney with Bromberg & Sunstein,
formerly an Associate Solicitor at the United
States Patent and Trademark Office; Scott
Brown, Esq., Associate General Counsel,
Intellectual Property for Millennium
Pharmaceuticals, Inc. and Brian Stanton,
Ph.D., Supervisory Patent Examiner in
Technology Center 1600 at the USPTO.
Moderators for the discussion were: Doreen
Hogle, Esq., of Hamilton, Brook, Smith &
Reynolds and Paul Kudirka, Esq., of Kudirka
& Jobse.

Dr. Church presented an overview of
the field of bioinformatics and discussed
how these new computational techniques are
being used to elucidate specific information
from the vast number of gene sequences that
are currently being determined and how that
information can be used for disease
diagnostics and therapies. Ms. Buchanan
discussed some important issues of
patenting computer-related inventions and
presented some recently issued patents that
covered bioinformatics applications. Mr.
Brown reviewed strategies for protecting
bioinformatics inventions that included both
patent and trade secret protection. Dr.
Stanton described the structure of the new
Bioinformatics Art Group, formed to
examine bioinformatics patent applications
and provided some helpful hints for
practitioners to consider when writing and
prosecuting these applications.
Careers in IP Law
Committee e-mail - careers@bpla.org
The BPLA is currently seeking volunteers
to chair or co-chair this committee.
Chemical Practice
Committee e-mail - chemical@bpla.org
*Peter F. Corless - (617) 523-3400
Maggie Kanter - (617) 252-7500
Community Service
Committee e-mail - community@bpla.org
David J. Powsner - (617) 248-5000
Computer Law
Committee e-mail - computer@bpla.org
*Edward W. Porter - (617) 494-1722
Lee Carl Bromberg - (617) 443-9292
Copyright Law
Committee e-mail - copyright@bpla.org
*Charles (“Buzz”) Gagnebin - (617) 542-2290
Thomas M. Saunders - (617) 227-0700
Corporate Practice
Committee e-mail - corporate@bpla.org
*Walter F. Dawson - (978) 452-1971
Faith F. Driscoll - (781) 326-6645

On March 29, 2000, the Corporate
Practice Committee held a seminar on
“Valuing and Using Intellectual Property
Royalties to Obtain Non-Recourse Debt
Financing.” President David Thibodeau,
filling in for Cochair Walter Dawson who
was recovering from a foot operation, chaired
the meeting. At the start of the meeting,
everybody wished that Walter have a speedy
recovery.
President Thibodeau introduced Jack
Ross, President & CEO of Licent Capital and
Joseph Agiato, Jr., Managing Director-
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Valuation of Licent Capital. Licent Capital is
a specialty finance company that provides
non-recourse debt financing for licensors of
intellectual property (i.e. patents, copyrights
and trademarks). Mr. Ross, who has an
extensive financial background and is a
pioneer in the development of the
securitization market, described the concept
of IP Royalty Financing as a method by which
debt capital is raised using revenue producing
patents or other intellectual property. The
revenue produced by these assets is used to
pay off both the principal and interest of the
financing. Unlike equity financing, IP Royalty
Financing does not dilute ownership of the
intellectual property, enabling the owner to
retain all the upside value of the asset. Such
financing is based upon the top line royalty
revenue streams, not bottom line net income
or net cash flow.
Mr. Agiato, who is a leading authority
in the valuation of intellectual property,
described the valuation process involving
estimating future cash flows from the licensed
technology. The projection of future cash
flows utilizes a number of factors, including
historical cash flows, legal assessment of
license agreement, technology assessment
and assessment of market size, share trends,
pricing strength and stage of product lifecycle.
The attendees found the seminar quite
informative and were provided an
opportunity to consider such financing in
their future client transactions. Further
information on Licent Capital is available at:
http://www.licentcapital.com.
International Practice
Committee e-mail - international@bpla.org
*Timothy A. French - (617) 542-5070
Thomas A. Turano - (617) 248-7378
Law Students
Committee e-mail - students@bpla.org
Leigh Martinson - (617) 491-5758
Licensing
Committee e-mail - N/A
P.C. Lall - (401) 841-4736 (x24221)
Litigation
Committee e-mail - litigation@bpla.org
*Susan Glovsky - (781) 861-6240
Steven M. Bauer - (617) 248-7594
Patent Law
Committee e-mail - patents@bpla.org
*Leslie Meyer-Leon - (617) 542-6000
Matthew B. Lowrie - (617) 720-3500
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Continued from page 6
Patent Office Practice
Committee e-mail patentpractice@bpla.com
Grant Houston - (781) 861-6240
David Conlin - (617) 523-3400
The Patent Office Practice Committee,
in conjunction with the Young Lawyers
Committee will hold a seminar on “Patent
Application Drafting in Unpredictable Arts.”
Unpredictable technologies, such as the
complex mechanical, chemical, and
biotechnical arts, often bring their own
particular set of problems in prosecution
strategies. The guest speaker will be David G.
Conlin of Dike, Bronstein, Roberts &
Cushman, LLP. The seminar will be held on
April 20, 2000 from 4:00 - 6:00 p.m., at Suffolk
University Law School. There is no charge for
attendance. To reserve space, contact Claudia
Fagan at Hamilton, Brook, Smith & Reynolds,
at
781-861-6240
or
Email
to
grant.houston@hbsr.com.
Trade Secrets
Committee e-mail - tradesecrets @bpla.org
* Stephen Y. Chow - (617) 854-4000
Richard M. Gelb - (617) 345-0010
Trademarks & Unfair Competition
Committee e-mail - trademarks@bpla.org
*Michael A. Albert - (617) 730-3500
Donna M. Weinstein - (617) 542-5070
Young Lawyers
Committee e-mail - younglawyers@bpla.org
Aaron Bullwinkel - (617) 345-0010
Lesley Hamlin - (978) 657-1168

WEB SITE
IMPROVEMENTS
This is the second in a continuing series
of articles on improvements to our web site.
As we mentioned in the last edition of the
newsletter, the web site, www.bpla.org,
contains a section which can be accessed by
the general public, and a section which has
access limited to members of the
organization.
The public access section includes a
listing of the Officers and Board of
Governors of the organization, committee
information, a calendar of upcoming events,
membership applications and membership
renewal forms, a copy of the organization
by-laws, and links to other relevant sites.
The “members only”, which requires a
password to access, contains an archive of
past editions of the newsletter, a directory of

BENJAMIN CARDOZO AND
GEORGE WASHINGTON
ADVANCE TO MOOT COURT FINALS
On March 19, 2000, Benjamin
Cardozo law students Sonny Chehl and
Alan Gotthelf won the BPLA sponsored
Northeast Regional for the 27th Annual
Memorial Giles Sutherland Rich Moot
Court Competition. Both Mr. Chehl and
Mr. Gotthelf, along with runners up
Ronald Kimble and Stephan Yoder of
George Washington University, earned the
right to advance to the competition’s
National Finals in Washington D.C.
In a heated championship round, the
duo from Benjamin Cardozo narrowly
defeated the team from George
Washington by successfully persuading a
distinguished panel of local attorneys to
find in their favor. The panel, which
consisted of Heidi Harvey, Frank Porceli
and David Thibodeau, kept both teams on
their toes with a series of probing questions
for an additional twenty-five minutes,
nearly doubling the anticipated length of
the competition.
Other teams joining Benjamin
Cardozo and George Washington in the
National Finals, April 12-14, 2000, include
The University of Texas, Southern
Methodist University, George Mason Law
School, Wisconsin Law School, Seattle
University School of Law and Loyola Law
School, Los Angeles, CA. The teams will
be vying for a prize of $2000 from the

American Intellectual Property Association
(AIPLA).
Special thanks goes out to all those
BPLA members who helped make the
Northeast Regional a success. Volunteers
for this year’s competition included:

members, and a membership renewal form.
A new feature in the “members only”
section is a survey for polling the members
on topics of interest. The organization
envisions using the survey mechanism to
poll the membership concerning topics of
current interest. For instance, it will enable
us to respond more effectively to inquiries
regarding where our members stand on
proposed PTO rule changes.
The organization also has developed the
capability of mass emailing members who
have provided email information on the web
site. The first use of the email capability was
a reminder notice to the members regarding
dues payments for the current year. This
announcement was also intended as a test
for this capability, and as a result of this test,
it was discovered that many of the member’s
email listings have changed or are not
operable. Accordingly, all members should

make an extra effort to verify and update their
membership information as it appears on
the web site. This can be accomplished by
simply entering the username and password,
and then clicking on the member’s name and
typing in the updated information. This
information will also be used to prepare
mailing labels for contacting the members
regarding future seminars and events. The
username/password was previously
distributed to the membership, but those
members who have misplaced or forgotten
it can obtain it by contacting the web site
administrator at info@bpla.org.
Members who desire to actively
participate in particular committees of the
organization should contact that committee
through the web site. Each committee has,
or is in the process of having, a brief
description of its mission statement and its
chair contact information posted on the web
site.
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Bailiffs: Laurie Butler, Thomas Johnston,
Ali Alavi-Nassab, Victor Owuor, Leigh
Martinson;
Judges: Ilan D. Barzilay, Charlene Colt,
Nicole Gage, William G. Gosz, Cynthia
Johnson, John Mizhir Jr., Tu Nguyen,
Richard Roos, Tom Saunders, Inna
Shtivelband, David Simons, Michael Zeliger,
Charles Hieken, Martin O’Donnell, Craig
Smith, Merton Thompson, Christopher
Dillon, Dana Zakarian, Heidi Harvey, Frank
Porcelli, and David Thibodeau; and
Brief Graders: Lawrence Kolodney, Christina
Sperry, Jack Brennan, David Johnson,
Cynthia Kozakiewicz, Christina Karnakis and
Shelby Walker.
A special thanks also goes out to Suffolk
University, Jim Richards and Lorraine Cover
who helped to organize the beautiful new
accommodations for the Northeast Regional
at Suffolk’s new Law School.
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Advertisements
Subject to the availability of space, the BPLA publishes advertisements by its members (and their firms
or employers) for availability of employment positions and services offered. The placement of an ad
costs $100.00 per issue for approximately one hundred words of space in the newsletter.
If you wish to submit an advertisement for publication in the next issue, please send a copy of the
proposed ad by e-mail and a check (made payable
to Boston Patent Law Association, Taxpayer ID# 042667161) for $100.00 by regular mail to William Gosz:
E-mail: wgosz@wgslaw.com; Mail: William Gosz,
Wolf, Greenfield & Sacks, P.C., 600 Atlantic Avenue,
Boston, MA 02110.

Positions Available

encouraged and assisted. Send resume and writing
samples in confidence to: Hiring Partner, Kudirka
& Jobse, LLP, Two Center Plaza, Boston, MA 02108.
MILLENNIUM PHARMACEUTICALS
Patent Attorneys/Counsels to develop patent strategies and portfolios; work closely with teams to
advise, identify and develop patent strategies for new
technologies; manage and perform the preparation
and prosecution of patent applications; provide creative approaches to broaden patent position; and
provide intellectual property-related insight into
corporate transactions. Requires 3-8 years biotechnology patent experience, excellent science, communication and interpersonal skills, and the desire
to lead a progressive team. Also seeking Technology Specialists/Patent Agents to assist in preparing/prosecuting patent applications covering the
company’s inventions, and analysis of third party
patents/applications. Attend lab meetings to stay
abreast of research and obtain new invention disclosures. Requires MS/PhD in Molecular Biology,
Biochemistry, Immunology, Chemistry, plus experience performing research in a biotechnology/pharmaceutical company or academic institution. 0-3
years experience as Technology Specialist or registered Patent Agent preferred. Patent Bar a plus.
Send one resume using one method to: Millennium Pharmaceuticals, Resume Processing Center,
Source Code BPLA00, P. O. Box 798, Burlington,
MA 01801. Email: millennium@ webhire.com. Fax:
800-370-6925. A source code must be included with
all submissions. EOE. www.mlmn.com

CHAPIN & HUANG, LLC
A growing patent law firm located in
Westborough, MA (Rtes. 495, 9 and MA Pike), seeks
Patent Attorneys/Agents/Tech Specs with a
minimum of 2 years quality experience in both
engineering and patent law in computers, software
and/or electronics. Ability to interface with clients
in a professional manner is essential, as are quality
of work, responsiveness and an entrepreneurial
attitude. Benefits include great clients, competitive
salary and full family health, STD/LTD, 401K, flexible
hours, casual suburban atmosphere and commute.
Send resume to Chapin & Huang, LLC, Westborough
Office Park, 1700 West Park Drive, Westborough,
MA 01581. Fax: 508-616-9805. Email: Patents@
techpat.com. Be prepared to show work/writing
NUTTER, McCLENNEN & FISH, LLP is seeksamples. Principals only, no phone calls please.
ing two Patent Attorneys with 3-5 years experience,
DIKE,
BRONSTEIN,
ROBERTS
& one with a background in electrical engineering,
CUSHMAN, LLP seeks: 1) Technical Specialists computer science or physics and one with a bioor Patent Agents with a Ph.D. in organic chemistry, technology background. Responsibilities include
particularly organic synthesis, biochemistry, patent prosecution, litigation, technology licensing
molecular biology, immunology, or other and client counseling. Persuasive advocacy skills,
biotechnical discipline, and 2) Patent Attorneys for strong interpersonal skills, technical knowledge and
a partnership-track position with a degree in electrical excellent writing ability essential. Casual work enviengineering, chemistry, molecular biology or other ronment. Top salary and generous benefits. Conbiotechnical discipline. Send resumes in confidence tact Sandra Olearcek, Legal Hiring Manager at 617to: Hiring Committee, Dike, Bronstein, Roberts & 439-2351 or via e-mail at sgo@nutter.com.
Cushman, LLP, 130 Water Street, Boston, MA 02109
POLAROID is seeking Patent Attorneys to handle
or via e-mail to pfc@dbrc.com.
all phases of domestic and foreign patent practice,
EPIX MEDICAL, INC. is developing targeted including patent preparation and prosecution, vacontrast agents to improve the capability of MRI as lidity and infringement studies, and licensing and
a tool for the diagnosis of disease. Our vision is to litigation support. In addition, these positions serve
build on our core technology to significantly as advisors to technical project management on matimprove patient outcomes and lower medical costs. ters of intellectual property. One position seeks
We are looking for a Patent Attorney with 2-3 years qualified candidates that have a minimum of 2-3
experience in patent prosecution, litigation, and years of patent law experience with a background in
client counseling. The successful applicant should
electrical engineering, digital imaging or physics.
have a Ph.D. in Chemistry, Biophysics, or
Biochemistry, a JD from an ABA accredited law The second position seeks similarly experienced
school, and must be a registered patent agent and a candidates with a chemical patent practice backmember of the MA Bar or equivalent. Technology ground and an emphasis on organic chemistry. These
Specialists currently attending law school with the positions require membership in a state bar and regsame scientific background and similar legal istration to practice before the USPTO. Send your
experience also considered. We offer highly resume to: Email: globalstaff4@ polaroid.com, fax:
competitive compensation package including stock 781-386-9703.
options. Flexible hours and part time optional for
the right candidate. Send resumes to: Job Code PATL, EPIX Medical, Inc., Human Resources, 71 Rogers
Street, Cambridge, MA 02142 or Fax: 617-250-6041.

Services Available

KUDIRKA & JOBSE, LLP
A growing intellectual property firm seeks registered patent attorneys with Electrical Engineering
or Computer Science background and at least two
years patent prosecution experience. We offer a
congenial, small firm environment in which direct
client contact and personal client development are

SPINNEY ASSOCIATES offers Patent Drafting
and Trademark Illustration. Servicing attorneys, corporations and individuals nationwide since 1982.
USPTO, PCT and foreign formats. Call for a free
brochure: 1-800-561-6607, Fax 1-888-635-8726.
Pelham, New Hampshire.
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The Boston Patent Law
Association (BPLA) is an association of intellectual property professionals, providing educational
programs and a forum for the interchange of ideas and information
concerning patent, trademark, and
copyright laws. Through a volunteer Board of Governors and committees, it organizes and hosts educational seminars, social events,
and conventions, and comments on
rules and legislation impacting the
profession. Visit the BPLA at
www.bpla.org.
Membership in the BPLA is
available to attorneys and other
professionals practicing intellectual property law with in the Federal First Judicial Circuit (Maine,
New Hampshire, Vermont, Massachusetts, Rhode Island, and Connecticut). Applications for membership can be obtained from our
web site at www.bpla.org. Full
membership for 2000 (available
only for attorneys practicing within
the First Circuit) costs $55.00 Associate membership (available to
non-attorney intellectual property
professionals) costs $45.00. Mailing list-only affiliation costs $25.00.
The BPLA Newsletter is published
four times a year by the Boston Patent
Law Association. Articles appearing in
the newsletter represent the views of the
authors and do not necessarily carry the
endorsement of the BPLA.

Editor: William G. Gosz
Contributors:
Christopher Centurelli, Thomas
Field, David Thibodeau and
Douglas R. Wolf
Letters to the editors and articles are
encouraged. Mail all correspondence to:
BPLA Newsletter
c/o William G. Gosz
Wolf, Greenfield & Sacks, LLP
600 Atlantic Avenue, Boston, MA 02210
or via e-mail to wgosz@wgslaw.com

