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ANNUAL BPLA JUDGES DINNER
HELD AT THE NEW FEDERAL COURTHOUSE
The annual Boston Patent Law Association
Judges Dinner was held at the Federal
Courthouse in Boston on April 28, 2000.
Approximately 240 members and guests were
in attendance, including 12 judges and
magistrates from the District of Massachusetts,
as well as Judge Mary Lisi from the U.S. District
Court in Rhode Island and CAFC Senior Judge
Alan Lourie.
President David Thibodeau presented an
award for the outstanding intellectual property
jurist to the Honorable A. David Mazzone,
Senior Judge, U.S. District Court, District of
Massachusetts, for his years of service to the
intellectual property community in Boston.
Following the presentation to Judge Mazzone,
Mr. Thibodeau introduced the featured speaker,
Dr. Donald M. Kerr of the FBI Laboratory in
Washington, D.C.
Dr. Kerr spoke about the use of DNA and
other genetic information by the FBI to identify

Dr. Donald M. Kerr
Assistant Director of the FBI Laboratory,
Washington, D.C.

criminal suspects and to solve crimes. Dr. Kerr
stated that the FBI, in cooperation with state
law enforcement agencies, is collecting
information to be used to establish a national
bank of genetic information. The genetic
information is being collected from individuals
who are incarcerated as a result of having been
convicted of a serious criminal offense.
The FBI is working with law enforcement
agencies on a state-by-state basis to obtain the
DNA samples. Dr. Kerr envisioned that the
DNA evidence would be used in a manner
similar to fingerprints in identifying criminal
perpetrators, and assisting in their conviction
at trial. One problem with DNA evidence is
the integrity of the methods used to collect the
information at the crime scene. Dr Kerr stated
his belief that as DNA evidence is more widely
used and accepted, its use would become more
routine in court proceedings.

Photos Continued on Page 5

BOSTON HOSTS AMERICAN BAR ASSOCIATIONS
SUMMER INTELLECTUAL PROPERTY LAW CONFERENCE
The ABA Intellectual Property Law
Section held its Summer Conference at the
Marriott Copley Place Hotel from June 21 to
25, 2000. The Boston Patent Law Association
participated in the event as a cooperating
organization, and we were able to secure
discount rates for BPLA members who wanted
to attend. The BPLA also had a display table at
the event for disseminating information about
our organization to the conference attendees.
The conference featured numerous
seminars on topics of interest to intellectual
property professionals, including new patent
legislation, recent developments in trademark
litigation, patent licensing strategies, and internet
law developments.
Luncheon speakers included Judge George
A. OToole, Jr., U.S. District Court for the
District of Massachusetts, who spoke on
evidentiary issues in intellectual property cases.
Judge OToole indicated that while claim

interpretation is traditionally viewed as a
question of law in a Markman Hearing, there
are many factual issues which typically have to
be resolved to provide the necessary foundation
for a correct legal finding.
Another luncheon speaker was the
Honorable Q. Todd Dickenson, Under Secretary
of Commerce for Intellectual Property, and
Director of the United States Patent and
Trademark Office, who spoke on recent changes
in the management and administration of the

USPTO.
Local participants in the conference
included Susan B. Montgomery of Foley, Hoag,
who spoke on financial security issues; Hollie
L. Baker of Hale and Dorr, who moderated a
discussion on hot topics in IP law; Henry Z.
Horbaczewski of Reed Elsevier, Inc., who spoke
on database protection, and Jonathan D.
Putnam of Charles River Associates, who spoke
on assessing damages due to infringing trade
dress.
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MESSAGE FROM PRESIDENT THIBODEAU

David Thibodeau
Hamilton, Brook, Smith & Reynolds, P.C.
As autumn bears down upon us and work
and social calendars once again begin to fill up,
I would like to take this opportunity to thank
those who participated in several successful
BPLA events over the past several months.
What a truly special time we had on April
28th at the Annual Judges Dinner. More than
230 of you chose to spend the evening with 12
members of the local Federal Judiciary. We
were fortunate to have the pleasure of the
company of Judge Lourie from the Court of
Appeals for the Federal Circuit as well. Indeed,
our biggest challenge in organizing the event
this year was to find enough space for all 235 of
you who eventually decided to attend!
Dr. Donald Kerr of the FBI Laboratory in
Washington, D.C. proved to be a most
interesting speaker. The BPLA owes a special

thank you to the staff at Hamilton, Brook,
Smith, and Reynolds who assisted with the
event. Most of all, the Board extends a special
thank you to Mark Solomon, the Activities
Committee chair for 2000. Without Marks
help, much of the evening would not have been
possible.
On Saturday June 3rd the BPLA summer
outing was held at Mystic Seaport in Mystic,
Connecticut. A small but enthusiastic group of
us made the slightly more than one hour trip to
Mystic. The village, exhibit galleries and the
shipyard were enjoyed by all. The weatherman
even cooperated by providing one of those rare,
perfect New England spring days! Most
interesting was the chance to see the recently
built replica of the schooner Amistad. The
related exhibits provide an excellent recanting
of the incident in a powerful and emotional
setting. The moral and legal questions raised by
the Amistad incident played an important part
in the eventual decision to abolish slavery in
this country.
June also saw the return of several
members from the biotechnology examining
groups at the U.S. Patent Office. We are also
appreciative that Biogen made its corporate
facilities available in Cambridge for our members
to listen to the Examiners presentation. Many
thanks to Patricia McDaniels and Doreen Hogle
for arranging this event.
The BPLA also acted as co-host for the
Summer Conference of the Intellectual Property
Law Committee of the American Bar
Association. Several representatives of the
BPLA participated in this event in late June.
After an all too brief hiatus in July and
August, our schedule of activities again is
heating up. A meeting will be hosted by the
Licensing Committee on the topic of patent

portfolio evaluation on September 19th. The
presentation by Charles River Associates will
be held in connection with a luncheon at the
Museum of Science.
The Patent Law Committee is also planning
to have a session on October 17th which will
include several speakers on the topic of
inventorship. Please watch your mail and the
website for more details.
The American Inventors Protection Act
takes effect later this year, in November. The
Patent Office has already arranged to have an
educational workshop at Boston Public Library
on September 26th and 27th. Those with an
interest in attending this event should contact
the Library directly at (617) 536-5400
extension 265. We expect to host at least one
additional event on this important topic in
November as well.
Finally, I am pleased to announce that
Nicholas Godici, the new Commissioner for
Patents, has agreed to speak at our annual
meeting this year. The meeting is presently
scheduled for Wednesday, December 13 at the
Seaport Hotel in Boston. Please plan to keep
the date open for what promises to be a most
informative talk by the Commissioner.
I trust that with our continuing focus on
Patent Law that you will each find one or more
of these Fall events worth your attention. As
always, your Board of Governors welcomes any
thoughts or comments you have on the
associations activities. Please also feel free to
contact me any time by telephone at (781) 8616240 or by e-mail to david.thibodeau@hbsr.com.

The Boston Patent Law Association
8 Faneuil Hall, Boston MA 02109, Telephone: (617) 973-5021
President:
President-Elect:
Vice-President:
Treasurer:
Secretary:
Past-President:
Board Member:
Board Member:
Board Member:

Board of Governors:

David Thibodeau, Hamilton, Brook, Smith & Reynolds, P.C. (781) 861-6240 david.thibodeau@hbsr.com
Tom Engellenner, Nutter, McClennen & Fish, L.L.P. (617) 439-2948 tje@nutter.com
William Gosz, Wolf, Greenfield & Sacks, P.C. (617) 720-3500 wgosz@wgslaw.com
Peter Lando, Wolf, Greenfield & Sacks, P.C. (617) 720-3500 plando@wgslaw.com
Peter Corless, Dike Bronstein, Roberts & Cushman, L.L.P. (617) 523-3400 pfc1@dbrc.com
Walter Dawson, Pearson & Pearson (978) 452-1971 wfd@pearson-pearson.com
Doreen Hogle, Hamilton, Brook, Smith & Reynolds, P.C. (781) 861-6240 doreen.hogle@hbsr.com
Ingrid Beattie, Mintz, Levin, Cohn, Ferris, Glovsky, & Popeo, P.C. (617) 348-1838 ibeattie@mintz.com
Lee Bromberg, Bromberg & Sunstein, L.L.P. (617) 443-9292 lbromberg@bromsun.com

-2-

68185_News.p65

2

9/22/00, 7:46 AM

BOSTON PATENT LAW ASSOCIATION NEWSLETTER - SEPTEMBER 2000

COPYRIGHTS UNDER ATTACK ON THE INTERNET
There have been several recent challenges
to traditional copyright concepts as applied to
internet activities. Two of these challenges
involve rights to digital musical performances
which are available online through internet
companies.
MP3.com maintains an online database of
over 500,000 songs by 80,000 artists, all in digital
format. Consumers are permitted to search,
preview and download music free of charge.
The company also has a music listening
service, MyMP3.com, which allows customers
to listen to a CD from a remote location once
the initial ownership of the CD has been
established by the customer.
MP3.com has been sued by Universal
Music Group and Recording Industry
Association of America (RIAA), claiming that
MP3.coms music database violates industry

copyright protection. MP3.com is alleged to
have illegally copied and distributed music online
without the permission of the copyright owners.
MP3.com has responded that its database
is a fair use of the songs, and is equivalent to a
CD owner taping and listening to the songs on
any other player. MP3.com has also pointed
out that its subscribers own an original copy of
the copyrighted work.
A U.S. District Court Judge in New York
has recently ruled that MP3.com willfully
infringed copyrights owned or controlled by the
Universal Music Group, and awarded damages
of $25,000 per compact disc, a penalty which,
if upheld, would be in excess of $100 million.
In levying an award of this magnitude, the Judge
stated that it was necessary to send a message to
the Internet community to deter future
copyright infringement.

Napster, which operates an internet service
allowing users to locate and share MP3 files,
was also recently sued for copyright
infringement by RIAA. A Federal District Court
in California granted RIAAs motion for
preliminary injunction against Napster, which
would have effectively put Napster out of
business.
However, in a subsequent development in
this case, the Ninth Circuit Court of Appeals
granted an emergency stay of the lower court
injunction, stating that substantial questions had
been raised going to the merits and the form of
the injunction. Pending a further review of the
injunction, Napster will continue to make its
internet services available to customers for
swapping and sharing MP3 files.

Patent Owner Escapes Personal Liability
In Patent Infringement Suit
The U.S. Supreme Court, in the recently
decided case of Nelson v. Adams, 175 F.3d
1343 (2000), held that the president and sole
shareholder of a private company was not
personally liable for a fee award obtained
against his company.
Nelson is the president and sole
shareholder of Ohio Cellular Products
Corporation (OCP). OCP originally sued
Adams for patent infringement. The OCP
infringement suit was subsequently dismissed,

and attorney fees and costs were awarded to
Adams. Nelson was not a party to the original
suit. However, Adams sought to add Nelson as
a party after the award, and to amend the
judgment to include Nelson.
The Court of Appeals for the Federal
Circuit had concluded that there was sufficient
identity between Nelson and OCP to bind
Nelson to a judgment already entered against
OCP. The Federal Circuit also noted that it
was Nelson who had withheld prior art from

the Patent Office, which had contributed to
the fee award.
However, the Supreme Court held that it
was a violation of due process to permit the
judgement to be amended without affording
Nelson an opportunity to be heard and to
respond, and accordingly reversed the lower
Court.

Local Biotech Companies Embroiled in Patent Litigation
In a recently announced decision by the U.S. Federal District Court in New York,
Biogen Corporation has prevailed in patent litigation with rival Schering AG involving
Schering U.S. Patent Nos. 5,376,567 and 5,795,779. These patents relate to methods for
producting interferon beta, which is used by the pharmaceutical industry to treat multiple
sclerosis. Schering markets drugs for treating multiple sclerosis under the trade names
Betaseron TM and Betaferon TM. The Biogen pharmaceutical product, Avonex®, is
acknowledged to be the worlds leading drug for the treatment of multiple sclerosis. Schering
indicated that it would likely appeal the ruling.
In patent litigation involving two local biotechnology companies, Genzyme Corporation
has filed a lawsuit in Delaware against Transkaryotic Therapies, Inc., for infringement of
U.S. Patent No. 5,356,804, which is directed to alpha-galactosidase. Alpha-galactosidase
is a drug used for the treatment of Fabry disease. Fabry disease is an inherited metabolic
disorder caused by a deficiency of the enzyme alpha-galactosidase in the body. Both
Genzyme and Transkaryotic Therapies currently have drug products in clinical trials.
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IP LITIGATION HIGHLIGHTS IN FIRST CIRCUIT
The following cases are taken from public
records and other publicly available documents
concerning intellectual property disputes in the
First Circuit which may be of interest to BPLA
members.
Abbott Laboratories v.
Childrens Hospital and
EntreMed, Inc.
In a high profile case, Abbott Laboratories
filed suit on May 30, 2000, against Childrens
Hospital in Boston and EntreMed, Inc., of
Rockville, Md., alleging that Abbott has rights
to the kringel 5 region of the plasminogen
molecule which had been patented by
Childrens Hospital and licensed to EntreMed,
Inc. The lawsuit alleges that an Abbott
researcher should have been jointly named on
the patent, and that Childrens Hospital
breached an obligation of confidentiality
contained in a materials transfer agreement
which it signed with Abbott.
The technology in dispute relates to the
work of Dr. Judah Folkman and others at
Childrens Hospital concerning the antiangiogenic activity of certain biomolecules for
preventing and suppressing the growth of cancer
cells. Specifically, the disputed patent covers
the kringle 5 region of plasminogen that is
thought to have anti-angiogenesis activity (a
kringle is a folded region of the protein
molecule).
Following the initial Court filing by
Abbott, EntreMed and Childrens Hospital
filed answers and counterclaims accusing
Abbott of falsifying and manipulating evidence,
and committing fraud on the Court. EntreMed
currently has a related protein (AngiostatinTM)
in Phase I clinical trials.
Amgen v. Hoechst and
Transkaryotic Therapies
In another high profile biotechnology case,
Chief Judge William G. Young, District Court,
District of Massachusetts, granted a motion
for summary judgment by Amgen that
Transkaryotic Therapies pharmaceutical
composition containing erythropoietin
infringes Amgens U.S. Patent No. 5,955,422.
The Court denied Amgens motion for
summary judgment that Transkaryotic
Therapies infringed Amgens U.S. Patent No.
5,756,349, which relates to vertebrate cells
capable of producing erythropoietin, and
deferred the issue of infringement until the

trial phase of the case which is currently ongoing.
The case is being heard without a jury, and the
trial is scheduled to conclude shortly.
Bose Corporation v. JBL, Inc.
Bose Corporation has filed a lawsuit against
JBL for infringement of Bose U.S. Patent No.
5,714,721, which relates to a loudspeaker
enclosure with a port for radiating acoustic energy
at high sound levels without port noise. JBL has
counterclaimed that the Bose patent is invalid
and not infringed. Both parties moved for
summary judgment.
Patti B. Sarris, District Judge, District of
Massachusetts, granted JBLs motion that certain
of its loudspeaker models did not literally infringe
the Bose patent, but denied summary judgment
with respect to the application of the doctrine
of equivalents to the patent claim.
Data General Corporation v.
IBM Corporation
Data General Corporation filed suit against
IBM for infringement of U.S. Patent No.
4,455,603; U.S. Patent No. 4,575,797; and U.S.
Patent No. 4,761,785, all owned by Data
General. The case was heard before District
Court Judge Nathaniel M. Gorton.
Prior to addressing the issue of
infringement, Judge Gorton conducted a
Markman hearing to construe disputed claim
language. Among the claim terms whose meaning
was disputed were memory means and
processor means. Due to the complexity of
the technology, Judge Gorton directed the parties
to select a technical advisor for the purpose of
consulting with the Court regarding the
underlying technology.
With respect to the interpretation of the
meaning of the language in the claims, the Court
held that the use of the word means creates a
presumption for applying 35 U.S.C. § 112(6),
which restricts claim limitations to structures,
materials and acts disclosed in the specification.
However, this presumption does not apply when
the claim describes sufficient structure, materials
or acts to entirely perform the recited function.
In applying this standard to the means clauses,
the Court held that § 112(6) applied to the
construction of memory means, but did not
apply to the construction of processor means.

R & J Tool, Inc., v. The
Manchester Tool Company
R & J Tool filed an action in Federal
District Court in New Hampshire for
declaratory judgement that it did not
infringe defendants U.S. Patent No.
4,629,372, relating to cutting inserts.
Defendant filed a motion to dismiss for lack
of in personam jurisdiction and improper
venue. Specifically, the defendant claimed
that it did not have sufficient minimum
contacts with New Hampshire, and that
plantiffs declaratory judgement action did
not arise out of defendants activities in
New Hampshire.
District Court Judge Steven J.
McAuliffe, District of New Hampshire, held
that the defendant did have sufficient
minimum contacts with New Hampshire
to create personal jurisdiction, and that
venue was co-extensive with personal
jurisdiction. The defendant argued that its
products were shipped from Ohio to New
Hampshire distributors on an f.o.b. basis,
and amounted to less than one percent of
its annual sales. However, the Court
concluded that sufficient minimum contacts
can be based on this volume of sales. In
addition, the Court noted that the defendant
had directed a warning letter to the plaintiff
in the forum state.
Northern Light Technology, Inc. v.
Northern Lights Club
In a case brought under the Anticybersquatting Act, the plaintiff sued the
defendant for trademark infringement,
cyberpiracy, and unfair competition. The
plaintiff maintains a search engine which is
accessed
on
the
internet
at
www.northernlight.com. The defendant is
a Canadian Corporation with a web site at
www.northernlights.com.
Federal District Court Judge Douglas
P. Woodlock, District of Massachusetts,
ruled that both marks were substantially
similar, and the channels of trade were
overlapping. Furthermore, the Court held
that plaintiffs mark was distinctive and
moderately strong, and there was a high
likelihood of consumer confusion. The
Court concluded that plaintiffs anticybersquatting claim was therefore
meritorious.

Continued on page 5
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Continued from page 4

ANNUAL JUDGES DINNER PHOTOS
Continued from page 1

IP LITIGATION
HIGHLIGHTS IN THE
FIRST CIRCUIT
The Yankee Candle Company, Inc.
v. Bridgewater Candle Company

The BPLA Board of Governors at the Annual Judges Dinner (L-R, front row) Lee Bromberg;
Ingrid Beattie; Doreen Hogle; Peter Lando, Treasurer; (back row) Walter Dawson, Past-President; David Thibodeau, President; William Gosz, Vice-President; and Tom Engellenner,
President-Elect. Not shown is Peter Corless, Secretary.

Plaintiff alleged that defendant infringed
plaintiffs copyright on its Housewarmer line
of candles, and that defendant had infringed
plaintiffs trade dress with respect to such
candles. Defendant filed a motion for summary
judgment on these claims.
Federal District Court Judge Michael A.
Ponsor, District of Massachusetts, granted
defendants motion for summary judgment. The
Court held that the ideas depicted in photographs
on plaintiffs candle labels merged with the
expression of those ideas, and that no reasonable
factfinder, applying the ordinary observer test,
could reasonably conclude that the photographs
used by plaintiff and defendant were nearly
identical. The Court also rejected plaintiffs
trade dress claims since plaintiff had failed to
establish secondary meaning, and plaintiff had
failed to establish a significant connection
between its trade activities and the source of
the trade dress.

MEMBERS PASSING

Guests mingle during the Annual Judges Dinner at the Federal Courthouse, Boston.

The BPLA is saddened by the recent loss
of two long-time and well-respected members
of the intellectual property profession:
Francis W. Campbell, 78, was founder and
board member of Thomson & Thomson, the
trademark research firm in Quincy, for more
than 30 years. Following World War II, he
graduated from Rhode Island College and was a
trademark examiner for the U.S. Patent and
Trademark Office before graduating from
George Washington University Law School in
1951.
George W. Crowley, 79, was with Kenway
& Jenney for 32 years, prior to opening a practice
in Marblehead with Herb Kenway in the late
1980s. After serving in the Navy during World
War II, he became a development engineer at
the U.S. Air Force Laboratory at MIT. He
earned a law degree at Boston College Law
School in 1951 and became director of the
patent department of the electronics division
of CBS.
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BPLA COMMITTEES
To switch committees (or to join another committee), members are encouraged to contact the
committee chairpersons listed below to have
their names added to committee rosters. Most
committee chairpersons can be contacted
through the BPLA web site: www.bpla.org (For
committees that have co-chairs, please contact
the person marked by the asterisk.)
Activities and Public Relations
Committee e-mail - activities@bpla.org
Mark Solomon - (781) 861-6240
AIPLA Moot Court
Committee e-mail - mootcourt@bpla.org
*Christopher Centurelli - (617) 542-5070
Merton Thompson - (617) 542-5070
Antitrust Law
Committee e-mail - antitrust@bpla.org
*Paul R. Gupta - (617) 338-2482
Martin ODonnell - (617) 951-2500
Biotechnology
Committee e-mail - biotechnology@bpla.org
Doreen M. Hogle - (781) 861-6240
On June 28, 2000, the Biotechnology
Committee of the Boston Patent Law
Association hosted the Boston meeting of the
East Coast Road Show of the United States
Patent and Trademark Office Biotechnology and
Chemical/Pharmaceutical
Customer
Partnerships.
The USPTO Customer
Partnerships host quarterly meetings at the PTO
in Washington, D.C., but in an effort to reach
more patent practitioners, off-site meetings were
held in three cities: Research Triangle Park,
North Carolina; New York City; and Boston.
The Boston meeting attracted about 70
attendees to the Biogen Auditorium in
Cambridge. Panelists included John Doll,
Director of Technology Center 1600/2900;
Brian Stanton, Practice Specialist of Art Unit
1600; Anthony Caputo, Supervisory Patent
Examiner (SPE) of Art Unit 1642; Margaret
Parr, Support Systems Administrator; Robert
Clarke, Legal Advisor of the USPTO; George
Elliott, SPE of Art Units 1635 and 1636; and
John LeGuyader, SPE of Art Unit 1633.
Brian Stanton discussed the revised Utility
and revised interim Written Description
Guidelines, emphasizing the new three-pronged
test for utility. Anthony Caputo gave practice
tips for prosecuting applications containing
DNA and other vaccine claims. Margaret Parr
discussed issues concerning patenting single
nucleotide polymorphisms (SNPs) inventions
and George Elliott discussed patenting
expressed sequence tags (ESTs) and antisense

oligonucleotides. John LeGuyader spoke on
gene therapy and transgenic animals; and Robert
Clarke provided further insight into the
interpretation of the American Inventors
Protection Act of 1999.
One of the benefits of the meeting was the
accessibility of the USPTO speakers. The
audience was given ample opportunity to ask
specific questions, and the speakers were readily
available for one-on-one discussions during the
break and after the meeting.
Biogen graciously provided the facilities
for the seminar, and Ms. Kerry Flynn, patent
counsel at Biogen, hosted the USPTO
contingent for a tour of the Biogen facilities
and lunch with Biogen scientists and patent
attorneys prior to the seminar.
John Doll also announced that the Third
Annual Open House of Technology Center
1600/2900 will be held on October 18, 2000.
The program will include discussions of
biotechnology policy, the latest from the Appeals
and Interferences Board, panels of SPEs
discussing current topics, and tours of the
Technology Centers. Lunch with Under
Secretary of Commerce, Q. Todd Dickinson and
an evening reception with PTO personnel are
also scheduled to round out the day. The cost is
$100. For more information, call (703) 3081234.

Careers in IP Law
Committee e-mail - careers@bpla.org
The BPLA is currently seeking volunteers
to chair or co-chair this committee.

Chemical Practice
Committee e-mail - chemical@bpla.org
*Peter F. Corless - (617) 523-3400
Maggie Kanter - (617) 252-7500
Community Service
Committee e-mail - community@bpla.org
David J. Powsner - (617) 248-5000

Computer Law
Committee e-mail - computer@bpla.org
*Edward W. Porter - (617) 494-1722
Lee Carl Bromberg - (617) 443-9292

Copyright Law
Committee e-mail - copyright@bpla.org
*Charles (Buzz) Gagnebin - (617) 542-2290
Thomas M. Saunders - (617) 227-0700

Corporate Practice
Committee e-mail - corporate@bpla.org
*Walter F. Dawson - (978) 452-1971
Faith F. Driscoll - (781) 326-6645
International Practice
Committee e-mail - international@bpla.org
*Timothy A. French - (617) 542-5070
Thomas A. Turano - (617) 248-7378
Law Students
Committee e-mail - students@bpla.org
Leigh Martinson - (617) 491-5758
Licensing
Committee e-mail - licensing@bpla.org
*William Gosz (617) 720-3500
Karl F. Jorda (603) 228-1541, Ext. 1109
The Licensing Committee has scheduled a
seminar on September 19, 2000, at the Museum
of Science in Boston. The seminar primarily
deals with the subject of patent portfolio
valuation from an economists perspective.
The Committee is pleased to announce that
Professor Karl F. Jorda will co-chair the
Licensing Committee. Professor Jorda is the
David Rines Professor of Intellectual Property
Law and Industrial Innovation at the Franklin
Pierce Law School, and he is also the Director
of the Germeshausen Center.
Litigation
Committee e-mail - litigation@bpla.org
*Susan Glovsky - (781) 861-6240
Steven M. Bauer - (617) 248-7594
Patent Law
Committee e-mail - patents@bpla.org
*Leslie Meyer-Leon - (617) 348-4432
Matthew B. Lowrie - (617) 720-3500
T he Patent Law Committee will be
hosting a conference on the law of Patent
Inventorship, to be held in the Federal Reserve
Building Auditorium on the afternoon of
October 17, 2000. Topics covered will include:
1) The Meaning of an Inventive Act; 2) The
Relationship between Inventorship and
Ownership; 3) The Impact of Inventorship on
Commercial Joint Ventures and on Academic
Collaborations; and 4) Challenging Inventorship:
Petition, Interference Proceeding, or District
Court? For additional information, please feel
free to contact Leslie Meyer-Leon, Esq. at 617348-4432, or Matthew Lowrie, Esq. at 617573-7815.
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Continued from page 6
Patent Office Practice
Committee e-mail - patentpractice@bpla.com
*Grant Houston - (781) 861-6240
David Conlin - (617) 523-3400
Trade Secrets
Committee e-mail - tradesecrets @bpla.org
* Stephen Y. Chow - (617) 854-4000
Richard M. Gelb - (617) 345-0010
Trademarks & Unfair Competition
Committee e-mail - trademarks@bpla.org
*Michael A. Albert - (617) 730-3500
Donna M. Weinstein - (617) 542-5070
Young Lawyers
Committee e-mail - younglawyers@bpla.org
Aaron Bullwinkel - (617) 345-0010
*Lesley Hamlin - (978) 657-1168

WEB SITE IMPROVEMENTS
This is the third in a continuing series of
articles on improvements to our web site. As
we mentioned in the last edition of the
newsletter, the web site, www.bpla.org,
contains a section which can be accessed by the
general public, and a section which has access
limited to members of the organization.
The public access section includes a listing
of the Officers and Board of Governors of the
organization, committee information, a
calendar of upcoming events, membership
applications, a copy of the organization by-laws,
and links to other relevant sites.
The members only section, which
requires a username and password to access,
contains an archive of past editions of the
newsletter, a directory of members, and a
membership renewal form. The membership
directory is the primary database for the
membership, and it also contains data on the
active members of the association, including
addresses, telephone numbers, and email listings.
Currently, there are approximately 650 members
of the organization.
All members are urged to verify and update
the information in the members only section
of the web site. This can be accomplished by
simply entering the username and password, and

UPCOMING 2000 BPLA EVENTS
September 19 - Turning Paper Into Profit - An Economists Point of View
Presented by the BPLA, the program will present the Positive Side of Patent Ownership for
Your Clients. Speakers include Dr. Jonathan D. Putnam and Dr. Stephen H. Kalos, both of
Charles River Associates. Location: Museum of Science, dArberloff Room (3rd Floor), Science
Park in Boston. The cost is $50 to BPLA members and $65 to non-members. Lunch is included
and will be served from 11:45 a.m. - 12:30 p.m. The program and discussion will follow from
12:30 p.m. - 2:30 p.m. To register, contact Denise Rose at Hamilton, Brook, Smith & Reynolds,
by phone at (781) 861-6240, by facsimile at (781) 861-9540 or email: Denise.Rose@hbsr.com.
October 17 - Patent Law Committee Conference: The Law of Patent Inventorship
Topics will include 1) The Meaning of an Inventive Act; 2) The Relationship between
Inventorship and Ownership; 3) The Impact of Inventorship on Commercial Joint Ventures and
on Academic Collaborations; and 4) Challenging Inventorship: Petition, Interference Proceeding,
or District Court? Location: Federal Reserve Bank Building Auditorium in Boston. For additional
information, please contact Leslie Meyer-Leon, Esq. at (617) 348-4432 or Matthew Lowrie, Esq.
at (617) 573-7815.
December 13 - BPLA Annual Meeting
Nicholas Godici, the new Commissioner for Patents has agreed to speak at the BPLAs
Annual Meeting which will be held at the Seaport Hotel in Boston. Look for details in the mail and
on the BPLA web site.

then clicking on the members name and typing
in the updated information. Those members
who have misplaced or forgotten the username/
password can obtain it by contacting the web
site administrator at info@bpla.org.
The organization maintains statistical
information on the web site to monitor its usage.
For the first half of this year, the web site had
approximately 28,000 hits. March was the
busiest single month with approximately 6,000
hits. The portions of the web site which are
used most frequently are the members page and
the newsletter archives. The web site has a small
(but not insignificant) number of hits originating
from users outside of the U.S., including users
in Latin America, Europe and Asia. The largest
users outside of the U.S. by country are Japan
and the United Kingdom.
Members who desire to actively participate
in particular committees of the organization
should contact that committee through the web
site. Each committee has, or is in the process of
having, a brief description of its mission
statement and its chair contact information
posted on the web site. Information sent to the
committees through the web site email link will
go directly to the appropriate committee
chairperson.

Boston Public Library
Hosts Workshop on the
American Inventors
Protection Act
The Boston Public Library will host an
educational workshop sponsored by the U.S.
Patent and Trademark Office on the American
Inventors Protection Act, which was enacted
in 1999. The workshop, which will be held on
September 26 and 27, is free of charge. The
workshop will address issues of interest to inventors on September 26, and issues of interest to attorneys and agents on September 27.
The workshop is part of the Patents 2000
Customer Outreach Program being conducted
by the USPTO. Topics to be discussed include
the newly adopted request for continued examination, patent term adjustment, 18 month
patent application publication and inter partes
reexamination practice. Additional information on the workshop can be obtained by contacting the Boston Public Library at (617) 5365400, ext. 265.
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Advertisements
Subject to the availability of space, the BPLA
publishes advertisements by its members (and their
firms or employers) for availability of employment positions and services offered. The placement of an ad costs $100.00 per issue for approximately one hundred words of space in the
newsletter.
If you wish to submit an advertisement for
publication in the next issue, please send a copy
of the proposed ad by e-mail and a check (made
payable to Boston Patent Law Association, Taxpayer ID# 04-2667161) for $100.00 by regular mail
to William Gosz: E-mail: wgosz@wgslaw.com;
Mail: William Gosz, Wolf, Greenfield & Sacks,
P.C., 600 Atlantic Avenue, Boston, MA 02110.

Positions Available

BANNER & WITCOFF, LTD
A full-service IP firm with offices in Chicago,
Washington, D.C., Boston and Portland, OR, is
actively seeking attorneys for its Boston office.
We are in immediate need of patent attorneys and
technology specialists to support the firms
biotechnology practice. Additionally, in each of
its four offices, the firm is seeking attorneys with
two or more years of experience with a technical
background in electrical engineering, computer
engineering, computer science and related
technologies. Preference will be given to all
candidates with portable business. The Boston
office offers a collegial, small-office environment,
with the support of a national firms resources.
Our firm culture promotes opportunity for
variety of work, new business development and
more. Send your resume or inquires to John P.
Iwanicki, 28 State Street, 28th Floor, Boston, MA
02109; by phone at 617-227-7111 or by fax at 617227-4399.
BARLOW, JOSEPH & HOLMES, LTD.
seeks Patent Attorney with mechanical or electrical
engineering background only. Associate position;
full-time; 1-2 years experience preferred but will
consider recent graduate. Forward resume with
salary requirements to Barlow, Joseph & Holmes,
Ltd., 101 Dyer Street, Suite 501, Providence, RI
02903 or Email to drj@barjos.com.
CHAPIN & HUANG, LLC
A growing Intellectual Property law firm located
in the MetroWest area seeks an energetic and
entrepreneurial-minded Patent Attorney/Agent
with at least two years of patent prosecution
experience. This is a great opportunity to get in
on the ground floor of a young and inspired law
firm. Candidates shold have work experience
and a formal education in computers, software
and/or electrical engeineering. Chapin & Huant,
LLC is conveniently located at the intersection of
Rtes. 9, 495 and the Mass. Pike for a stress-free
commut while offering competitive benefits and
client work typical of downtown firms. Send
resume to Chapin & Huang, LLC, Westborough
Office Park, 1700 West Park Drive, Westborough,
MA 01581. Principals only. No phone calls please.
EMC CORPORATION of Hopkinton, MA, has
an immediate need for a patent attorney primarily
focused on preparation and prosecution of patents
in data storage, electrical and software
technologies. Must have JD from an accredited
law school. BS in EE or CS required. Must be
admitted to the U.S. Patent Office and a state bar

(Massachusetts Bar a plus). At least 3-5 years of
patent prosecution experience preferable. For
further information, please contact John M.
Gunther at EMC Corporation (508) 435-1000, Ext.
77255.
HALE AN DORR LLP, seeks attorneys to join
its growing Intellectual Property Practice in its
Boston, New York, Washington, D.C. and Reston,
Virginia offices. Varied domestic-oriented
practice includes litigation, licensing, opinion
work, counseling and patent preparation and
prosecution, in all technical fields. Successful
candidates will be admitted, or qualified for
admittance, to practice before the PTO. Excellent
writing skills and academic credentials are essential.
There is a particular need for candidates with at
least two years of legal experience with an
advanced degree in molecular genetics,
biochemistry or organic chemistry, or with a
background in electrical engineering or computer
science. Please send resume in confidence to Ms.
Evelyn M. Scoville, Director of Legal Personnel,
Hale and Dorr LLP, 60 State St., Boston, MA 02109
for the Boston and New York offices; or to Ms.
Karyn Thomas, Legal Personnel Coordinator, Hale
and Dorr LLP, 1455 Pennsylvania Ave., NW, Suite
1000, Washington, D.C. 20004 for the Washington
and Reston offices.
PALMER & DODGE LLP, a large, general
practice firm located in Boston is seeking associates
with 2+ years of experience in biotechnology,
chemistry or chemical/pharmaceutical patent
prosecution to join our growing patent practice.
In addition to patent prosecution, the members
of our Patent Group have the opportunity to
support the firms extensive corporate practice in
the biomedical field, which includes over one
hundred biotechnology company clients. We also
have an active biotechnology and pharmaceutical
patent litigation practice. This position will appeal
to patent attorneys who are interested in being
part of one of the largest biotechnology practices
in the U.S. and would enjoy a diversified, broad
spectrum practice representing biotech companies
in patent prosecution, licensing and litigation.
The ideal candidate will have an advanced degree
in a biological science, chemistry or biochemistry,
and will be registered to practice before the
USPTO. Please send resumes to: Katy von
Mehren, Dir. of Associate Recruitment, Palmer &
Dodge LLP, One Beacon St., Boston, MA 02108 or
Email kvonmehren@palmerdodge.com. For
more information about the firm see
www.palmerdodge.com.
WEINGARTEN, SCHURGIN, GAGNEBIN,
& HAYES, LLP seeks patent attorneys with EE,
Chemistry or Biochemistry degrees. Reasonable
billing expectations and partnership credit for
lateral transfers. Salary competitive. Send resume
to Hiring Partner, WSGS, 10 Post Office Sq.,
Boston, MA 02109 or email resume to
vlebovici@WSGH.com in confidence.

Services Available
SPINNEY ASSOCIATES offers Patent Drafting and Trademark Illustration. Servicing attorneys, corporations and individuals nationwide
since 1982. USPTO, PCT and foreign formats.
Call for a free brochure: 1-800-561-6607, Fax 1888-635-8726. Pelham, New Hampshire.

The Boston Patent Law
Association (BPLA) is an association of intellectual property professionals, providing educational
programs and a forum for the interchange of ideas and information
concerning patent, trademark, and
copyright laws. Through a volunteer Board of Governors and committees, it organizes and hosts educational seminars, social events,
and conventions, and comments on
rules and legislation impacting the
profession. Visit the BPLA at
www.bpla.org.
Membership in the BPLA is
available to attorneys and other
professionals practicing intellectual property law within the Federal First Judicial Circuit (Maine,
New Hampshire, Vermont, Massachusetts, Rhode Island, and Connecticut). Applications for membership can be obtained from our
web site at www.bpla.org. Full
membership for 2000 (available
only for attorneys practicing within
the First Circuit) costs $55.00. Associate membership (available to
non-attorney intellectual property
professionals) costs $45.00. Mailing list-only affiliation costs $25.00.
The BPLA Newsletter is published
four times a year by the Boston Patent
Law Association. Articles appearing in
the newsletter represent the views of the
authors and do not necessarily carry the
endorsement of the BPLA.

Editor: William G. Gosz
Letters to the editors and articles are
encouraged. Mail all correspondence to:
BPLA Newsletter
c/o William G. Gosz
Wolf, Greenfield & Sacks, LLP
600 Atlantic Avenue, Boston, MA 02210
or via e-mail to wgosz@wgslaw.com
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