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Annual BPLA Judges Dinner
The annual Boston Patent Law Association Judges Dinner was held at the Federal
Courthouse on May 3, 2002. Over 200 members and guests were in attendance, including judges and magistrate judges from the U.
S. District Court for the District of Massachusetts.
Professor Donald Chisum of the Santa
Clara University School of law was the featured speaker. Professor Chisum is a renowned figure in the intellectual property
community, most notable as the author of the
fifteen-volume treatise “Chisum on Patents.”

Professor Chisum offered an entertaining survey of selected patents including a
case directed to methods for swinging on a
swing, followed by a critique of the Federal Circuit’s continued grappling with the
written description requirement for biotechnology inventions as most recently applied in Enzo Biochem, Inc. v. Gen-Probe Inc.,
285 F.3d 1013, 62 USPQ2d 1281 (Fed.
Cir. 2002).
Professor Donald Chisum
of the Santa Clara University School of Law
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Festo
On May 28, 2002, the U.S. Supreme Court
issued its much anticipated decision and
unanimously vacated the Federal Circuit’s holding
in Festo Corp. v. Shoketsu Kinzoku Kogyo K.K. Co.
The Supreme Court rejected the Federal Circuit’s
literalism, which had imposed a substantially
“complete bar” against use of the doctrine of
equivalents where an applicant had amended his
or her claims during prosecution.
The Supreme Court also noted that the Federal
Circuit ignored instructions set forth in WarnerJenkinson Co. v. Hilton Davis Chemical Co., 520

U.S. 17 (1997), that courts must be careful not
history estoppel limits the range of equivalents
to disrupt the settled expectations of the inventing
available.
community. The Supreme Court
indicated that
the Supreme Court removed an absolute
NSIDE
HIS While
SSUE
pursuant to Warner-Jenkinson a patentee has the
bar against the availability of the doctrine of
burden of showing that an amendment does not
equivalents based on any narrowing amendments,
surrender the particular equivalent in question.
practitioners are concerned that the decision may
The Supreme Court further indicated that
strengthen a presumption against patentees that
prosecution history estoppel can apply to any
narrowing amendments exclude equivalents
narrowing amendment related to any Patent Act
existing in the “territory between the original
requirement including 35 U.S.C. §112.
claims and the amended claim.” Further guidance
The Supreme Court remanded the case to the
may be provided by the Federal Circuit’s revisit
Federal Circuit to determine how prosecution
of the issues on remand.
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President’s Message
The past several months have been very
active for our organization, and I would like
to take this opportunity to briefly summarize
some of our recent activities, and mention a
few upcoming events that are currently in the
planning stages.
Our Patent Practice Committee held a
luncheon meeting at the Omni Parker House
on March 7. The speakers included Maria
Eliseeva, from Brown & Rudnick, and Edward
R. Kazenske, Deputy Commissioner for
Resources and Planning at the USPTO. The
advantages and pitfalls of electronic filing at
the PTO were explored, and the current status
of the electronic filing program was discussed
by Mr. Kazenske. Mr. Kazenske also used the
opportunity to explain that the PTO is
irradiating incoming mail, and provided some
hints on how to ensure that mail is delivered
to the PTO in a timely manner, such as by
faxing or through the use of electronic
communications.
On March 26, the BPLA sponsored a PCT
seminar, which was attended by about 140
people. The seminar was intended to provide
an update of recent events in the PCT, and
was conducted by speakers well known in this
field: Louis Maassel from WIPO, Charles
Pearson, Director of PCT legal administration
at the USPTO, David Reed, a senior patent
advisor at the Proctor & Gamble Company in
Cincinnatti, and our own Maria Eliseeva of
Brown & Rudnick. A luncheon and a reception
following the seminar were provided. By all
reports, the Swissotel provided excellent
accommodations for this event. Our thanks
go to Maria Eliseeva for organizing this event,
and for speaking.
The Biotechnology Committee held a
meeting at the Seaport Hotel, on the topic of
FDA Regulation and Biotechnolog y
Regulation, on April 11, 2002. This meeting,
organized by our Biotechnology Committee,
featured speakers from the Washington, DC
law firm of Covington & Burling. Treasurer
Doreen Hogle organized this very timely event.
Our 78th annual Judges Dinner was held
on the evening of May 3. The dinner was
preceded by a reception, and both the reception
and the dinner were held at the Federal
Courthouse. There were approximately 200
attendees this year, including 6 judges from
the Federal District Court. Our featured guest
speaker was Donald S. Chisum, Professor of
Law at Santa Clara University in California.
Professor Chisum is the author of the well
known treatise “Chisum on Patents”. The title

of Professor Chisum’s talk was “Patent Law:
2 Centuries of Challenges for the Judiciary”.
In addition to presenting a humorous
overview of patents for the uninitiated,

Professor Chisum delved into several recent
cases on the enablement and written
description requirements, including the Eli
Lilly case, and the recently decided Enzo case.
For those who have not read the Enzo case,
the cite is Enzo Biochem, Inc. v. Gen-Probe, Inc.,
et al, 285 F.3rd 1013 (Fed. Cir. 2002);
U.S.P.Q.2d 1289. In Enzo, the Court held that
ipsis verbis support in the patent specification
and a deposit of biological material were
inadequate to satisfy the written description
requirement of the first paragraph of 35 U.S.C.
112. Professor Chisum opined that this case
represents the furthest extension of the
written description requirement by the Court
to date.
It was disappointing that none of the
CAFC judges could attend our judges dinner
this year. Last year, both Judge Lourie and
Judge Michele were in attendance. However,
Judge Lourie did remind me that that the
CAFC will be sitting in Boston during the week
of October 7, and that there would be ample
opportunity for the bench and bar to meet at
that time. In connection with that visit, the
Boston Patent Law Association is planning to
host a dinner at the Federal Courthouse on the
evening of Wednesday, October 9, 2002. Please
mark that date on your calendars. There may
be other events planned around that visit, and
we will let you know as soon as the details are
available. The Federal Circuit Bar Association
is also involved in the coordination of that
event.
On the Saturday immediately following
the Judges Dinner, I had an opportunity to
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attend the Massachusetts State Science Fair,
where I presented an award of $1000 to Jason
Prapas. Jason is a 12 th grade student at
Falmouth High School who developed a
unique environmentally friendly energy source.
Past President Tim French was also on hand at
this event to present the Frederick P. Fish
Award on behalf of Fish & Richardson.
The Copyright Committee, cochaired by
Tom Saunders and Buzz Gagnebin, hosted an
informal breakfast meeting on May 14, to
discuss the Copyright Term Extension Act
(“CTEA”) in light of recent questions regarding
the constitutionality of the CTEA.
Finally, the Computer Law Committee,
cochaired by Ed Porter and Karen Buchanan,
held a seminar on May 22, at the Omni Parker
House. The topics discussed at the seminar
included the Digital Millennium Copyright Act,
rights in databases, the protection of software,
and Internet-related copyright issues. The
speakers were Michael Albert of Wolf,
Greenfield & Sacks, Mark Fisher of Palmer &
Dodge, and Tom Hemnes of Foley, Hoag and
Eliot.
Many of you are aware that the Boston
Patent Law Association is a member of the
National Counsel of Intellectual Property Law
Associations (“NCIPLA”). Unfortunately, that
organization was unsuccessful in its attempts
to reorganize, and the member organizations,
of which we are one, voted in favor of
dissolution. The remaining issues to be resolved
includes the disposition of funds left after
dissolution. One proposal would donate the
funds to Inventure Place to further the
activities of that organization. These issues
should be resolved this year, and we will let
you know the outcome when arrangements
are finalized.
With summer rapidly approaching, we are
already making plans for our traditional summer
outing. This year, we will be chartering a boat
for a sunset cruise on the evening of July 12.
The boat will be leaving from the Rowes Warf
Pier at about 6:00 pm, returning at about 9:00
pm. There will be no charge for the cruise,
which will include food service, and there will
be a cash bar as well. As space on the boat is
limited, I would encourage all those interested
in attending to contact us early. You can email
us at pmckenney@ropesgray.com. In any
event, and whatever
your plans for the summer may be, please have
a safe and happy one.
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BPLA MEMBERS WHO HAVE NOT PAID 2002 DUES
Pursuant to the BPLA By-Laws, notice is hereby given of the expiration of memberships granted to the following individuals for failure to pay
year 2002 dues. Unless payments are received by the treasurer before July 31, 2002, the following individuals will be removed from the membership roster (the dues payment form can be found on the BPLA Web site).
Gregory Aharonian
Jessica S. Andersen
Floyd Andersen
André J. Bahou
Deborah Barfield
Maria Bautista
Regina S. Bautista
Nancy Bechet
Maria M. Bjornholm
Duane C. Blake
Deborarh E. Blodgett
Steven A. Bossone
Scott A. Brown
Aaron J. Bullwinkel
Paul Burgess
Tara C. Cacciabaudo
Connie M. Caron
June A. Casey
Alakananad Chatterjee
Heather Ciuryla
Paul T. Clark
Judith D. Cohen
Matthew E. Connors
Richard A. Covel
Elizabeth Anne Crawford
Karen E. Crespo
Brian C. Dauphin
Mary J. Dawson
Robert J. Decker
Carl M. DeFranco, Jr.
Peter M. Dichiara
Frederick Dietz, III
Susan M. Dinsmore
Robert J. Doherty
Douglas C. Doskocil
Timothy J. Douros

Lorraine Miller Doyle
Lucy Elandjian
John M. England, Jr.
Heidi M. Erlacher
Paula Campbell Evans
Michael I. Falkloff
Eugene A. Feher
Kerry A. Flynn
Marianne Flynn
Vincent Froio, Jr.
Joseph E. Funk
Therese E. Galante
Richard E. Gamache
Dennis R. Gannon
Debra A. Gaw
Joseph M. Geller
Carlos J. Gimeno
David J. Glass
John C. Gorecki
Kerri Grenache
Joseph G. Hadzima, Jr.
Thomas E. Hagar
Daniel W. Halston
Sharon F. Hausdorff
Paul J. Hayes
Norma E. Hederson
Eric Henshaw
Patricia Hillery
Thomas E. Horan
Jeffrey D. Hsi
George C. Jens
Mary Raynor Jimenez
Barry D. Josephs
Warren Kaplan
Catherine Kara
Thomas Kelley

Wayne M. Kennard
Elizabeth E. Kim
Tim King
Shannon Knight
Kristin E. Konzak
Linda D. Kostrubanic
Cynthia Kozakiewicz
Phyllis K. Kristal
Toby H. Kusmer
Steven R. Lazar
Kevin S. Lemack
Peter H. Lemieux
Faustino A. Lichauco
Laura Lieberman
Stanley C. Mah
Donald E. Mahoney
Vernon C. Maine
Terrence Martin
Sandra Marxen
Allison McCabe
Barbara McCarthy
William H. McNeill
Kim M. Meyer
Rama B. Nath
Margarita Navarro
Karl D. Normington
Lois A. O’Connell
Patrick J. O’Shea
Scott A. Ouellette
Joanne Pappas
Jacqueline M.K. Petrillo
Edmund R. Pitcher
Edward Podszus
Frank P. Porcelli
Joseph P. Quinn
Eric P. Raciti

Kathy Raskind
Michael T. Renaud
Joseph S. Romanow
Margaret D. Rosa
Scott D. Rothenberger
F.B. Sacedo
Thomas M. Saunders
Donna E. Scherer
Mark D. Seltzer
Justin J. Sergio
Patricia A. Sheehan
Inna Shtivelband
Amanda Singmaster
Nicholas I. Slepchuk, Jr.
Michelle Small
Christopher W. Stamos
Michael Paul Stanley
Peter Stecher
Carolyn Sullivan
Colleen Superko
Patricia Tocci
Deborah U. Verga
Diane Vitello
Shelby Walker
Lisa A. Walsh
W. Eric Webostad
Ernst B. Weglein
Ned Whalen
Emily Whelan
Sandra Wysocki Capplis
Gwendolyn H. Yip
Kimberly A. Young

FDA Regulation and Biotechnology Seminar
By Helen Lee
Hamilton, Brook, Smith & Reynolds, P.C.

On April 11, 2002, the Biotechnology Committee sponsored a morning seminar at the Seaport Hotel on FDA Regulation and
Biotechnology. About forty-seven members were in attendance to hear guest speakers Michael S. Labson, Esq. and Elizabeth S. Weiswasser,
Esq., both of Covington & Burling, Washington, D.C., share their insights on how to bring a new prescription drug or biological product
to market.
Mr. Labson began by providing an overview of the prescription drug and biologics FDA approval process, including the statutory
framework for approvals, definitions for drugs and biological products, differences in the regulation of drugs and biologics, clinical trial
requirements, product approval requirements and standards for FDA review, post-approval requirements and other compliance issues.
Ms. Weiswasser then discussed the Hatch-Waxman Act, including the generic drug approval process, abbreviated new drug application
(ANDA) and 505(b)(2) application approval requirements, statutory and regulatory requirements and timing for Orange Book listing,
implications of listing, requirements for patent certifications by ANDA filers, Paragraph IV process, 180-day exclusivity and patent term
extension.
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The New Race to the Courthouse
By Kathleen B. Carr
Edwards & Angell, LLP
In The Holmes Group, Inc. v. Vornado Air Circulation
Sys., Inc., 122 S. Ct. 1889, 2002 WL 1155866
(Jun. 3, 2002), the U.S. Supreme Court held that
the “well-pleaded complaint rule” governs the U.S.
Court of Appeals for the Federal Circuit’s
jurisdiction. The Court determined that the Federal
Circuit did not have jurisdiction over the appeal
before it “[b]ecause petitioner’s complaint did not
include any claim based on patent law.” Id. at
1895. The Court rejected the respondent’s
argument that a patent law counterclaim provides
a proper basis for subject matter jurisdiction. Id.
at 1893.
In so ruling, the Court distinguished precedent
set by the U.S. Court of Appeals for the Federal
Circuit in Aerojet-General Corp. v. Machine Tool Works,
Oerlikon-Buehrle Ltd., 895 F.2d 736 (Fed. Cir. 1990)
(en banc) (unanimous decision). In Aerojet, the
Federal Circuit held that because a compulsory
counterclaim for patent infringement has its own
independent jurisdictional basis under 28 U.S.C. §
1338, the district court has subject matter
jurisdiction over actions in which such compulsory
counterclaims are asserted because jurisdiction in
such actions is based “in part” on § 1338. Id. at
745. The Aerojet court reasoned that a patent law
counterclaim “is a separate, well-pleaded claim
with its own jurisdictional basis and that basis is
section 1338.” Id. at 742. Based on that
reasoning, the Aerojet court held that it has § 1295
appellate jurisdiction over appeals of actions in
which patent law counterclaims were asserted in
the district court. Id. at 745. The Holmes Court
distinguished Aerojet on the basis that the Aerojet
court focused on the court’s ability to retain
jurisdiction over a patent law counterclaim if the
initial complaint is dismissed. Holmes, 122 S. Ct.
at 1895 n.4. The Holmes Court then held that
patent law counterclaims cannot provide a proper
basis for Federal Circuit jurisdiction because the
well-pleaded complaint rule governs the court’s
jurisdiction. Id. at 1895.
On a first read, the Holmes majority opinion
appears to elevate form over substance, and Justice
Ginsberg’s concurring opinion, in which she
adopted the reasoning set forth in Aerojet and
concluded that the Federal Circuit has exclusive
jurisdiction over appeals in which a patent law
compulsory counterclaim was brought in the
underlying action, is more compelling. On further
reflection, though, it becomes clear that the Court’s
majority opinion is required by the applicable rules.
In Holmes, the Court set forth two requirements
that must be satisfied in order for the Federal
Circuit to assert its exclusive jurisdiction over an
appeal: (1) the appeal must be from “a final
decision of a district court of the United States
… if the jurisdiction of that court was based, in

whole or in part, on [28 U.S.C. §] 1338 . . . “; and
(2) the civil action before the district court must
have arisen “under any Act of Congress relating
to patents . . . .” Id. at 1892-93 (emphasis in
original) (quoting and explaining 28 U.S.C. §§
1925(a)(1), 1338(a)).1 Noting that § 1338(a)
“uses the same operative language” as § 1331,
which confers general federal question jurisdiction
upon the district courts, the Court determined
that the “well-pleaded-complaint rule” governs
whether a case arises under federal law for the
purposes of § 1338. Id. at 1893. The Court
further recognized that its “prior cases have only
required [it] to address whether a federal defense,
rather than a federal counterclaim, can establish
‘arising under’ jurisdiction.” Id. After recognizing
that its previous cases had not addressed whether
a federal counterclaim suffices to establish “arising
under” jurisdiction, the Court rejected such a basis
for jurisdiction in favor of a test that turns solely
“on the face of the plaintiff ’s properly pleaded
complaint.” Id. (quoting Caterpillar v. Williams,
482 U.S. 386, 392 (1987)).
The Court pointed out that federal jurisdiction
based on patent law, like federal question
jurisdiction, “cannot depend upon the answer,”
and accordingly, “a counterclaim - which appears
as part of the defendant’s answer, not as part of
the plaintiff ’s complaint – cannot serve as the
basis for ‘arising under’ jurisdiction.” Id. at 189394. The Court further rejected the respondent’s
argument that “arising under” jurisdiction should
be interpreted differently when testing the Federal
Circuit’s jurisdiction than when testing a district
court’s jurisdiction in order to further the goal of
“promoting the uniformity of patent law.” Id. at
1894-95.
Justice Stevens concurred in part and concurred
in the judgment. He acknowledged the existence
of “well-reasoned precedent” supporting an
interpretation of the § 1295(a)(1) “in whole or
in part” language as encompassing compulsory
counterclaims based on patent law. After
recognizing that precedent, however, Justice
Stevens concluded that he ultimately was
persuaded that the Federal Circuit’s exclusive
jurisdiction must be limited to cases in which
either the original complaint or an amended
pleading filed by the plaintiff contains a patent
claim. Id. at 1895-98.
Justice Ginsberg, with Justice O’Connor
joining, concurred in the judgment based on the
lack of an actually adjudicated patent claim in
the case before the Court. She concluded,
however, that a compulsory counterclaim arising
under federal patent law confers exclusive
appellate jurisdiction upon the Federal Circuit
over an actual adjudication of such a claim. That
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concurring opinion cited in support of that
conclusion the reasons set forth in Aerojet. Id. at
1898.
“The linguistic consistency” lauded in the
Court’s majority opinion in applying the same
well-pleaded complaint rule to determine both
the Federal Circuit’s jurisdiction and a district
court’s federal question jurisdiction does have
some appeal. See id. at 1893. In effect, though,
the Court has elevated form over substance, and
has sacrificed patent law substantive uniformity
for the sake of procedural uniformity. The
Court, however, did not really have much choice
in the matter. In fact, the Court even
acknowledged this: “Our task here is not to
determine what would further Congress’s goal
of ensuring patent law uniformity, but to
determine what the words of the statute must
be fairly understood to mean.” Id. at 1895.
While Justice Ginsberg’s conclusion serves both
logic and patent law uniformity, the majority’s
interpretation, unfortunately, is the one the
current jurisdictional statutes require.
The Court’s decision also is the one required
by the Federal Rules of Civil Procedure. Those
rules do not recognize a counterclaim as an
independent pleading. A counterclaim, if
asserted, is considered part of a defendant’s
answer. Rule 7 Provides as follows:
(a) Pleadings. There shall be a complaint and
an answer; a reply to a counterclaim
denominated as such; an answer to a cross-claim,
if the answer contains a cross-claim; a thirdparty complaint. . .; and a third-party answer. . .
. No other pleading shall be allowed, except
that the court may order a reply to an answer or
a third-party answer.
Fed. R. Civ. Proc. 7. In order for the wellpleaded complaint rule to be applied consistently
with the Federal Rules of Civil Procedure,
therefore, the claims asserted in a counterclaim
as part of a defendant’s answer cannot provide
the basis for federal court jurisdiction.
The Court’s decision not only restricts the
Federal Circuit’s jurisdiction, but it also will have
significant ramifications in the removal arena.
The Court indirectly acknowledges that its
decision applies to removal cases. See Holmes,
122 S. Ct. at 1894 (recognizing that the rule
proposed by the respondent, which the Court
rejected, would have allowed a defendant to
remove a case by raising a federal counterclaim).
A consistent application of Holmes will require
state court actions in which patent law
counterclaims are asserted to stay in state court.

Continued on Next Page
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THE MOVE
TO T
RADEMARK
LECTRONIC
FILING
By Andrea A. Jacobs & Andrew O’Connor, Edwards & Angell, LLP

Effective June 24, 2002, the USPTO is
amending its rules to provide that certain
trademark documents sent by United States
Postal Service (USPS) via Express Mail service
will no longer be considered to have been filed
with the USPTO on the date of deposit with
the USPS, but rather will be deemed to have
been filed on the date of receipt in the USPTO
(37 CFR §1.10(a)). The trademark documents
effected by this rule are those for which an
electronic form is available in the Trademark
Electronic Application System (TEAS),
namely, (i) new applications for registration
of trademarks (ii) amendments to allege use;
(iii) statements of use; (iv) requests for
extension of time to file a statement of use;
(v) affidavits of continued use or excusable
nonuse; (vi) applications for renewal; (vii)
affidavits of incontestability; (viii) combined
affidavits under sections 8 and 15; and (ix)
combined filings under section 8 and 9.
Under the revised rule, if an electronic form
is available in TEAS, but the applicant files a
paper document, the filing date of the

document will be the date of receipt in the
USPTO, even if such document is delivered
by Express Mail. By filing those forms that
are available in TEAS using eTEAS, the
USPTO will consider the date of submission
as the date of receipt on the USPTO server.
TEAS provides filers with an assurance that
the document submitted was received
through a “Success!” screen, which appears
within seconds of completing the filing
process, and, in cases of new applications,
includes the serial number assigned to such
application. Additionally, the USPTO provides
email acknowledgements which include a date
and time stamp evidencing the official date
and time of receipt by the USPTO (the time
the transmission of such filing commenced
is not a factor in determining the official date
and time of filing).
As the USPTO makes additional forms
available in TEAS, the scope of this rule will
expand to cover such additional forms. The
electronic forms currently available on TEAS
can be found at http://www.uspto.gov/teas/

index.html. This web page provides complete
instructions and details regarding electronic
filing.
In a further effort to encourage e-filing of
trademark documents, the USPTO proposes
to amend its rules to require payment of a
$50.00 paper-processing fee when a party
submits a paper form instead of an
electronically transmitted form available in
TEAS. Thus, similar to its efforts to
encourage e-filing and discourage paper filing
stated above in connection with the Express
Mail rule change, the USPTO is looking to
add a $50.00 premium on the filing fee of all
documents for which an electronic form is
available on TEAS, but the applicant elects to
submit a paper copy. The $50.00 paperprocessing fee was calculated and determined
by the USPTO and reflects the additional
average cost of processing a paper document
rather than an electronic document within the
Trademark Operation. This proposed rule
had been open for comments.

Race to the Courthouse
Contined from page 4
Now, under Holmes, a patent infringer who
desires to stay put in state court, or even one who
favors a particular circuit’s application of a
relevant patent rule, has a strong incentive to run
to the courthouse. All sorts of potential state
law claims now can provide the basis for keeping
a tough patent case out of both federal district
court and the Federal Circuit. A litany of state
laws claims, such as state law trade dress, common
law trademark, state law competition and/or
unfair and deceptive business practices, to name
a few, all potentially could provide an anchor in
state court. “The best defense is a good offense”
may become the mantra of those who wish to
avoid federal court in patent cases.
Patent law uniformity, however, might not
be doomed. One potential way around this
jurisdictional quagmire is to try to establish that a
patent law claim does not amount to a compulsory
counterclaim, and bring the patent claim in an
independent action. In Holmes, it apparently was
undisputed that the patent infringement
counterclaim at issue qualified as a compulsory
counterclaim. Under Fed. R Civ. Proc. 13(a), a
compulsory counterclaim is one that “arises out

of the transaction or occurrence that is the subject
matter of the opposing party’s claim.” At least in
some cases, the argument might be made that a
claim arising under federal patent law does not
arise out of the transaction or occurrence
providing the foundation for the state law claims.
Such a construction would not conflict with the
policy concerns protected by the Holmes Court’s
decision including allowing the plaintiff to remain
the “master of the complaint” and protecting
the plaintiff ’s choice of forum; keeping state law
claims in state court while allowing federal claims
to be removed to federal court (and thus not
unreasonably expanding the class of removable
cases or interfering with state governance); and
still preserving the jurisdictional well-pleaded
complaint rule “quick rule of thumb” the Holmes
Court found so appealing. See Holmes, 122 S. Ct.
at 1894.
For example, the Fifth Circuit recently
recognized a limited exception to the compulsory
counterclaim rule. See Tank Insulation Int’l, Inc. v.
Insultherm, Inc., 104 F.3d 83 (5th Cir. 1997). In
Tank Insulation, the court construed a Supreme
Court decision, Mercoid Corp. v. Mid-Continent Inv.
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Co., 320 U.S. 661 (1944), as “carv[ing] out an
exception to Rule 13(a) for antitrust claims based
on [patent] infringement actions.” See id. at 86
(recognizing that courts have not construed
Mercoid uniformly, but joining the Ninth Circuit,
in Hydranautics v. Filmtec Corp., 70 F.3d 533 (9th
Cir. 1995) in following Mercoid). The Tank
Insulation court recognized that the criteria for
deeming the antitrust counterclaim at issue a
compulsory counterclaim were satisfied, but went
on to interpret Mercoid as carving out an antitrust
exception to the compulsory counterclaim rule.
A court might hold the opposite true as well:
Why not recognize an exception to the compulsory
counterclaim rule for patent law claims? After
all, such claims, while potentially arising out of
the same transaction or occurrence as the
gravamen of various other state, or even federal,
law claims, could be characterized like the
antitrust claim asserted in Mercoid: such a claim is
“more than a defense; it is a separate statutory
cause of action.” See Tank Insulation, 104 F.3d at
87 (quoting Mercoid, 320 U.S. at 671). The
problem with this approach, however, is that it,

Continued on Page 8

THE BOSTON PATENT LAW ASSOCIATION NEWSLETTER - June 2002

The Top Ten TTAB Decisions of the 21st Century
By John L. Welch
Foley Hoag LP
Since the turn of the century (Jan.
1, 2000 for our purposes), the Trademark Trial
and Appeal Board (TTAB) has rendered more
than 1,600 decisions in ex parte appeals from
final refusals to register and in inter partes
opposition and cancellation proceedings.
Although most Board dispositions involve a
relatively straightforward application of
standard TTAB doctrine to the particular fact
pattern at hand, the new century has already
yielded noteworthy rulings in a number of areas
– for example, the application of the federal
dilution statute in the TTAB context, the
analysis of trade dress distinctiveness and
functionality, and the recognition of new ecommerce terminology as non-distinctive. At
the same time, the Board’s effort to manage its
growing docket of cases has led to a less
forgiving attitude toward noncompliance with
the Trademark Rules of Practice.
The TTAB currently deems about
one in 25 decisions to be citable as precedent;
those citable cases are then published in the
United States Patent Quarterly. Of the 60 or so
citable decisions of this century, the following
10 arguably are of most practical significance
to the TTAB practitioner.
1. Toro Co. v. ToroHead, Inc., 61
USPQ2d 1164 (TTAB 2001). In December
2001, the TTAB issued its long-awaited first
decision applying the provisions of the Federal
Trademark Dilution Act of 1995 (FTDA). The
Toro decision is significant not just for its direct
impact on TTAB proceedings, but also for its
potential impact on federal court litigation
under the FTDA: One of the reasons Congress
amended the FTDA in 1999 to permit dilution
claims in TTAB opposition and cancellation
proceedings was the belief that the Board
“would give guidance to litigants and the
Trademark Bar, through precedent, with
respect to such issues as what qualifies as a
‘famous’ mark, and what constitutes dilution,
whether by blurring or tarnishment.” H.R.
Report No. 106-250, 106th Cong., 1st Session
(1999), at 6. In Toro, the TTAB delivered a
clear message: Dilution is an “extraordinary
remedy” reserved for “truly famous” marks.
detnA
gn

An augmented panel of the Board held that
the mark ToroMR & Design for “very low
reluctance, thin film magnetic reading and

writing heads for sale to OEM manufacturers
of high performance computer disk drives” is
not likely to cause confusion with and does
not dilute Opposer’s mark TORO registered
for various products and services relating
primarily to lawn and ground care. The Board
found confusion unlikely because of the
dissimilarity of the respective products and
services and the differences in channels of
trade. As to dilution, the Board provided a
lengthy discussion of Section 43(c) of the
Trademark Act and its evidentiary requirements,
concluding, among other things, that Opposer’s
evidence – use since 1914, annual sales of more
than $1 billion, annual advertising expenditures
of more that $35 million, 26 federal
registrations, and brand dominance in various
markets – was not sufficient to prove the
TORO mark famous under the FTDA.
2. Recot, Inc. v. M.C. Becton, 56
USPQ2d 1859 (TTAB 2000). On remand from
the U.S Court of Appeals for the Federal
Circuit (54 USPQ2d 1894 (Fed. Cir. 2000)),
the Board found a likelihood of confusion
between the mark FRITO LAY for snack foods
and FIDO LAY for edible dog treats. Mindful
of the CAFC’s instruction that “the fame of
the mark must always be accorded full weight
when determining the likelihood of
confusion,” the Board, with obvious
reluctance, ruled that the dissimilarity of the
parties’ goods was not sufficient to outweigh
the evidentiary elements favoring Opposer: the
fame of the FRITO LAY mark, the similarity
of the two marks, and the nature of the goods
as impulse-purchase items.
Subsequently in Toro, the Board did
not accord the TORO mark such a broad scope
of protection in the likelihood of confusion
analysis. It considered the recognition and
renown of the TORO mark to be a strong
factor in the Toro Company’s favor, but one
that was outweighed by the dissimilarities in
the goods and services, the sophistication of
the purchasers of ToroHead’s goods, and the
differences in channels of trade. It will be
interesting to see how the TTAB, in light of its
narrow reading of the dilution remedy, treats
the 5th duPont factor (the fame of the mark) in
future likelihood of confusion analyses, and
how the Federal Circuit addresses the Board’s
treatment of these issues.
3. In re Styleclick.com Inc., 57
USPQ2d 1445 (TTAB 2000). While
acknowledging that various “E-” prefix marks
have been registered on the Principal Register
in past years, the Board stepped into the new
cyber-century when it observed that the prefix
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“E-” is “commonly recognized and understood
by virtually everyone as a designation for the
Internet.” It concluded that “[w]hen this nonsource-identifying prefix is coupled with the
descriptive word ‘fashion,’ the mark E
FASHION, as a whole, is merely descriptive
for Applicant’s goods and/or services”
(relating to retrieval of fashion information
and shopping for fashions). In a companion
case, In re Styleclick.com Inc., 58 USPQ2d 1523
(TTAB 2001), the Board employed the same
reasoning to find the mark VIRTUAL
FASHION merely descriptive for software
and electronic retailing services in the field
of fashion.

4. In re Creative Beauty

Innovations Inc., 56 USPQ2d 1203 (TTAB
2000). In this packaging trade dress case, the
Board ruled that Applicant’s container for
bath products (having both concave and
convex sides, and a cap elongated on one side)
is an inherently distinctive trademark. The
TTAB reviewed the state of the law in the
aftermath of Wal-Mart Stores, Inc. v. Samara
Bros., Inc., 529 U.S. 206 (2000) – which held
that product design can never be inherently
distinctive – and concluded that the U.S.
Supreme Court did not adopt the 2nd Circuit’s
Abercrombie test (Abercrombie & Fitch Co. v.
Hunting World, Inc., 189 USPQ 759 (2nd Cir.
1976)) to the exclusion of the CCPA’s Seabrook
test (Seabrook Foods, Inc. v. Bar-Well Foods Ltd.,
196 USPQ 289 (CCPA 1977)) in determining
the inherent distinctiveness of trade dress
other than product design. Instead, the Board
deemed the tests complementary and found
Applicant’s award-winning design to be
unique and unusual under Seabrook, and
fanciful or arbitrary under Abercrombie.

Continued on Next Page
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Steel Mfg., Inc. v. O’Hagin’s Inc., 61 USPQ2d
1086 (TTAB 2001). In this case involving
elements of both utilitarian and aesthetic
functionality, the Board found unregistrable
three product configuration marks for “metal
roofing tiles and metal ventilating ducts and
vents for tile or concrete roofs.” Applicant’s
designs mirrored the shapes of roof tiles sold
by various manufacturers, thereby making the
vents unobtrusive when installed in place of
the tiles. Guided by the Supreme Court
decisions in Qualitex, 514 U.S. 159 (1995) and
TrafFix, 523 U.S. 23 (2001), and likening the
case to Brunswick Corp. v. British Seagull Ltd.,
32 USPQ2d 1120 (Fed. Cir. 1994), in which
the color black for outboard motors was held
to be functional and unregistrable, the Board
concluded that registration of Applicant’s
designs “would hinder competition by placing
competitors at a substantial competitive
disadvantage.”
6. In re Who? Vision Systems, Inc., 57
USPQ2d 1211 (TTAB 2000). Applicant failed
in its attempt to register the mark
TACTILESENSE for fingerprint imaging
systems because it erroneously spelled the mark
as TACILESENSE on the application drawing
page, although the mark was correctly set forth
on the first page of the application. The Board
concluded that, in accordance with recent
amendments to the Trademark Rules of Practice,
the “mark sought to be registered” is now
defined as the mark depicted on the drawing
page. Applicant’s proposed amendment of the
drawing page from TACILESENSE to
TACTILESENSE was unacceptable because
it would effect a material alteration of the
mark: the former term has no recognizable
meaning while the latter term is comprised of
two actual words having suggestive
significance.
7. In re Upper Deck Co., 59 USPQ2d
1688 (TTAB 2001). The Board exorcised a
quasi-”phantom” mark when it affirmed a
refusal to register a “hologram device” as a
mark for “trading cards.” The application stated
that the Applicant did not claim as features of
the mark, its size, shape, content, or positioning
on the cards. The Board ruled that Applicant
was seeking to register more than one mark, in
violation of the CAFC’s holding in In re
International Flavors & Fragrances, Inc., 51

USPQ2d 1513 (Fed. Cir. 1999). As the Board
noted, “phantom” marks fail to provide
constructive notice to the public of a
registrant’s ownership of a mark because “they
cover too many combinations and
permutations to allow an effective search of
the register.”

In re
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Thomas H. Wilson, 57 USPQ2d 1863 (2001).
Despite an imaginative argument by Applicant,
the Board affirmed a Section 2(d) refusal to
register PINE CONE BRAND & Design (the
word BRAND and the pictorial representation
of fresh fruit being disclaimed) for fresh
oranges, lemons and grapefruits, finding it likely
to cause confusion with the mark PINE CONE
registered in 1925 for various canned fruits
and vegetables. Applicant contended that the
Board is required, under the administrative law
doctrine of “reasoned decisionmaking,” to act
consistently with the Office’s 1933 issuance
of a registration for the very same mark (for
fresh fruit) that Applicant sought to register,
despite the existence of the same PINE CONE
registration upon which the Board here relied.
The Board found the reasoned decisionmaking
doctrine inapposite because the 1933 decision
was not a fully-adjudicated decision made by
an Administrative Law Judge or by equivalent
policy-making and adjudicative personnel. In
other words, the Board is not bound by
decisions of Examining Attorneys made in
other cases.
9. PolyJohn Enterprises Corp. v. 1-800Toilets, Inc., 61 USPQ2d 1860 (TTAB 2002).
In this unfortunately-named case, the Board,
in view of its growing docket of active cases,
expressed a desire to deter the filing of motions
that result from a party’s failure to understand
the Rules of Practice. It denied PolyJohn’s
request to extend discovery and trial dates and
granted Applicant 1-800-Toilets Inc.’s motion
for judgment. PolyJohn failed to take testimony
or offer any evidence during its testimony
period, but contended that it believed that 1800-Toilets, when agreeing to extensions of
time for discovery responses, was also agreeing
to extend the testimony periods. The Board
pointed to the clear language of Rule 2.120(a)
that the discovery period is not automatically
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re-set when a party’s time to respond to
outstanding discovery is extended.
10. Central Mfg. Inc. v. Third Millenium
Technology, Inc., 61 USPQ2d 1210 (TTAB
2001). The Board sanctioned Opposer’s
president, Leo Stoller, on the ground that, in
filing requests for extension of time to oppose
on the basis of non-existent settlement
negotiations, Stoller “acted in bad faith and
for improper purposes, i.e., to obtain additional
time to harass applicant, to obtain unwarranted
extensions of the opposition period, and to
waste resources of applicant and the Board.”
Noting that Stoller and his various
corporations appear regularly before the TTAB,
the Board found that he “has engaged in a
pattern” of submitting papers to the Board
that are based on “false statements and material
misrepresentations.” As a sanction, however,
the Board merely required Stoller to include,
with any future extension requests alleging
consent, “written agreement from the applicant
as to the truth of the allegation.”
Stoller was also the subject of
another unusual sanction for similar reasons in
an uncitable interlocutory decision in S
Industries, Inc. v. S & W Sign Co., Opposition
No. 102,907 (TTAB December 16, 1999).
Noting that “[t]he lack of credibility of Mr.
Stoller is a matter of public record,” the Board
ordered him to copy by hand Rule 11 of the
Federal Rules of Civil Procedure and certain
sections of the Trademark Rules of Practice,
and to file a signed and dated copy thereof
with the Board.
*****
These 10 decisions outside the TTAB
mine run reflect the many challenging issues
the Board must face as it copes with the latest
Supreme Court and CAFC edicts, advances in
technology, newly-minted terminology, and a
burgeoning case load. The TTAB serves an
important role in shaping trademark law, and
practitioners will be wise to keep abreast of
the rulings of the Board as the twenty-first
century unfolds.
This article is reproduced, with permission, from the
May 13, 2002 edition of The National Law
Journal ©2002 NLP IP Company. All rights
reserved. Further duplication without permission is
prohibited.
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Annual BPLA Judges’ Dinner
Photos Continued from Page 1

The 2002
BPLA Board of Governors at the Annual Judges Dinner (L-R, front row) Ingrid Beattie,
Secretary; Leslie Meyer-Leon; Doreen Hogle, Treasurer.(back row) Mark Solomon; Lee
Bromberg; William Gosz, President; Tom Engellenner, Past-President; Peter Corless,
Vice-President.

BPLA President William Gosz presents Professor Chisum the BPLA Plate.
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Race to the Courthouse
Continued from page 6
too, might be deemed to run afoul of the pertinent
procedural rules. The language of Rule 13 does
not support such exceptions. As appealing as
such a judicial placebo may be, it does not have a
proper foundation in the pertinent procedural
rules.
The real problem here is the rule itself. If the
point of having a Federal Circuit is to promote
patent law substantive uniformity, then the
Court’s jurisdiction should not be artificially
constricted by the four corners of the plaintiff ’s
complaint. If there is a separate, independent
Court of Appeals dedicated in part to promoting
patent law uniformity, that court should be the
appellate court to which decisions involving claims
arising under the U.S. patent laws are appealed,
whether those claims are brought in an initial
complaint or in a counterclaim as part of a
defendant’s answer. Holmes makes clear that §
1295 needs to be amended to allow for Federal
Circuit jurisdiction over appeals of actions in
which a claim arising under patent law was
asserted, rather than improperly limiting the
court’s jurisdiction to cases in which the district
court’s jurisdiction was based on § 1338. Unless
and until that happens though, parties seeking
the uniformity of interpretation afforded by the
Federal Circuit will have to win the race to the
courthouse, or they might try to circumvent the
jurisdictional effects of the well-pleaded
complaint rule by trying to characterize their
claims arising under patent law as permissive
counterclaims, and bring them in a separate action.
(Footnotes)
1
Section 1295(a)(1) confers exclusive
jurisdiction upon the Federal Circuit over “an
appeal from a final decision of a district court of
the United States. . . if the jurisdiction of that
court was based, in whole or in part, on section
1338 [excluding cases involving claims arising
under federal copyright, mask work, or trademark
law].” 28 U.S.C. § 1295(a)(1).
Section 1338 confers original jurisdiction upon
the U.S. federal district courts over “any civil
action arising under any Act of Congress relating
to patents, plant variety protection, copyrights
and trademarks,” with such jurisdiction exclusive
of state courts except in cases arising under federal
trademark law. 28 U.S.C. § 1338(a).
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News About BPLA Members
On Saturday, May 4, 2002, William G. Gosz. President of the Boston Patent Law Association, presented an award at the Massachusetts State
Science Fair to Jason Prapas, a 12th Grade student at Falmouth High School. The award, in the amount of $1000, was in recognition for Mr. Prapas’
project dealing with novel sources of energy and waste disposal. This was the 53rd annual event, which was held this year on the MIT campus, in
recognition of the outstanding accomplishments in science and mathematics by Massachusetts high school students. The students have an
opportunity to display their projects in the auditorium prior to the awards ceremony. The Boston Patent Law Association is pleased to be a sponsor
of this worthy event.
Women In Technology (WITI) presented BPLA member, Faith Driscoll with its highest honor, the Lifetime Achievement Award, at the organization’s
Third Annual Leadership Awards Banquet held on May 16 at the Ritz Carlton in McLean, VA. WIT is a regional organization that includes over 700
women, in technology or technology related fields, as members and one that annually recognizes women who have excelled as role models and
mentors, and leaders and have demonstrated success in the Information Technology Field. Faith was nominated by James Sprowl, Foley & Lardner,
Chicago, IL for her achievements as a women patent attorney specializing in electronics and computer systems patents, working in the electronics
field while serving in the U.S. Navy and for various leadership roles including serving as president of the BPLA and the National Association of
Women Lawyers. Currently, Faith co-chairs the Association’s Corporate Patent Committee.

Positions Available
Daly, Crowley & Mofford, LLP
Growing IP firm located off Rt. 128 in Canton, MA seeks a patent attorney having a EE/CS background. At least 2 years of patent prosecution
experience preferred with industry experience a plus. Firm attorneys work in a wide range of hot technology areas for large and small corporate,
institutional and individual clients. Reasonable billing requirements. Salary and benefits competitive with Boston area. Send or fax (781-4019966) resume to Hiring Attorney, Daly, Crowley & Mofford, LLP, 275 Turnpike Street - Suite 101, Canton, MA 02021.
Edwards & Angell, LLP
Edwards & Angell, LLP, seeks patent attorneys, patent agents and technology specialists for our practice in biotechnology, organic chemistry,
electronics and computer fields. Please visit our website at www.ealaw.com and send your resume in confidence to sfishman@ealaw.com.

Upcoming Events
Eleventh Annual Advanced Licensing Institute. July 15-19, 2002. On the campus of Franklin Pierce Law Center in Concord, NH. Unique
program covers all aspects (antitrust, financial, international, tax, etc) of negotiating, drafting and implementing licenses and technology transfer
agreement, ivolving patents, trade secrets, trademarks and copyrights. Such areas as biotech, government, software, university licensing and
franchising as well as other topics will be treated. Directed by Professor Karl Jorda and taught by prominent US and foreign IP licensing
professionals. For more information, contact Carol Ruh @ (603) 224-3342; or E-mail @ cruh@piercelaw.edu.

Board of Governors
President William Gosz, Ropes & Gray, One International Place, Boston, MA, ph (617) 951-7000, fax: (617) 951-7050, wgosz@ropesgray.com
President Elect Peter Lando, Wolf, Greenfield & Sacks, PC, 600 Atlantic Ave, Boston, MA, ph (617) 720-3500, fax: (617) 720-2441, plando@wgslaw.com
Vice President Peter Corless, Edwards & Angell, LLP, 101 Federal Street, Boston, MA, ph (617) 439-4444, fax (617) 439-4170, pcorless@ealaw..com
Treasurer Doreen M. Hogle, Hamilton, Brook, Smith & Reynolds, PC, PO Box 9133, Concord, MA, ph (978) 341-0036, fax: (978) 341-0136, doreen.hogle@hbsr.com
Secretary Ingrid A. Beattie, Mintz, Levin, Cohn, Glovsky & Popeo, PC, One Financial Center, Boston, MA, ph (617) 542-6000, fax: (617) 542-2241, ibeattie@mintz.com

Board
Thomas J. Engellenner, Nutter, McClennen & Fish, LLP, One International Place, Boston, MA, ph (617) 439-2000, fax (617) 973-9748, tje@nuttter.com
Mark Solomon, Hamilton, Brook, Smith & Reynolds, PC, PO Box 9133, Concord, MA, ph (978) 341-0036, fax: (978) 341-0136, mark.solomon@hbsr.com
Lee Carl Bromberg, Bromber & Sunstein, LLP, 125 Summer Street, Boston, MA, ph (617) 443-9292, fax (617) 973-9748, lbromberg@bromsun.com
Leslie Meyer-Leon, IP Legal Strategies Group, PC, PO Box 280, Osterville, MA, ph (508) 428-4000, fax (508) 428-1900, LMeyer-leon@iplegalstrategies.com
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BPLA COMMITTEES
ACTIVITIES AND PUBLIC RELATIONS
activities@bpla.org
Martina Rozumbervoka (617) 951-7000

ETHICS AND GRIEVANCES
ethics@bpla.org
Timothy French (617) 542-5070

AIPLA MOOT COURT
mootcourt@bpla.org
Christopher Centurelli (617)542-5070
Merton E. Thompson (617) 542-5070

INTERNATIONAL AND FOREIGN PRACTICE
international@bpla.org
Maria M. Eliseeva (617) 856-8340
Thomas A. Turano (617) 248-7378

ANTITRUST LAW
antitrust@bpla.org
Ernie Linek (617) 227-7111
Mark Patterson (508) 457-5050

LAW STUDENTS
students@bpla.org

BIOTECHNOLOGY
biotechnology@bpla.org
Kerry A. Flynn (617) 679-3583
Doreen M. Hogle (978)341-0036

LICENSING
licensing@bpla.org
William G. Gosz (617) 951-7000
Karl F. Jorda (603) 228-1541

CAREERS IN IP LAW
careers@bpla.org

LITIGATION
litigation@bpla.org
Ronald E. Cahill (617) 439-2782
Matthew Lowrie (617) 720-3500

CHEMICAL PRACTICE
chemical@bpla.org
Peter F. Corless (617) 439-4444
Maggie Kanter (617) 252-7500

PATENT LAW
patents@bpla.org
Leslie Meyer-Leon (978) 443-9411
John Prince (617)535-4000

COMMUNITY SERVICE
community@bpla.org
James Cullem (978)867-2311

PATENT OFFICE PRACTICE
patentpractice@bpla.org
Grant Houston (978) 262-0049
David Conlin (617) 439-4444

COMPUTER LAW
computer@bpla.org
Edward W. Porter (617) 494-1722
Karen A. Buchanan (617) 443-9292

TRADE SECRETS
tradesecrets@bpla.org
Stephen Y. Chow (617) 854-4000
Richard M. Gelb (617) 345-0010

COPYRIGHT LAW
copyright@bpla.org
Charles Gagnebin (617) 542-2290
Thomas M. Saunders (617) 227-0700

TRADEMARKS & UNFAIR COMPETITION
trademarks@bpla.org
Cindy Johnson (617) 573-7840
Andrea Jacobs (617) 439-4444

CORPORATE PRACTICE
corporate@bpla.org
Walter F. Dawson (978) 452-1971
Faith Driscoll (781) 326-6645

YOUNG LAWYERS & LAW STUDENTS
younglawyers@bpla.org
Lisa Michaud (617) 439-2550
Lesley Hamlin (978) 657-1168

The Boston Patent Law
Association (BPLA) is an association of intellectual property professionals, providing educational programs and a forum for the interchange of ideas and information
concerning patent, trademark, and
copyright laws. Through a volunteer
Board of Governors and committees, it organizes and hosts educational seminars, social events, and
conventions, and comments on
rules and legislation impacting the
profession. Visit the BPLA at
www.bpla.org.
Membership in the BPLA is available to attorneys and other professionals practicing intellectual property law with in the Federal First
Judicial Circuit (Maine, New Hampshire, Vermont, Massachusetts,
Rhode Island, and Connecticut).
Applications for membership can
be obtained from our web site at
www.bpla.org. Full membership
for 2001 (available only for attorneys practicing within the First Circuit) costs $55.00 Associate membership (available to non-attorney
intellectual property professionals)
costs $45.00. Mailing list-only affiliation costs $25.00
The BPLA Newsletter is published four
times a year by the Boston Patent Law Association. Articles appearing in the newsletter represent the views of the authors and
do not necessarily carry the endorsement of
the BPLA.

Editor: Peter Corless
Graphics: Kristen Weller
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Interested in joining a committee?
Please contact the committee chair if you are interested in joining or switching a committee.
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Kathleen Carr, Andrea Jacobs,Helen
Lee, Andrew O’Connor, and John
Welch
Letters to the editors and articles are
encouraged. Mail all correspondence to:
BPLA Newsletter
c/o Peter Corless
Edwards & Angell, LLP
101 Federal Street, Boston, MA 02110 or
via e-mail at pcorless@ealaw.com
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