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President’s Message
We are extremely pleased
to have had a group of five
senior officials of USPTO
Technology Center 1600
present an all-day seminar
on February 25 on selected
prosecution issues relating
to biotechnology cases.
Attendance was nearly one
Peter F. Corless hundred and thirty. Among
the numerous topics
presented, a Technology Center (TC) 1600
Practice Specialist discussed current USPTO
positions on double patenting.
The
commentary on examiners’ treatment of cited
copending applications was of particular note.
As provided under 37 CFR § 1.56 and MPEP
§ 2001.06(b), known material copending applications are information that should be cited
to the USPTO in accordance with an
applicant’s duty of disclosure. MPEP §
2001.06(b) states: “if a particular inventor has
different applications pending in which similar subject matter but patentably indistinct
claims are present that fact must be disclosed
to the examiner of each of the involved applications.”
This would appear to be straightforward: a
copending application simply can be cited in
published or unpublished form in an
Information Disclosure Statement.

The TC 1600 Practice Specialist however
indicated the task can be more complex because
many examiners may not monitor previously
cited copending applications as the application
under consideration proceeds through
prosecution.
This is important as copending applications,
specifically the claims thereof, are dynamic as
amendments are made during prosecution.
Thus, an examiner’s initial finding that
copending claims are in fact patentability
distinct and not a basis for a double patenting
rejection may not be maintained upon
amendment of the copending claims, i.e. the
examiner may consider that an amendment
renders copending claims patentably indistinct
from the claims at issue thereby warranting a
double patenting rejection.

The Federal Circuit recently voiced a related
message in Dayco Products v. Total Containment,
Inc., 329 F.3d 1358, 58 U.S.P.Q.2d 1869 (Fed.
Cir. 2003) and indicated for the first time that
Rule 56 disclosure obligations can include a
requirement to notify an examiner of a known
rejection of a substantially similar claim in a
copending U.S. application.
Thus, by the Federal Circuit’s prodding, the
Information Disclosure Statement “updates”
proposed by the TC 1600 Practice Specialist
may also include notification of relevant rejections made in copending applications. An
“update” procedure also was recently mentioned by White et al. in “Expanding the Duty
of Disclosure: Dayco v. TCI,” Intellectual Property Today, 36-37 (March 2004).

An alternative approach I consider to be much
Thus, since the examiners cannot be relied upon
more feasible would be for the USPTO to take
to review such amendments, the Practice
responsibility for the prosecution dynamics of
Specialist proposed that throughout
copending applications after an applicant’s
NSIDE
HIS proper
SSUE
prosecution practitioners may
wish to provide
citation of a copending case. This does
an examiner updates of claim amendments that
not appear to be such an onerous task for the
have been made in previously cited copending
USPTO, particularly in view of the move to
applications. The Practice Specialist did
electronic file wrappers. Thus, for example,
provide some relief and stated that such claim
together with conducting an interference search
updates of previously cited copending
just before issuing a Notice of Allowance, an
applications do not require submission of a
examiner could peruse file wrappers of
Supplemental Information Disclosure
copending applications of record to confirm
Statement or the $180 fee under 37 CFR §
1.97(c).
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LIFETIME ACHIEVEMENT AWARD- ROBERT RINES
Today, we would also like to recognize one of
our own for a lifetime dedicated to the advancement and development of the Intellectual Property Laws.

“American Inventors Protection Act of 1999.”
He has also served on the Technical Advisory
Board of the US Department Of Commerce
and has also helped establish the patent sys-

Robert Rines has achieved success in many
different areas throughout his life — as an
accomplished patent attorney, professor of
law, inventor, and musical composer.
Rines earned a degree in physics from MIT,
where he made his first contributions to highresolution image-scanning radar. After serving
as a Signal Corps radar officer in World War II,
he received a law degree from Georgetown
University while serving as a patent examiner
in the United States Patent Office.
Rines has over 80 patents on inventions that
are now basic to boat and air navigation,
medical instrumentation, and to high-definition sonar scanning used in submarine detection - as well as the successful location of
the Titanic and the Bismarc.
As a practicing attorney, Rines has always been
an advocate and a national spokesman for independent inventors. He has been instrumental by educating members of Congress - as he
did four years ago prior to the passage of the

Thirty years ago Rines founded the Franklin
Pierce Law Center in Concord, New Hampshire, in part, to change the way the legal system and the courts perceived inventions and
patents. The law school was to
specialize in patents, trademarks and copyrights. And
Franklin Pierce has now been
ranked for the last 12 years
among the top five intellectual
property programs in the country by U.S. News & World Report. It now has more than
3,300 alumni who are practicing in every state and in 89
countries.

And, as if all that were not
enough, Rines has written music for more than 10 BroadRobert Rines Receiving Lifetime Achievement Award
way and off-Broadway shows,
from Peter Lando
and has also produced a ballet,
which debuted in May 1999 at
tems in China and Taiwan. He is founder and
the Lincoln Center.
president of the Academy of Applied Science,
which conducts the National Junior Science
In 1994 Rines was honored with induction
and Humanities Symposia Program to encourinto the US National Inventors Hall of Fame,
age and reward high school scientific research,
and the U.S. Army Signal Corps Wall of Fame.
as well as the New Hampshire Young InvenPlease join me in recognizing Robert Rines as a
tors Program.
BPLA Lifetime Achievement Award honoree.

President’s Message Continued from
Page 1
that recent amendments do not render those
copending claims patentably indistinct to
warrant a provisional double patenting
rejection, or that any rejections made in the
reviewed copending applications should not
also be made in the application under
consideration.
Placing such responsibility on the USPTO
would provide several significant advantages
over an applicant “update” approach. For instance, subsequent litigation scrutiny of an
applicant’s efforts to keep an examiner abreast
of the prosecution dynamics of copending cases
would be avoided. The file wrapper of the
application under consideration also would not
be littered with the prosecution of other cases.
The BPLA may wish to pursue adoption of
this alternative approach with Patent Office
officials.
On a much more festive note, I am delighted
to relate that the Keynote Speaker for our An-

nual Judges’ Dinner is New England Patriots
Head Coach Bill Belichick. As detailed in the
“Save the Date” card that you should have
now received, the Judges’ Dinner will be on
Thursday, May 20 at the John Joseph Moakley
Federal Courthouse. The Dinner also will feature a Silent Auction to benefit the Jimmy Fund
and the Volunteer Lawyers for the Arts. A
formal invitation for the event will be mailed
to all members in April.
I am also greatly looking forward to the BPLA’s
Summer Outing to the Red Sox/Rangers game
at Fenway Park on Sunday, July 11. Notice
will be provided to members in April for opportunities to purchase tickets.
Other coming events also promise to be quite
good. On April 20, the Patent Law Committee will host a seminar on Markman hearings
with the Honorable William F. Young, Chief
Judge of the U.S. District Court for the District of Massachusetts, as the featured speaker,
along with a panel of noteworthy practitio-

2

ners. That seminar will commence at 4:00 pm
at the Boston Harbor Hotel Wharf Room with
a cocktail reception to follow. On June 18, a
seminar will be held on practice before the
Court of Appeals for the Federal Circuit with
a featured speaker of Mr. Jan Horbaly, Chief
Executive Officer and Chief Clerk of the Federal Circuit.
I hope to see you at many of these events.
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U.S. COMMISSIONER FOR PATENTS - GUEST SPEAKER AT BPLA LUNCHEON
By Walter Dawson and Faith Driscoll, Co-Chairs, Corporate Practice Committee
the PTO would be more user friendly and
The Corporate Practice Committee spontalked about the advantages, the main adshould help increased use. As mentioned earsored a luncheon at Anthony’s Pier 4 on
vantage being the ability to upgrade to new
Boston’s waterfront on January 21, 2004
technology since the new building could be
lier, documents such as office actions and
other correspondence are being scanned into
with Commissioner for Patents, Nicholas P.
wired as desired for networking, etc. The
Godici as the guest speaker. Commissioner
Examiners were apprehensive but after setthe system. Up until now, these documents
or the status of an application was accessible
Godici was appointed by the Secretary of
tling in they were pleased with the new survia customer number through PAIR. Now,
Commerce four years ago and he has over 20
roundings especially since many would have
years of management and leadership experitheir own offices.
as soon as an application is published, all
documents will be accessible by the public.
ence at the USPTO.
The reference sheet that cites prior art will
In the context of the move, the Commiscontain links to the cited US patents. This
The Board of Governors talked with the afsioner pointed out that they would have to
will be expanded to add links to foreign patfable Commissioner prior to lunch along
speed up the time table for conversion to
with many of the BPLA members attending
new technology-electronic files. He deents and other documents.
scribed the current way of obtaining files
the luncheon. During the luncheon CoThe Commissioner briefly discussed the dichair Dawson introduced the BPLA Officers
with carts which had to be moved from
place to place-leading to misplaced or lost
version of PTO user funds. It is a contest
and Board of Governors and many Past
between the accounting/administrators and
files in some cases. The quicker conversion
Presidents of the BPLA who were attending
the planners-Dept of Commerce. The adthe luncheon including the Co-Chairs Faith
was accomplished through the use of EPO
software which was modified to fit USPTO
ministrators view is that all monies obtained
Driscoll and Walter Dawson and the immeby taxes go into the general fund and are allorequirements. All new applications/docudiate Past-President Peter Lando. Following
cated as required. The Bush administration
a great lunch with panoramic views of Bosments are now being scanned into the PTO
system creating electronic files. Some appliand Dept of Commerce support the PTO poton Harbor, Co-chair Dawson introduced
sition that there should be no diversion of
cation files will still be paper while some
Commissioner Godici who thanked Walter
user funds. Attempts are being made to
for inviting him to speak at the BPLA lunpartially paper/electronic as a function of
work out a compromise and resolve this ischeon.
when the application was filed.
sue-may be a one-time charge or fee could be
established.
Commissioner Godici talked about elecThe Commissioner began his talk by discusstronic filing and its limited use. He indiing the PTO move from Crystal Plaza in
Continued on Page 7
cated that the next release of software by
Washington, D.C. to Alexandria, VA. He

ANNUAL MEETING FEATURES IPO EXECUTIVE DIRECTOR HERBERT
WAMSLEY AS KEYNOTE SPEAKER
By Leslie Meyer-Leon
nors

The 79th annual meeting of the Boston
Patent Law Association was held at the
Seaport Hotel, Boston, MA, on December 3, 2003. The meeting celebrated a
successful 2003 season with a reception
and luncheon attended by over 200
members of the intellectual property legal community. The meeting was honored by the presence of Mr. Robert
Rines, recipient of the BPLA’s first annual Lifetime Achievement Award, and
by the presence of keynote speaker
Herbert C. Wamsley.
President’s Report. President Lando
reported that 2003 had been a very successful year for the BPLA, due at least
in part to fifteen BPLA-sponsored
events, the annual Judge’s dinner featuring guest speaker Benjamin Zander

of the Boston Philharmonic Orchestra, and the newly-formed Pro Bono
Committee.

BPLA Annual Meeting, December 2003
From Left to Right: Past BPLA President - Gary Williams, BPLA Officer - Leslie Meyer-Leon, Past
BPLA President - David Conlin and Keynote Speaker - Herbert Wamsley

Report of the Nominating Committee. William Gosz, as chair of the
Nominating Committee, led the motion to approve the Nominating
Committee’s recommendation of the
following individuals to serve as Officers and Members of the Board of
Governors for FY 2004, which motion was approved by all assembled:
President, Peter F. Corless; PresidentElect, Doreen M. Hogle; Vice President, Ingrid A. Beattie; Treasurer, Lee
Carl Bromberg; Secretary, Leslie MeyerLeon; Board of Governors, Peter C.

Continued on Page 5
3
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EXPERTS OFFER THEIR OPINIONS ON OPINIONS
Matthew B. Lowrie
On November 17, the Patent Litigation committee presented in Cambridge a seminar entitled “Patent Opinions: Drafting, Attacking and Defending.” The seminar was well
attended (about 125 paying attendees), many
of whom stayed for the cocktail reception immediately following the presentations. The
committee also received dozens of requests for
slides, from people who were unable to attend.
The seminar began with Dr. Leslie Levine of
Perkin Elmer Life and Analytical Sciences presenting an in-house counsel’s perspective on
patent opinions. In addition to outlining the
need for opinions under existing law and their
effect, Dr. Levine discussed the status of the
pending appeal in the Knorr-Bremse Systeme v.
Dana Corp case.
In Knorr, the Federal Circuit decided to revisit en
banc the following issues:
• When the attorney-client privilege and/or
work product privilege is invoked by a defendant in an infringement suit, is it appropriate for the trier of fact to draw an
adverse inference with respect to willful
infringement?
• When the defendant has not obtained legal
advice, is it appropriate to draw an adverse inference with respect to willful infringement?

In advance of the seminar, Dr. Levine reviewed
the twenty-five or so amicus briefs, and summarized them as follows: NO! (except for one).
Dr. Levine concurred and also discussed the
remaining general issue:

•

Should the existence of a substantial defense to infringement be sufficient to defeat liability for willful infringement even
if no legal advice has been secured? (After the seminar, the Federal Circuit scheduled oral argument for February 5, 2004.)

Ron Cahill, of Nutter, McLennen & Fish, then
spoke about the drafting of opinions. Ron
reviewed the requirements for a competent
opinion and what should, and should not, be
in one. He also reviewed the impact of the
Festo decision and the circumstances where it
would be, and would not be, important to
update an opinion in response to a change in
the client’s product or a change in the law.
Matt Lowrie, of Lowrie, Lando & Anastasi,
then endeavored to scare the wits out of patent
practitioners, by outlining some of the techniques used in litigation to attack an opinion.
He discussed, for example, techniques for attacking the qualifications of an attorney, the
competence of an opinion and the best ways
to drive a wedge between an attorney render-

ing an opinion and the client who received it
and then how to exploit the results. He concluded by noting that, in the right circumstances, an attorney who offered a
noninfringement or invalidity opinion can turn
out to be one of the patent-holder’s star witnesses.
Frank Porcelli, of Fish & Richardson, then
sought to restore calm by discussing the best
ways to defend an attorney opinion in litigation. In addition to a review of the difficult
issues pertaining to scope of waiver when an
attorney opinion is produced, and the pluses
and minuses of moving to bifurcate trial of
willfulness and liability, Mr. Porcelli reviewed
some of the things he looks (or hopes) for in
an opinion he needs to defend, including an
adequate separation of the rendering of the
opinion and the running of a litigation.
Requests for copies of the slides may be made
most conveniently to the author of this report, at mlowrie@LL-A.com.

HERBERT C. WAMSLEY - EXECUTIVE DIRECTOR
INTELLECTUAL
PROPERTY OWNERS
ASSOCIATION

Herbert C. Wamsley
Herbert C. Wamsley has been Executive Director of Intellectual Property Owners Association (IPO) in Washington, DC since 1983. IPO
is a trade association that serves about 100 large
companies and several small businesses, and individuals who own patents, trademarks, copyrights, and trade secrets. The association also
has more than 130 law firm affiliate members.
Mr. Wamsley is the IPO chief executive and a
registered lobbyist with the U.S. Congress. He

also is the editor of the IPO Daily News, which
summarizes every precedential patent and
trademark opinion of the U.S. Court of Appeals for the Federal Circuit.
Before he came to IPO, he was employed at
the U.S. Patent and Trademark Office in several positions, including Director of the Trademark Examining Operation and Executive Assistant to the Commissioner of Patents and
Trademarks. He is a member of the District of
Columbia and Virginia bars. He received a J.D.
degree from Georgetown University, where he
was an editor of the law review, and an LL.M.
degree from George Washington University.
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He serves on the Industry Functional Advisory Committee on Intellectual Property, which
advises the U.S. Trade Representative and the
U.S. Department of Commerce on trade-related IP issues. He is a member of the advisory board of BNA’s Patent, Trademark and Copyright Journal.
Mr. Wamsley has received writing awards
from John Marshall Law School and the Patent
and Trademark Office Society. In 2002 he
was the recipient of the Patent and Trademark Office Society’s Federico Award, given
for service to the patent and trademark systems.
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Annual Meeting Continued from
Page 3

from Georgetown University while serving as
cord, New Hampshire, in 1973 and held the
a patent examiner in the United States Patent
position of President until 1992 when he beOffice. Holding over 80 patents, Mr. Rines’
came Chairman of the Executive Board and
Lando (Past President), Mark B. Solomon, Lisa
inventions were also basic to solid state Loran
Overseers. A professor at the Law Center and
J. Michaud, and J. Grant Houston.
boat and air
at MIT with
navigation
classes on inand to highventions, patRemarks of New President Corless. Presidefinition
ents, and innodent Corless presented outgoing President Pesonar scanvation at MIT,
ter C. Lando with a handsome Chelsea clock
ning used in
he was earlier
and a BPLA patriot’s plate, and commended
submarine
the Gordon
Mr. Lando for his fine leadership and vision
detection,
McKay Lecduring his tenure as president of the BPLA.
and the sucturer
on
President Corless then welcomed the new ofcessful locaPatent Law at
ficers of the BPLA, and introduced Christine
tion of the
Harvard.
O’Day and Kathleen Carr of Edwards &
Titanic and
Angell, who will serve as co-chairs of the Acthe Bismarc.
tivities Committee. President Corless anIn addition to
They are
nounced that the BPLA would be forming a
such an imused in new
new committee, the Amicus Committee. The
pressive
The BPLA Board of Governors with honored guests.
medical inAmicus Committee will be responsible for subrecord, Mr.
From left to right: Mark Solomon, Ingrid Beattie, Neil Ferraro, Doreen Hogle, Bill Gosz, Robert
strumentamitting amicus briefs to the Court of Appeals
Rines, Herbert Wamsley, Leslie Meyer-Leon, Peter Lando, Peter Corless
Rines
has
Lee Bromberg and Lisa Michaud
tion that alfor the Federal Circuit on behalf of the BPLA.
served on the
lows
for
Technical Advinoninvasive
ultrasound imaging of internal orsory Board of the US Department Of ComLifetime Achievement Award. President
gans. Mr. Rines has also adapted the same
merce and has also helped establish an invenLando presented the BPLA’s first annual Lifetechnology to perform scientific sonar searches
tion-encouraging patent System in mainland
time Achievement Award and BPLA patriots
for the Loch Ness “Monster” in Scotland from
China, and earlier in Taiwan, where he complate to Robert H. Rines, Esq., founder of
which he has attained images that appear to
pleted a Ph.D. thesis at Chiao Tung University
Franklin Pierce Law School, for the many conshow a large flipper and body, some of the
in 1972. Mr. Rines is founder and president
tributions he has made during his forty year
most noteworthy photographs ever taken of
of the Academy of Applied Science, a noncareer in the field of intellectual property law.
the monster. “The Beast of Loch Ness,” a
profit organization that conducts the National
Born in Boston in 1922, Robert H. Rines has
documentary of his Loch Ness expeditions was
Junior Science and Humanities Symposia Proachieved success in many different areas
produced by NOVA in 1997. His patents are
gram sponsored by the US Army, Navy and Air
throughout his life. He is an accomplished
credited by the U.S. Army Signal Corps as the
Force to encourage and reward high school
international patent attorney, professor of law,
basis for nearly all
scientific research, as well as the New Hampprolific
the high-definishire Young Inventors Program for primary
inventor,
tion image-scanschools.
and musining radar used to
cal comprovide
early
poser.
As an artistic genius, Mr. Rines has written
warning,
weapons
Mr. Rines
music for more than 10 Broadway and offfire control and
earned a
Broadway shows, including collaborating in the
some artillery and
B.S.
in
Emmy-winning television and then later
missile detection
physics
Broadway production Hizzoner - the Mayor.
radars
used
during
from the
He has also produced a ballet, Life at MIT,
the Persian Gulf
Massachuwhich was based on a musical suite he created
War.
setts Instiat the tender age of 18. A workshop perfortute
of
mance of the ballet debuted in May 1999 at
As a practicing
Te c h n o l the Lincoln Center for the Performing Arts in
attorney, Mr. Rines
o g y
New York City.
represents scores
where
Past BPLA Presidents with honored guest Herbert Wamsley
of inventors to sehe deFrom left to right: Faith Driscoll, Steve Henry, David Conlin, George Neuner, Tom Engellenger, Frank
In 1994, Mr. Rines was honored with induccure legal protecveloped
Procelli, Bill Gosz, Jesse Erlich, Herbert Wamsley, Susan Glovsky, Walter Dawson, Greg Williams,
tion into the US National Inventors Hall of
John DuPré, Jerry Cohen, David Thibodeau, Peter Lando and Tim French
tion for their innohis first
Fame in recognition of his high-resolution imvations and he has
contriage-scanning radar and sonar inventions, and
commercialized technology through business
butions to the technology of high-resolution
later that year he was inducted into the U.S.
formation and licensing in the US and throughimage-scanning radar. After serving as a SigArmy Signal Corps Wall of Fame. In 1995,
out
the
world.
He
has
entrepreneured
startnal Corps radar officer in World War II in both
the Robert H. Rines Building was dedicated at
up businesses, including several based on his
the European and Pacific theaters, during the
the Franklin Pierce Law Center, and in 1997,
own inventions. He is also a national spokestime when his microwave high-resolution raM.I.T. dedicated a distance-learning center in
man
for
independent
inventors.
Mr.
Rines
dar inventions were secretly being developed,
his name.
Continued on Page 7
founded the Franklin Pierce Law Center, ConMr. Rines went on to receive a law degree
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FINAL FDA RULES
By Kathryn A. Piffat, Ph.D.
On February 3, 2004, the BPLA held a breakfast seminar entitled “Final Rule, Patent Submission & Listing and 30-Month Stays” at the
Boston Harbor Hotel. Jarilyn Dupont, Senior
Legislative Counsel at the Office of Commissioner in the Office of Policy and Planning at
the U.S. Food & Drug Administration discussed selected provisions of the final rules
for the amendments to the Hatch-Waxman Act
(Title XI, Access to Affordable Pharmaceuticals, PL 108-173).
In particular, she addressed the changes with
respect to Paragraph IV certification and noted
that under the Final Rule, only one 30-month
delay is allowed for patent information submitted prior to the filing of the first generic
application. Additionally, the Rule requires
notification to the NDA holder and patent
owner of all paragraph IV certifications. Ms.
Dupont described the previous scenario in
which representatives of rival generic companies literally camped in the parking lot in order
to be the first to file. The Final Rule, however, eliminates this necessity by defining as
the “first applicant” anyone who files on that
day. As a result, there could be several “first
applicants.”
Ms. Dupont also addressed the issue of patent
declarations with respect to patent submission
and listing in the “Orange Book.” The declaration forms include a series of questions to be
completed concerning required categories of
patent information and must be filed with the

NDA application (Form 3542a), with any
amendments or supplements, and after NDA
approval (Form 3542). The patent information submitted on Form 3542 is the only information upon which the FDA relies for Orange
Book listing. She mentioned in passing that
the FDA had briefly considered requiring applicants to submit a claim-by-claim listing of
which claims apply to which drug, but decided
that such a system would prove too complicated. Instead, submission of claim-by-claim
information will be required only for patents
claiming approved methods of use. She reminded the audience that the patent declaration includes a specific verification statement
attesting to the accuracy of the information in
the declaration, which can result in penalties
for any false statements.
The Final Rule establishes procedures for the
FDA to notify the applicant in the event of an
incomplete declaration or when the information in the declaration indicates that the patent
is not eligible for listing. The Rule also provides for a specific time frame for correction
and submission of a complete declaration.
Ms. Dupont emphasized that the FDA plays
only a ministerial role in the patent submission
and listing process and does not assess or evaluate the contents of the patent, but relies on
the contents of the patent declaration instead.
If the U.S. Patent & Trademark Office has
issued a patent, then the FDA views that patent
as a valid patent. It is the role of the judiciary,

not the FDA, to determine the validity or invalidity of a given patent.
Drug product patents claiming active ingredients and certain “polymorph” patents may be
submitted for listing. Polymorph patents are
submitted only if the applicant/holder attests
that test data exist at the time of submission
to show that a drug product containing the
polymorph will perform in the same way as
the drug product described in the NDA. If no
such data is available, then the polymorph
patent must not be submitted. Formulation
or composition patents claiming the drug product and product-by-process patents may also
be submitted, although submissions with the
latter must also state whether the product
claimed in the patent is novel. Patents claiming methods of use of a drug product may be
submitted for listing, but the submission requires claim-by-claim identification and identification of the use with reference to drug
labeling. Moreover, the NDA holder must provide a 240-character “use code” for publication in the Orange Book. Ms. Dupont noted
that the approved use is not generally identical
to claim breadth. In contrast, submissions of
patents claiming packaging, metabolites or intermediates, and process patents are all specifically prohibited.
Finally, in response to a question from the audience, Ms. Dupont replied that while a showing of bioequivalence does not require clinical
testing, in vitro testing alone is insufficient.
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Luncheon Continued from
Page 3
During the luncheon Commissioner Godici was
surprised by a visit from his former boss and
former USPTO Director, Q. Todd Dickinson,
who dropped in to say hello to Commissioner
Godici and the BPLA members. Former Director Dickinson is now with the Washington
Firm of Howrey Simon Arnold & White, and
he was in Boston for a deposition.
The Commissioner briefly discussed the published notice on Recertification of Practitioners and the three options. He said that it
will probably be resolved through a CLE requirement which most states already have.
Commissioner Godici was very frank and admitted that the application backlog and pendency is still on the rise. The average pendency is 2.6 years while in certain groups-electronics pendencies are longer. Currently, the
PTO has no new budget approval so it is working off of last years funding amounts. While
last year a number of examiners were hired,
the attrition cancelled out the additions. The
Commissioner discussed the implementation
of new procedures in the form of increased
review of applications, peer review of SPE
cases, examination of examiners via agent
exam.
Following the Commissioner’s talk, Co-chair
Walter Dawson presented Commissioner
Godici with an engraved “Desk Book” instead
of the traditional “Patriot’s Plate” which
Walter noted and the Commissioner verified
was already hanging on his office wall at the
USPTO from previous visits to the BPLA.

Annual Meeting Continued from
Page 5
Keynote Speech. Mr. Wamsley has served
as Executive Director of the Intellectual
Property Owners Association (IPO) since
1983, and is a registered lobbyist with the
U.S. Congress. He is a member of the advisory board of BNA’s Patent, Trademark and
Copyright Journal, and is also the editor of the
IPO Daily News, which summarizes every
precedential patent and trademark opinion
of the U.S. Court of Appeals for the Federal
Circuit. Mr. Wamsley opened his address
with an explanation of the role served by
IPO. IPO is a trade association that serves
about 100 large companies and several small
businesses, and individuals who own patents, trademarks, copyrights, and trade secrets. The association also has more than
130 law firm affiliate members. IPO has
taken an active role in working with the
USPTO to meet the objectives of its 21st
Century Strategic Plan. Mr. Wamsley presented some current statistics on the still increasing length of time that a patent application remains pending before the PTO, and
commented on the challenges posed by the
limited financial resources made available to
the agency by Congress. IPO has made substantial efforts to address the issue by lobbying Congress for an end to the practice of
diverting PTO user fees away from the PTO.
IPO has supported the provisions of currently pending bills H.R. 1561 and S. 1760,
which would couple increased PTO user fees
with measures that would prevent diversion
of USPTO user fees to other government
programs.

UPCOMING EVENTS
Tuesday, April 20, 2004
4:00-6:00 pm
Markman Hearings Primer

ARTICLE SUBMISSION
If you would like to write an article for an
upcoming issue of the Boston Patent Law
Association’s Newsletter please contact:
Ingrid A. Beattie at Mintz, Levin, Cohn,
Glovsky & Popeo, PC, One Financial Center, Boston, MA 02110
ph (617) 542-6000; fax (617) 542-2241
ibeattie@mintz.com.

Thursday, May 20, 2004
BPLA Annual Judges Dinner & Charity Auction
Friday, June 18, 2004
Practice Before the Court of Appeals for the
Federal Circuit
Sunday, July 11th, 2004
2:00 pm BPLA Summer Outing
Red Sox v Rangers at Fenway
For more information on these events please
visit the Boston Patent Law Association’s
Web site at www.bpla.org.
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POSITIONS AVAIALBLE
IANDIORIO AND TESKA, a Waltham
based IP law firm with seven patent attorneys
is looking for a patent attorney or paralegal to
assume the following duties: billing, accounts
receivable, docketing, foreign filings, quality
assurance, newsletter mailings, client
relations, and office and personnel
management. Knowledge of or willing to
learn Timeslips and docketing systems a must.
Although this is a management position, a fair
amount of data entry is required. Personnel
management and interpersonal skills critical.
Salary commensurate with experience. Must
have an excellent familiarity with computer
systems and programs of all kinds.
Please send resumes in confidence to:
Kirk Teska
kirk@iandiorio.com
Iandiorio & Teska
260 Bear Hill Road
Waltham, MA 02451-1018
Phone: (781) 890-5678
Fax: (781) 890-1150
www.iandiorio.com
NEW HAMPSHIRE PATENT
ATTORNEY
GROSSMAN, TUCKER, PERREAULT &
PFLEGER, PLLC.
With offices in Manchester, New Hampshire
seeks a patent attorney associate to join our
growing practice. The candidate must have a
degree in Electrical, Electronic or Computer
Engineering and at least two years of patent
prosecution experience, in addition to strong
written and oral advocacy skills. Our firm
offers a top-notch client base, an excellent
compensation package and a relaxed,
professional atmosphere.
Please send resumes in confidence to:
Edmund Paul Pfleger
GTPP, PLLC
55 S. Commercial Street
Manchester, NH 03101
Fax: 603-668-2970
If you have a position to post, please send details of the postion to Ingrid A. Beattie at
Mintz, Levin, Cohn, Glovsky & Popeo, PC,
One Financial Center, Boston, MA 02110
ph (617) 542-6000; fax (617) 542-2241
ibeattie@mintz.com.
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BPLA COMMITTEES
ACTIVITIES AND PUBLIC RELATIONS
activities@bpla.org
Christine C. O’Day (617) 517-5558
Kathleen B. Carr (617) 951-3326

INTERNATIONAL AND FOREIGN PRACTICE
international@bpla.org
Deirdre E. Sanders (978) 341-0036
John Anastasi (617) 395-7000

AIPLA MOOT COURT
mootcourt@bpla.org
Matthew Loftus (617) 542-5070
Timothy Johnston (617) 542-5070

LICENSING
licensing@bpla.org
William G. Gosz (617) 951-7000
Peter C. Lando (617) 395-7000

ANTITRUST LAW
antitrust@bpla.org
Robert Spadafora (781) 398-2548
Ernie Linek (617) 720-9600

LITIGATION
litigation@bpla.org
Ronald E. Cahill (617) 439-2782
Matthew Lowrie (617) 395-7000

BIOTECHNOLOGY
biotechnology@bpla.org
Doreen M. Hogle (978) 341-0036
Leslie Levine (617) 650-5849

PATENT LAW
patents@bpla.org
Kathleen B. Carr (617) 951-3326
John Prince (617) 535-4000

CHEMICAL PRACTICE
chemical@bpla.org
Jeffrey Hsi (617) 439-4444
Lisa Dixon (617) 444-6396

PATENT OFFICE PRACTICE
patentpractice@bpla.org
Grant Houston (781) 863-9991
David Conlin (617) 439-4444

COMPUTER LAW
computer@bpla.org
Edward W. Porter (617) 494-1722
John Stickevers (617) 443-9292

PRO BONO
probono@bpla.org
Lisa J. Michaud (617) 439-2550
Lisa Winsor (617) 395-7000

COPYRIGHT LAW
copyright@bpla.org
Charles Gagnebin (617) 542-2290

TRADE SECRETS
tradesecrets@bpla.org
Stephen Y. Chow (617) 854-4000

CORPORATE PRACTICE
corporate@bpla.org
Walter F. Dawson (978) 452-1971
Faith Driscoll (781) 326-6645
James Cullem (978) 867-2311

TRADEMARKS & UNFAIR COMPETITION
trademarks@bpla.org
Cindy Johnson (617) 573-7840
Andrea Jacobs (617) 439-4444

ETHICS AND GRIEVANCES
ethics@bpla.org
Timothy French (617) 542-5070

YOUNG LAWYERS & LAW STUDENTS
younglawyers@bpla.org
Hathaway Russell (617) 227-7400
Kevin Cronin (617) 439-2194

The Boston Patent Law
Association (BPLA) is an association of
intellectual property professionals, providing educational programs and a forum for the interchange of ideas and information concerning patent, trademark,
and copyright laws. Through a volunteer
Board of Governors and committees, it
organizes and hosts educational seminars, social events, and conventions,
and comments on rules and legislation
impacting the profession. Visit the
BPLA at www.bpla.org.
Membership in the BPLA is available
to attorneys and other professionals
practicing intellectual property law within
the Federal First Judicial Circuit (Maine,
New Hampshire, Vermont, Massachusetts, Rhode Island, and Connecticut).
Applications for membership can be
obtained from our web site at
www.bpla.org. Full membership for
2004 (available only for attorneys practicy
ing Bwithin
the First Circuit) costs $55.00
Associate membership (available to nonattorney intellectual property professionals) costs $45.00. Mailing list-only affiliation costs $25.00
The BPLA Newsletter is published four
times a year by the Boston Patent Law Association. Articles appearing in the newsletter
represent the views of the authors and do
not necessarily carry the endorsement of the
BPLA.
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