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DEPUTY COMMISSIONER JOSEPH ROLLA KEYNOTE ADDRESS
SPARKS 81ST ANNUAL MEETING
The 81st annual meeting of the Boston
Patent Law Association was held on
December 7, 2005 at the World Trade
Center. A large turnout from the
intellectual property community attended
the meeting, including C. Yardley
Chittick, one of the oldest patent
attorneys in the United States. Several
BPLA Past Presidents were also present,
including Walter Dawson, Faith Driscoll,
John DuPré, Jesse Ehrlich, Thomas
Engellenner, Timothy French, Susan
Glovsky, William Gosz, Steven Henry,
Peter Lando, George Neuner, David
Thibodeau, and Gregory Williams.

President, Ingrid A. Beattie; PresidentElect, Lee Carl Bromberg; Vice President,
Leslie Meyer-Leon; Treasurer, Mark
Solomon; Secretary, Lisa Adams; Board
Members, Doreen Hogle (Past President),
J. Grant Houston, Neil P. Ferraro, and
Stephana E. Patton.
New President Ingrid Beattie thanked
Past-president Doreen Hogle for her year
of excellent service to the organization,
and presented her with a beautiful
Waterford crystal vase, flowers, and an
invaluable BPLA Minuteman pewter plate.
Dr. Beattie introduced Gregory
Sieczkiewicz as the new Activities Chair
for 2006, and she recognized the 2005
Boston Patent Law Association
committee chairs for their service.

Deputy Commissioner Joseph Rolla

establishment of patent policy for the
Ms. Hogle addressed the membership,
various patent organizations under the
introducing the head table, Past
Commissioner for Patents, including
Presidents, C. Yardley Chittick, and
changes in patent practice, revision of
recognizing new members in attendance.
The guest speaker at the annual meeting rules of practice and procedures, and
A moment of silence in honor of
oversight of the operations of the Office
was Joseph J. Rolla, the Deputy
deceased members included a
of Patent Legal Administration, Patent
Commissioner for Patent Examination
remembrance of James Cockfield of
Cooperation Treaty Legal Administration,
Policy at the United States Patent and
Lahive & Cockfield, who passed away in
and the Office of Petitions.
Trademark Office (USPTO). Mr. Joseph
March, and John Bianco of Ropes and
J. Rolla was appointed the Deputy
Mr. Rolla discussed the goals of the
Gray, who passed away in November.
Commissioner for Patent Examination
USPTO to improve examination quality
Ms. Hogle, in presenting the President’s
Policy effective January 21, 2005. In this and efficiency. He explained that
Report, summarized the events held in
capacity, he participates in the
currently there are 600,000 unexamined
2005, and thanked the
patent applications, and that
Committee Chairs for their
55-60% of those
hard work, as well as the
applications are in the
Activities Chair, Joe Maraia.
biotech, data processing,
Ms. Hogle announced that
and telecommunications
the BPLA membership
fields Mr. Rolla noted that
welcomed 101 new members
the USPTO hired 978
during 2005. Ms. Hogle also
examiners this past year,
announced the addition of
and they are scheduled to
two new committees, the
hire 1000/year for the next 6
Website Committee and the
years. Mr. Rolla discussed
Contested Matters
three main areas where
Committee. She discussed
changes are contemplated:
the Amendment to the BPLA
continuation practice, claims
Bylaws relating to the tenure
practice, and information
of committee Chairs. Ms.
disclosure statement
Hogle then presented the
practice. Mr. Rolla discussed
nominated officers and
in detail the current
members of the Board of
procedures and the changes
Governors for the FY 2005Board of Directors, Back Row: Mark Solomon, Grant Houston, Neil contemplated in each of these
2006, who were approved by Ferraro, Lee Bromberg. Front Row: Lisa Adams, Doreen Hogle, Ingrid areas.—Lisa Adams
the assembled members:
Beattie, Leslie Meyer-Leon, Stephana E. Patton
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Top left: newly elected President Ingrid Beattie, President-Elect Lee
Bromberg, and Vice-President Leslie Meyer-Leon
Below: J. Scott Southworth, Faith Driscoll, and John Lee

Mid-left: outgoing President Doreen Hogle calling the Annual Meeting
to order.
Bottom left: Greg Cohen, Ernie Linuk, Jules Jay Morris, and Robert
Asher at the Annual Meeting.

UPCOMING EVENTS
Thursday, March 16, 3:00-6:00 pm
BPLA Computer Law Committee Seminar: Patent
Valuation and Realization of that Value
Friday, March 24, 9:00-4:00 pm (seminar)
BPLA-Sponsored Reception 4:00-5:00 pm
Suffolk University Seminar, “Stem Cells: 2006 Science,
Law & Business”
Friday, April 7, 12:00-3:00 pm
Patent Practice Committee Seminar, “Appeals and
Petition Practice”
Friday, April 21, 3:00-5:00 pm
Young Lawyers & Law Students Committee Seminar:
Claims Drafting and Claims Construction
May 4 or 5
Annual Judges Dinner
Friday, August 11, 2006
BPLA Summer Outing: Boston Red Sox
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BPLA FILES AMICUS BRIEF IN SUPREME COURT CASE ON PATENTABLE SUBJECT MATTER
By Doreen Hogle, Hamilton Brook Smith & Reynolds

On Tuesday March 21, 2006, the Supreme Court will hear arguments in the
Laboratory Corp. of America v. Metabolite Laboratories case (U.S. Docket No.
04-607) on the issue of whether the
scope of patentable subject matter under
35. U.S.C. § 101 should be limited. The
Boston Patent Law Association Amicus
Committee filed an Amicus Brief (written
by Doreen Hogle and Mark Solomon) in
the case because of concerns regarding
how the analysis of patentable subject
matter will affect inventors' ability to
protect their intellectual property.

deficiency. The case has generated
widespread interest, resulting in 19
amicus briefs being filed from such diverse groups as IBM, the American Medical Association, American Express, the
AARP, Affymetrix and the AIPLA.

LabCorp has taken the position that the
infringed claim covers a scientific principal/law of nature and therefore is an
invalid claim reciting non-statutory subject matter. Although the issue of patentable subject matter was not raised in
the district court, or CAFC decisions, the
Supreme Court has indicated that it is
The case is on appeal from a CAFC deci- very interested in arguments regarding
sion affirming LabCorp's indirect infringe- the patentability of "anything under the
ment of Metabolite's patented process for sun that is made by man" and the corredetermining cobalamin and folate (B
sponding exceptions to this broad scope
vitamins) deficiencies in a mammal by
of patentable subject matter: "laws of
assaying a body fluid for elevated levels
nature, natural phenomenon, and abof total homocysteine and correlating
stract ideas" as analyzed in Diamond v.
Diehr, 450 U.S. 175 (1981). The BPLA
that result with a cobalamin or folate

Brief argues that the scope of patentable
subject matter should not be further
limited.
First, the BPLA argues that the claim at
issue must be read "as a whole" rather
than dissected into parts and that, when
read as a whole, the claim does not encompass a law of nature. Second, the
BPLA argues that even if the claim did
cover a law of nature, the mere presence
of a law of nature, natural phenomenon
or an abstract idea does not automatically exclude a claim from the realm of
statutory subject matter if the claimed
process produces a useful, tangible and
concrete result. Finally, the BPLA argues
that upholding the validity of the claim
would not preempt the use of a scientific
principle by others. A copy of the BPLA
Amicus Brief can be found on the BPLA
website.

Weber Hsiao, Thomas Arria
& Kahill Mitchel

Michael Stanley & Reza
Mollaghababa

Beverly Hjorth, Thelma
Hawkins & Holliday Heine,

Photographs by
Chuck Norcutt Photography
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SPECIAL REQUEST FOR
COMMITTEES

BPLA Committees
ACTIVITIES & PUBLIC RELATIONS

INTERNATIONAL & FOREIGN PRACTICE

activities@bpla.org

international@bpla.org

Gregory Sieczkiewicz (617) 832-6067

Deirdre E. Sanders (978) 341-0036

AIPLA MOOT COURT
mootcourt@bpla.org

John N. Anastasi (617) 395-7000
LICENSING

Thomas M. Johnston (617) 573-5805

licensing@bpla.org

Amy Brosius (617) 542-5070

William G. Gosz (617) 951-7000

AMICUS
amicus@bpla.org

Peter C. Lando (617) 395-7000
LITIGATION

Erik Paul Belt (617) 443-9292

litigation@bpla.org

Peter F. Corless (617) 439-4444

Ronald E. Cahill (617) 439-2782

ANTITRUST LAW
antitrust@bpla.org

Matthew Lowrie (617)395-7000
PATENT LAW

Robert J. Spadafora, Jr. (781) 398-2548

patents@bpla.org

Ernie Linek (617) 720-9600

Kathleen B. Carr (617) 951-3326

BIOTECHNOLOGY
biotechnology@bpla.org

John T. Prince (617) 871-3346
PATENT OFFICE PRACTICE

Doreen M. Hogle (978) 341-0036

patentofficepractice@bpla.org

Leslie MacGregor (617) 429-7809

J. Grant Houston (781) 863-9991

CHEMICAL PATENT PRACTICE
chemical@bpla.org

David G. Conlin (617) 439-4444
PRO BONO

Jeffrey D. Hsi (617) 439-4444

probono@bpla.org

Lisa A. Dixon (617) 444-6396

Lisa E. Winsor (617) 395-700

COMPUTER LAW
computer@bpla.org

Monica Grewal (617) 526-6000
TRADE SECRETS

Edward W. Porter (617) 494-1722

tradesecrets@bpla.org

John J. Stickevers (617) 443-9292

Stephen Y. Chow (617) 854-4000

CONTESTED MATTERS

TRADEMARKS & UNFAIR COMPETITION

contestedmatters@bpla.org

trademarks@bpla.org

Susan Glovsky (978) 341-0036

Cynthia J. Walden (617) 542-5070

Michael McGurk (617) 452-1600

John L. Welch (617) 832-1000

Donna Meuth (617)526-5000
COPYRIGHT LAW

Website Committee
website@bpla.org

copyright@bpla.org

Joseph Maraia (978) 341-0036

Charles L. Gagnebin, III (617) 542-2290

Neil Ferraro (617) 626-8000

CORPORATE PRACTICE

Young Lawyers & Law Students

corporate@bpla.org

younglawyers@bpla.or

Walter F. Dawson (978) 452-1971

Hathaway P. Russell (617) 227-7400

Faith F. Driscoll (781) 326-6645J

Kevin Cronin (617) 439-2194

James G. Cullem (978) 867-2311

Doris Fournier (617)542-6000

By Lee Carl Bromberg
Bromberg & Sunstein

We need a few good committee chairs!
Under new By-Law Article X: Standing
Committees, approved at the BPLA
Annual Meeting, December 7, 2005,
committee chairs for 20 standing
committees of the BPLA are appointed in
November, effective at the December
annual meeting each year.
Appointments are for not more than 3
years. It is contemplated that
appointments will be staggered so that
there will always be an experienced cochair of the committee.
As President-Elect, it is my responsibility
to initiate this process under Article X of
the By-Laws in 2006. I accordingly
request that each committee chair or cochair provide me with an indication of
their interest in appointment under
Article X to continue in their role, or
alternatively to switch to a new
committee or to step down. In addition,
I invite all members of the BPLA who
have an interest in serving as a
committee co-chair to express their
interest to me, preferably by letter or
email.
Appointments to take effect for the next
year must essentially be made by next
October, approved by the Board of
Governors at its November meeting, and
announced at the Annual Meeting on
Wednesday, December 6, 2006.

Notice to Committee Chairs
The newsletter would like to know
of any upcoming events, whether
CLE or brown bag lunches, that the
committees are planning. We are
happy to promote your events in
our newsletter listings and we
welcome descriptions of your
planned events for publication.

Ethics and Grievances
ethics@bpla.org
Timothy A. French (617) 521-7015
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SUPREME COURT PONDERS INJUNCTIONS FOR PATENT INFRINGEMENT
By Erik Paul Belt, Bromberg & Sunstein

BPLA members Robert M. Asher and Erik
Paul Belt of Bromberg & Sunstein LLP
recently submitted to the Supreme Court
of the United States an amicus curiae
brief in a case that has gained national
attention: eBay Inc. v. MercExchange,
L.L.C. (Case No. 05-130). Like the
recently-settled Blackberry litigation, the
eBay case involves the appropriateness
of an injunction, a concern in some
circles over business method patents, a
multi-million dollar verdict, and a debate
over so-called “patent trolls” (i.e.,
licensing shops that do not themselves
make and sell the patented product or
method). The case has pitted the
software industry (which generally
disfavors business method patents)
against the pharmaceutical industry
(which supports strong patent rights)
and inventors against those who would
exploit their inventions.
The background of this case may by now
be familiar to BPLA members. An
individual inventor, Woolston, patented
certain online auction technologies and
later assigned his patents to
MercExchange, which sought to license
eBay. eBay refused a license, and
MercExhange later filed suit against eBay
and its affiliate, Half.Com. A jury found
that eBay and Half.Com willfully infringed
MercExchange’s U.S. Patent No.
5,845,265. The district court, however,
refused to grant an injunction, reasoning,
in part, that there could be no irreparable
harm to a non-practicing patent owner
who merely sought to license patents
rather than compete with the infringer.
In effect, the district court held that a
compulsory license should be the remedy
for continuing infringement. The Court
of Appeals for the Federal Circuit
reversed the denial of an injunction,
holding that the district court had abused
its discretion.
In granting certiorari to address the
appropriateness of the injunction, the
Supreme Court asked whether it should
reconsider its 98-year old precedent in
Continental Paper Bag Co. v. Eastern
Paper Bag Co., 210 U.S. 405 (1908),

which holds that a patent owner’s nonuse of the patented technology is
irrelevant to whether he or she deserves
an injunction.
Attorneys Asher and Belt submitted the
amicus brief on behalf of the United
Inventors Association (“UIA”) and
Technology Licensing Corporation
(“TLC”). The UIA is an association of
independent inventors with a strong
interest in intellectual property and
patent reform issues. TLC is a licensing
entity formed by a prolific inventor, J.
Carl Cooper, whose products were
increasingly copied by foreign
competition. Mr. Cooper and his
company, Pixel Instruments Corp., could
not compete against these copyists and
thus turned to licensing and patent
enforcement instead of manufacturing.
In supporting MercExchange’s position,
the UIA and TLC argued that (a)
independent inventors contribute
disproportionately to technological
innovation and the American economy,
even if they do not themselves
manufacture or sell the technology; (b)
licensing efforts by these independent
inventors support research and
development and thus should be
encouraged; (c) eliminating the threat of
injunctions reduces the inventors’
leverage in licensing negotiations and
thus unfairly handicaps those who
choose to license rather than
manufacture; (d) compulsory licenses do
not adequately compensate inventors for
the infringement; and (e) the exclusive
rights granted by a patent are not
contingent on the inventor’s ability to
practice the invention.
The Federal Circuit has supported the
grant of injunctions because that remedy
flows from the Constitutional policy
favoring patent rights:

arts, would be seriously
undermined. The patent owner
would lack much of the
“leverage,” afforded by the right
to exclude, to enjoy the full value
of his invention in the market
place. Without the right to obtain
an injunction, the right to exclude
granted to the patentee would
have only a fraction of the value
it was intended to have, and
would no longer be as great an
incentive to engage in the toils of
scientific and technological
research.
Smith Int’l, Inc. v. Hughes Tool Co., 718
F.2d 1573, 1577-78 (Fed. Cir.), cert.
denied, 464 U.S. 996 (1983). The UIA
and TLC relied on this rationale and
other arguments in support of
MercExchange.
A PDF copy of the amicus brief is
available at www.bromsun.com.

2006 BPLA DUES
If you have not yet paid your 2006 BPLA
dues, please do so as soon as possible
to maintain your membership. Renewal
dues mailed after February 1, 2006 are:
$90.00 for attorney members, $80.00 for
associate members, $60.00 for mailing
list only. Life Members (age 70+) are
exempt from membership dues, but
must return the renewal form to remain
on the mailing list. Dues payments and
renewal forms should be sent to: Mark
Solomon c/o Hamilton, Brook, Smith &
Reynolds, PC., P.O. Box 9133,
Concord, MA. 01742-9133.

Without the injunctive power of
the courts, the right to exclude
granted by the patent would be
diminished, and the express
purpose of the Constitution and
Congress, to promote the useful
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BPLA HONORS WINNERS OF 2004-2005 WRITING COMPETITION
By Grant Houston, Houston Elliseeva LLP

The Boston Patent Law Association
completed its 2005 Writing
Competition. Thirteen entries were
submitted from law schools in and
around the New England area.
Each of the entries presented a subject
relating to intellectual property law
written or published between August 1,
2004, and July 31, 2005. The subjects
covered in this year’s entries included
Hatch-Waxman, biological deposits,
Knorr-Bremse, written description,
copyright law, expressed sequence
tags, international patent protection,
claim construction/interpretation,
Orphan Drug Act, terminator
technology, and trade secret law.
Each of the entries was judged in four
categories, including: analytical quality,
writing quality, interest of the subject
and skill at treating the subject, and
overall quality. The panel of judges
included Past-President Peter Corless

and Board members
Grant Houston and
Lisa Adams.
On behalf of the
BPLA, we were
pleased to announce
the year’s first place
winner: Laurie A.
Burlingame of
Harvard University
for her article:
"Patentable or Not?:
The Case of
Expressed Sequence
Tags". The second
place winners were
Grant Houston (right) with Writing Competition Second Place
Doug Portnow and Mark
Winners Mark Jenkins (left) and Doug Portman (center).
Jenkins of Franklin
pierce Law School, who
co-authored an entry entitled “The
The first and second place winners of
Knorr-Bremse Decision: A new Frontier
the 2005 BPLA Writing competition
in the Evolution of Willful
were honored at the BPLA Annual
Infringement.”
Meeting on December 7, 2005.

INVITATION FOR WRITING COMPETITION, 2006
SPONSORED BY THE BOSTON PATENT LAW ASSOCIATION AND BOSTON PATENT LAW FOUNDATION
By Neil Ferrarro, Wolf Greenfield & Sacks
The BPLA is once again holding its
annual Writing Competition. Law
students are encouraged to submit
papers on a subject relating to
intellectual property law, written or
published between August 1, 2005 and
July 31, 2006.

including footnotes (30-40 pages typed
copy).

Articles must be submitted on or before
July 31, 2006.

Please send articles to:
Neil P. Ferraro, Esq.
Boston Patent Law
Association

c/o Wolf, Greenfield & Sacks, P.C.
600 Atlantic Avenue
Boston, Massachusetts 02210-2206
Submission of five (5) copies or a .pdf
Phone: 617-646-8267
file is required.
Fax: 617-646-8646
Submissions must include the submitter’s Email: nferraro@wolfgreenfield.com
name, current address, current
telephone number, law school and
st
1 Prize: $1000
employment information, if applicable.
2nd Prize: $500
Judges will consider the
merits of the article as a
Contest Rules:
contribution to the
Articles must have been written solely by knowledge respecting
a student or students either in full-time
intellectual property law
attendance at a law school (day or
and the extent to which it
evening) within the jurisdiction of the
displays original and
First Federal Judiciary Circuit or prepared creative thought or
in connection with a course at a law
information not previously
school situated in the First Circuit.
published or available.

Papers should be no more than the
equivalent of ten (10) law review pages

Alan Feeney & Dawn Janelle at the Annual Meeting
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An Opportunity To Take Part In The AIPPI Congress In Boston
AIPPI, an international intellectual property association ("Association Internationale pour la Protection de la Propriété Intellectuelle," based in Zurich,
Switzerland), is an organization comprised of business firms, executives,
lawyers, educators, patent and trademark agents, intellectual property owners, and other persons interested in the
worldwide protection of intellectual
property. AIPPI will be holding its biannual congress at the Boston Convention
and Exhibition Center from September
6-11, 2008. AIPPI, founded in 1897,
has over 8,000 members from more
than 100 countries. The AIPPI congress in Boston will be a meeting of
over 3,000 intellectual property attorneys from around the world. The con-

gress will include educational sessions
and workshops, and a social program
that will highlight the best attractions
and venues in Boston and New England.
Hosting the congress is a great opportunity for the Boston intellectual property community. If you would like to
help organize the congress, please contact Phil Swain, (617) 832-1150,
pswain@foleyhoag.com. For more information, visit the AIPPI international
organization web site, www.aippi.org,
or the web site for the AIPPI United
States group,
www.aippi-us.org.

IN MEMORIAM
Charles Pfund, Esq.
We are saddened to note the passing of
our colleague Charles Pfund.. Charlie had
a long career in the Boston area as a
skilled patent attorney and effective litigator. He had been a named partner at
Dike, Bronstein, Roberts, Cushman &
Pfund, following which he was Of Counsel
to Wolf, Greenfield & Sacks, P.C. for 10
years, retiring in 1999. We remember
Charlie as a devoted family man, a gifted
attorney, an enthusiastic sailor, a formidable golfer, a mentor and a friend. The
intellectual property community is a
stronger presence because of his
many contributions.

UNLOCKING THE MYSTERIES OF INTERFERENCE
By Michael McGurk, Finnegan Henderson Farabow Garrett & Dunner lLP
“Unlocking the Mysteries of Interference
Law: Estoppel, Settlement and Appeals”
concluded with Part III of the seminar
series on January 25, 2006, at the
Langham Hotel, Boston, covering postdecision practice. The expertise of
panelists was evident with a well-paced
and organized seminar that elucidated
complex interference issues rarely
touched on by the average practitioner,
but which require careful consideration
before, during and after the interference.
The panelists, Michael McGurk of
Finnegan Henderson Farabow Garrett and
Dunner LLP, Susan G. L. Glovsky of
Hamilton Brook Smith and Reynolds P.C.,
and Donna Meuth of Wilmer Cutler
Pickering Hale and Dorr LLP, briefly
summarized concepts and substantive
interference law from the two previous
seminars. Mr. McGurk focused his
presentation on interference estoppel, the
notion that a judgment in interference
may dispose of issues in a subsequent
PTO action (e.g, ex parte prosecution)
that could have been properly raised and
decided during the interference.
Stressing that interference estoppel
applies only to the losing party of an
interference, Mr. McGurk then outlined
the factors that give rise to this estoppel:
(1) a losing party to a final judgment;
(2) an opportunity for action during the

interference; (3) failure to take that
action during interference; and (4) an
attempt to take action in the PTO (e.g. ex
parte, interference, reexamination) that is
inconsistent with the failure to act.
However, because interference estoppel
is limited to PTO actions, it cannot be
used as an affirmative defense to a
charge of patent infringement. Further,
the estoppel can provide another tool for
a client who is adverse to a losing party,
such as the use of a lost count as prior
art under 35 U.S.C. §103.
Susan Glovsky presented the strategies
underlying interference settlements.
Unlike most contentious proceedings,
parties to an interference “cannot simply
agree on a prevailing party” since it is the
duty of the PTO to ultimately award a
valid patent to the first to invent. Ms.
Glovsky emphasized the potential benefits
of settlement at any stage of an
interference, even at the time a party
files copied claims at the PTO. An early
settlement can prevent potentially
adverse positions to become of record.
Moreover, due to the fast-paced nature of
an interference, extensions of time are
rarely granted even to allow the parties
to undergo settlement negotiations. Even
if the parties do not voluntarily enter
settlement negotiations prior to an
interference, the Standing Order

mandates settlement discussions and
provides deadlines for settlement
conferences. Ms. Glovsky also
highlighted both the legal and business
considerations in settlement negotiations.
Donna Meuth illuminated the complex
nature of appeals to an interference
decision. An appellant can choose to
appeal either in a § 141 action before the
U.S. Court of Appeals for the Federal
Circuit, or through a § 146 civil action in a
federal district court. In deciding the
forum for appeal, appellants must
balance several factors, including: the
Federal Circuit’s primary use of the PTO
interference record where no new
evidence or arguments can be
introduced; the ability to introduce new
evidence and arguments in a district
court action accompanied by discovery;
and different standards of review.
Simultaneous § 141 and § 146 actions
are also possible. Ms. Meuth outlined the
stringent requirements for a brief and
stressed its importance in a Federal
Circuit appeal where poorly briefed
arguments are “unlikely to be saved by
brilliant oral advocacy.” The “hybrid”
nature of a district court appeal was also
noted where both the interference record
and new evidence may be at issue.
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PROSECUTING BIOTECH PATENTS:
THE EVER-DECREASING RELEVANCE OF PRIOR ART TO PATENTABILITY
By Barbara Carter, Bromberg & Sunstein

Some practitioners in the mechanical arts
may prosecute patents their entire careers without ever wrestling with a written description or enablement rejection.
These days, those in the area of biotechnology and pharmaceutical patent prosecution rarely see an office action without
such a rejection. Patent attorneys in the
mechanical arts spend most of their time
addressing anticipation and obviousness
rejections. In the biotechnology (biotech)
and pharmaceutical fields (pharma), obviousness rejections are becoming less
and less common. Perhaps the basis for
this dichotomy at the United States Patent and Trademark Office (USPTO) is
that, despite the high level of skill in the
biotech and pharma fields, little is obvious in the life sciences because of the
unpredictability associated with these
fields.
Prosecutors of patent applications relating to biotech and pharma technology
often see fifteen- and twenty-page office
actions relating almost entirely to rejections based on 35 USC §112, first paragraph. This section has three distinct
elements. The first is the written description requirement, which somehow has
morphed from simply requiring that the
claimed subject matter be described in
writing to requiring a “possession” of the
invention, according to recent Federal
Circuit cases. This standard arguably
requires an applicant to reduce the invention to practice and has been labeled
a “super enablement” requirement for
biotech and pharma applications. The
second is the requirement for enablement, which refers to whether the application describes the claimed subject matter in such a way as to enable one of
ordinary skill in the art to use and make
the invention – usually based on whether
“undue experimentation” is required to
make and use the claimed subject matter
of the invention. The third is the requirement to set forth the best mode for
the claimed invention, but as this requirement is rarely, if ever, a factor during prosecution, it will not be discussed
here.

On November 20, 2003 the Boston Patent Law Association hosted a “Road
Show” with representatives from Technology Center 1600 of the United States
Patent and Trademark Office (USPTO) to
discuss "hot topics" in prosecution practice. The half-day workshop involved top
supervisors from the USPTO who presented on various topics and explained a
complete overhaul, or retraining of Examiners, being done at the USPTO regarding prosecution of biotech and
pharma patents. More than two-thirds of
the subject matter covered in detail by
the USPTO focused on enablement and
written description, with practice claims
and examples from hypothetical applications used by the USPTO to detail the
increasing emphasis on enablement/
written description in patent prosecution
in the biotech and pharma fields. This
new emphasis in biotech/pharma prosecution at the USPTO stemmed in part
from a Trilateral Study undertaken by the
USPTO, European Patent Office, and
Japanese Patent Office in efforts to develop similar standards for prosecution in
all three patent offices.

possession of the invention (written description); (iii) enablement generally
(how to make); and (iv) enablement
utility (how to use). Which prompted me
to ask “Whatever happened to rejections
based on prior art?”

Two recent federal circuit cases highlight
the greater emphasis on utility in biotech
and pharma applications, both under
§101 and §112, first paragraph. The first
is In re Fisher, 421 F.3d 1365 (Fed.Cir.
2005), a case about lack of utility, or
more to the point, lack of a utility that
the US Patent Office and the Federal
Circuit deem sufficient to earn the right
to patent protection. In this case, Fisher
appealed from the decision of the USPTO
Board of Patent Appeals and Interferences (the “Board”) against a final rejection based on lack of utility. The Fisher
application cited seven uses for the
claimed technology, and both the USPTO
and the Federal Circuit acknowledged (at
least some of) these uses. But the
USPTO and the Court held that these
uses did not meet the §101 requirement
that the claimed invention have “specific
and substantial utility.” Because the
uses cited by Fisher did not yield an imThe USPTO speakers at the Road Show
mediate benefit to the public, and bealso outlined an increased emphasis on
utility, as it arose under §112, first para- cause the cited uses were not distinct to
the claimed invention – in other words,
graph, and explained with hypothetical
any compositions in this field of research
claims and disclosures taken from the
Trilateral Study that it is not enough just would do the same thing –the USPTO,
to satisfy the utility requirement of §101, and the Court on appeal, held that the
one must also satisfy the requirement to uses were not specific or substantial to
the particular compositions claimed.
set forth how to make and use the
Thus, the utility requirement under 35
claimed invention. Thus, a claimed invention may be useful, and the specifica- USC § 101 became a complete bar to
patentability for the pending patent aption may enable someone of ordinary
skill in the art to make the claimed inven- plication. Prior art was not an obstacle.
tion, but if the specification does not
But as noted by Judge Rader in his disenable that same someone to also use
sent in In re Fisher, utility was the wrong
the invention, then the claims are resection of the statute to deny patentabiljected for failing to meet the “use” reity to this application, if it should have
quirement of §112, first paragraph (and
been denied at all. According to Rader,
may also be rejected for lack of utility
this application had utility, and both the
under §101, depending on the context).
Board and the Federal Circuit made a
value judgment that the cited utility was
Shaking my head after the road show, I
not sufficient. Rader believes such a
now counted four distinct requirements
value judgment completely ignores prior
for biotech and pharma patents under
(Continued on page 9)
§112, first paragraph – (i) best mode; (ii)
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(Continued from page 8)

case law, wherein—unless there is evidence provided by the Examiner that the
cited utility is not credible to those skilled
in the art—the utility cited by the applicant in the application is sufficient to
meet the utility requirement under § 101.
According to Rader, the better section of
the Patent Act for rejecting this application would have been obviousness under
§103, but Rader argues that after In re
Deuel (51 F.3d 1552 (Fed.Cir.1995)), the
obviousness rejection for biotech patents
became so dissipated as to be essentially
useless. Interestingly, there were eight
amicus briefs filed in the In re Fisher
case siding with the Board, seeking to
persuade the Court that the claims pending in the Fisher application should not
be allowed because of lack of utility. If
the invention is so useless, why not let
the patent issue? Of course, the claimed
invention was useful – or at least potentially useful. The USPTO and the Federal
Circuit, however, are requiring the application to have set forth in the application, as filed, a sufficiently specific use,
different from the uses of prior art compounds, and perhaps even requiring a
unique use.
In other cases, the USPTO seems to be
rejecting claims for lack of utility under
§101 on the basis that the claimed invention does not perform well enough. For
example, I have seen one instance involving an application with claims to
novel molecules which are expressed in
certain cells in humans, and methods of
using these molecules. The application
also discloses that proliferation of these
particular cells in humans is linked to
specific real-world diseases. However,
the USPTO rejected all the claims citing a
lack of utility, alleging that because these
molecules are not expressed ONLY in the
proliferating cells linked to the disease
that the molecules and methods of using
them have no specific and substantial
utility. As in the Fisher case, the USPTO
has made a value judgment that the
utility cited is not sufficient to meet the
standards for §101. In my view, there is
no statutory basis for rejecting claims for
an invention that provides the equivalent
of false positives, or for an invention that

narrowing claim scope in biotech/pharma
patent applications, and in some cases
The other recent Federal Circuit case is
completing barring patentability, are nonRasmusson v. Smithkline (413 F.3d 1318
prior art rejections namely, §§ 101 and
(Fed. Cir. 2005)) an interference case
112 rejections dealing with utility and
that describes two distinct standards for
enablement/written description, particuenablement, one for whether a specificalarly since one can usually overcome an
tion’s written description is sufficiently
anticipation rejection under §102 by
enabling to support the claims; and one
amending the claim. Time will tell
for whether prior art is sufficiently enawhether utility and enablement rejections
bling to anticipate a claimed invention.
continue to define the limits of patentability for biotech and pharma patHow does the Federal Circuit arrive at
this dual standard for enablement? After ents, or whether the importance of prior
art will enjoy a resurgence. For the moarguing that these different standards
are not new, the Court argues that §112 ment, it appears that inventors and patent attorneys are caught in something of
requires that the invention be described
a Catch-22 situation. The unpredictability
to enable one of ordinary skill in the art
in the biotech and pharma fields provides
to make and use the claimed invention.
However, unlike §112, §102 contains no a powerful tool in arguing against obviousness. But at the same time, this very
such “use” requirement. Thus, in the
unpredictability is used by the USPTO
Rasmusson case, a pending application
for Rasmusson which relies on a string of and the Federal Circuit to narrow and
sometimes bar patent protection in the
eight prior filings was denied a priority
biotech and pharma fields.
date until the date of filing of the final
application because of lack of enableThe challenge is for the applicant to get
ment in the priority documents. Accordan application on file quickly to obtain an
ing to the Court, there was no enableearly date, yet still have enough support
ment to use the claimed invention in the
in the application to meet the increasearlier filings.
ingly stringent requirements for enableConversely, the Smithkline reissue appli- ment and written description, and at the
cations invoked in the interference proce- same time, provide evidence of substantial and specific utility. Unfortunately,
dure were held to be invalid based on a
there appears to be a de facto requirepublished European application of Rasment developing to reduce the invention
mussen corresponding to the earliest
priority document cited in the Rasmusson to practice to meet these requirements in
the biotech and pharma fields. It apapplication at issue. Now the first-filed
pears that patent law in the biotech and
Rasmusson application was enabling as
pharma fields is developing an even
prior art to the Smithkline patents bemore distinct nature from patent law in
cause §102 does not require that the
the mechanical and electrical arts simply
disclosure in the cited reference be enbecause of the nature of the technology
abled for how to use, only for how to
make. Thus, for Rasmusson the priority – unless the USPTO tries to be more
document was not enabling for obtaining consistent across the fields and starts
raising some of these utility, written dean early filing date; for Smithkline, the
scription and enablement issues in the
cited Rasmusson European published
mechanical and electrical arts.
application was enabling as anticipatory
art. Is this an attempt by the Court to
__________________
add more punch to prior art rejections?
Certainly the argument that a cited §102 University of Rochester v. G.D. Searle &
reference is not enabling looks less likely Co., Inc., 358 F.3d 916 (Fed. Cir. 2004);
to be successful, for overcoming that
Noelle v. Lederman, 355 F.3d 1343
prior art, now that the Rasmusson case
(Fed.Cir. 2004); Enzo Biochem v. Genhas been decided.
Probe Inc, 323 F.3d 956 (Fed.Cir. 2002);
Regents of the University of California v.
Increasingly it appears that the only useEli Lilly, 119 F.3d 1559 (Fed. Cir.1997);
ful rejections left to the Patent Office for
does not perform perfectly well.

(Continued on page 10)
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Vas-Cath, Inc. v. Mahurkar, 935 F.2d
1555 (Fed.Cir.1991).

Brana, 51 F.3d 1560, 1566
(Fed.Cir.1995) (where an applicant has
asserted utility in the disclosure, the Patent Office has the initial burden of challenging this presumptively correct assertion of utility.)”).

Enzo Biochem v. Gen-Probe Inc., 323
F.3d 956 (Fed. Cir. 2002) at 981-82; and
Reister, Andrea G. in “Enablement &
Written Description: Friend or Foe in
Id. at 1382 (“The proper tool for assessLitigation?”, Practising Law Institute, 804 ing sufficient contribution to the useful
PLI/Pat 607 (October - November, 2004). arts is the obviousness requirement of 35
U.S.C. § 103. Unfortunately this court
In re Wright , 999 F.2d 1557, 1561 [27
has deprived the Patent Office of the
USPQ2d 1510] (Fed. Cir. 1993)
obviousness requirement for genomic
inventions.” ).
The best mode requirement is more
commonly brought up during patent inSee Rasmusson at 1325 (“The standard
fringement litigation.
for what constitutes proper enablement
Trilateral Project B3B; Comparative Study of a prior art reference for purposes of
anticipation under section 102, however,
on Biotechnology Patent Practices: The
differs from the enablement standard
Patentability of DNA Fragments (http://
under section 112. In In re Hafner, 56
www.uspto.gov/web/tws/sr-3-b3bC.C.P.A. 1424, 410 F.2d 1403 (Cust. &
ad.htm), June 23, 2000.
Pat.App. 1969), the court stated that "a
Brenner v Manson (383 US 519 (1966)). disclosure lacking a teaching of how to
use a fully disclosed compound for a
The Court in Fisher held that specific
specific, substantial utility or of how to
utility requires a “well-defined and paruse for such purpose a compound proticular benefit to the public” (see Fisher
duced by a fully disclosed process is,
at 1371).
under the present state of the law, enThe Court in Fisher held that substantial tirely adequate to anticipate a claim to
utility provides “some immediate benefit either the product or the process and, at
to the public” or “a significant and presthe same time, entirely inadequate to
ently available benefit to the public” (see support the allowance of such a claim."
Fisher at 1371), building on Nelson v.
Id. at 1405; see Schoenwald, 964 F.2d
Bowler (626 F.2d 853 (CCPA 1980))
at 1124; In re Samour, 571 F.2d 559,
which held that substantial utility re563-64 (Cust. & Pat.App. 1978).”)
quires “practical” utility and “real world”
Id. (“The reason is that section 112
utility (see Nelson at 856).
"provides that the specification must
See Fisher at 1380.
enable one skilled in the art to 'use' the
Id. at 1381 (“Rather than fault Fisher for invention whereas [section] 102 makes
not presenting evidence it was prevented no such requirement as to an anticipatory disclosure." Hafner, 410 F.2d at
from offering, this court should instead
observe that the Board did not satisfy its 1405; see 1 Donald S. Chisum, Chisum
burden of challenging Fisher's presump- on Patents § 3.04[1][c] (2002); see also
In re Cruciferous Sprout Litig., 301 F.3d
tively correct assertion that the ESTs
1343,
1349-52 (Fed.Cir.2002) (finding
were capable of performing those funcanticipation
where applicant sought a
tions. See MPEP § 2107.02(IV) at
patent
based
on a new use for a previ2100-40 (noting that the initial burden is
ously
disclosed
method).”)
on the office to establish a prima facie
case as to lack of utility and to provide
evidentiary support thereof); In re

PATENT PRACTICE COMMITTEE TO
BPAI CHIEF JUDGE MICHAEL
R. FLEMING AT APRIL 7TH SEMINAR
HOST

Chief Judge Michael R. Fleming of the
Board of Patent Appeals and
Interferences (BPAI) will be the featured
speaker in a seminar to be hosted by
the Patent Practice Committee titled
“Appeals and Petitions Practice.” The
seminar, co-sponsored by the BPLA and
the Boston Patent Law Foundation, will
be on Friday, April 7, 2006, from 2:004:30 p.m. at the Boston Harbor Hotel.
Judge Fleming was appointed to the
BPAI as an Administrative Patent Judge
on May 1, 1994. Judge Fleming has
experience with ex parte appeals
involving the electrical arts and
interference proceedings. Prior to
joining the BPAI, Mr. Fleming served as
a supervisory primary examiner for Art
Unit 2308 in the complex art area of
computer processing using artificial
intelligence. Judge Fleming is a past
recipient of the Norman P. Morgenstern
Award and the Dept. of Commerce
Bronze Medal. Judge Fleming has also
been awarded the Dept. of Commerce
Gold Medal for participating in the
creation of the Examination Guidelines
for Computer Related Inventions.
At the April 7th seminar, Judge Fleming
will be discussing best practices for
appeal, oral argument, brief drafting,
and the impact of recent and proposed
statutory and rule changes on the
Board. A presentation by the Petitions
Office is also planned. This will be an
opportunity to better understand how
appeals are reviewed and how to craft
briefs for a good outcome. This is
critical as term extension and proposed
limits on RCE practice make appeals and
petitions integral to client
representation. Hors d'oeurves and
drinks will be served.
To guarantee a spot, pre-register by
sending applications to Ms. Claire
Handalian at Houston Eliseeva, LLP, 4
Militia Drive, Suite 4, Lexington, MA.
02421. The cost is $100.00 for BPLA
members ($90.00 if pre-registration is
received by March 31, 2006) or $120.00
for non-members. For more
information please contact Grant
Houston at grant.houston@ghme.com
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AMENDED BY-LAWS OF THE
BOSTON PATENT LAW ASSOCIATION
ARTICLE I: Name
The name of this Association shall be:
The Boston Patent Law Association,
hereafter called the Association.
ARTICLE II: Objects
The objects of this Association shall be:
*to provide an organization capable of
acting in concert in connection with
matters relating to laws and practices in the fields of patents, trademarks, copyrights and other intellectual property matters; to concern
itself with other matters such as the
welfare, honor and dignity of the
legal profession and to act in the
best interest of the public it serves;
*to promote the development of industry and the useful arts by the establishment and maintenance of intellectual property rights; to disseminate information of interest to authors, to inventors, and others concerned with the laws of intellectual
property; *to stimulate interchange
of thought along all lines of common
interest;
*to maintain high professional standards;
*to foster good fellowship and promote
good social relations among its
members;
*to take action concerning proposals
affecting the patent, trademark,
copyright and other intellectual
property laws as well as the administration thereof;
*to protect the administration of such
laws against practices tending to
impose upon the public or to bring
into disrepute the American System
of patents, trademarks, copyrights
and other intellectual property; and
generally to consider and act upon
other related matters as may be of
common interest.
ARTICLE III: Membership
The membership of this Association shall
consist of three classes of membership:
Active, Associate, and Life.
ACTIVE MEMBERS. Attorneys at law who
are in good standing in any Court of
record in the United States, or any of
the States or territories thereof, and
engaged in the practice of patent, trademark, copyright or other intellectual

property law who reside or have a principal office in the First Federal Judicial
Circuit as now fixed by law shall be eligible for election to active membership.
Active Members shall have the right to
vote and hold office.
ASSOCIATE MEMBERS. (1) Attorneys at
law who have the same qualifications as
Active Members but who reside or have
their only or principal office elsewhere
than in the First Federal Judicial Circuit as
now fixed by law shall be eligible for
election to Associate Membership in the
Association, (2) persons who are registered in the United States Patent and
Trademark Office as entitled to represent
applicants before the Patent and Trademark Office in the presentation and
prosecution of applications for patents
and who reside or have a principal office
in the First Federal Judicial Circuit as now
fixed by law shall be eligible for election
to Associate Membership in the Association, (3) students who are enrolled and
in good standing in an accredited law
school in the First Federal Judicial Circuit as now fixed shall be eligible for
election to Associate Membership in the
Association, and (4) paralegals who are
employed by, or provide services to, a
firm or company engaged in the practice
of patent, trademark, copyright or other
intellectual property law and who reside
or have a principal office in the First
Judicial Circuit as now fixed by law, shall
be eligible for election to Associate
Membership in the Association. Associate Members shall have the powers,
privileges, and obligations of Active
Members of the Association except
those of voting and holding office.
LIFE MEMBERS. All Active and Associate
Members upon reaching the age of seventy shall automatically become Life
Members of the Association, Life Members shall continue to have all the powers, privileges and obligations they had
prior to becoming Life Members except
that they shall be exempt from the payment of dues.
ARTICLE IV: Officers and Board of
Governors
Section 1 - The Officers of the Association shall be a President, a PresidentElect, a Vice President, a Secretary and a
Treasurer, and they together with four

other members of the Association shall
constitute the Board of Governors. The
Officers and other members of the Board
of Governors shall be elected at the Annual Meeting of the Association and shall
hold their respective offices from the
date of their election until their successors are elected.
Section 2 - The Board of Governors shall
manage the affairs of the Association
subject to these By-Laws.
Section 3 - The President shall be
vested with the executive authority and
shall perform all of the duties incumbent
on that office including that of presiding
at the meetings of the Association and
of the Board of Governors.
Section 4 - The President-Elect and Vice
President shall perform such duties incumbent upon the office of President as
are delegated to them by the President.
Section 5 - The Offices of the Secretary and Treasurer may be united in
one person.
Section 6 - The Secretary shall keep and
maintain the proceedings of Annual and
Special Meetings of the Association, of
meetings of the Board of Governors,
and of all matters of which a record
shall be ordered by the President or by
the Board of Governors. The Secretary
shall also coordinate the processing of
membership applications and notify
applicants of their election to membership.
Section 7 - The Treasurer shall keep at
all times a complete roll of the members
identifying the class of membership to
which each belongs; collect and, under
the direction of the Board of Governors,
disburse all funds of the Association;
keep regular accounts in books belonging to the Association which shall be
open to the inspection of any member
upon reasonable notice; report in writing at the annual meeting the balance of
money on hand, existing appropriations,
receipts, and disbursements of the past
year, suitably classified, and all outstanding obligations of the Association,
with an estimate of the resources and
probable expenses of the coming year;
and make any suggestion pertinent
thereto which may be deemed proper.
(Continued on page 12)
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AMENDED BY-LAWS Cont.
ARTICLE V: Election of Members
Section 1 - Application for membership in
this Association shall be made in writing
by the applicant who shall be proposed
by one member of the Association.
Section 2 - Each application shall be
filed with the Secretary who shall give
written notice to each member of the
Board of Governors of the filing thereof,
the stated qualifications of the applicant, and the name of the member who
proposed the applicant. If all members
of the Board of Governors approve election of the applicant, or if no written
opposition to his election is filed by a
member of the Board of Governors with
the Secretary within thirty days of such
notification, the applicant shall be
deemed elected upon payment to the
Treasurer of such dues and fees as are
then required and the applicant shall be
so advised by the Secretary.
Section 3 - In the event of timely written
opposition by a member of the Board of
Governors to the election of an applicant
for membership in this Association, the
matter shall be considered at a meeting
of the Board of Governors called for that
purpose and upon such consideration,
approval or disapproval of the application by a majority of the Board of Governors present at such meeting shall be
final.
ARTICLE VI: Meetings of the Association
Section 1 - At all meetings of the Association the President shall preside, or in
the President's absence the PresidentElect, or in the absence of the President
and the President-Elect, any other officer or member of the Board of Governors.
Section 2 - The Annual Meeting of the
Association shall be held on the first
Wednesday of December of each year
except that the Board of Governors may
upon written notice sent to each member at least one week prior to the said
first Wednesday set a later date for the
Annual Meeting on any business day
between the said Wednesday and the
fifteenth day of December. Special
meetings may be called from time to
time by the President and shall be called

by the President upon written request of
any seven voting members of the Association. The time and place of all such
special meetings shall be determined by
the President. All special meetings shall
be called by written notice sent by the
Secretary to each member stating the
time and place and purpose of the special meeting at least three days preceding the date set for such special meeting.
Section 3 - Twelve voting members shall
constitute a quorum at any Annual or
Special Meeting of the Association.
Section 4 - At each Annual Meeting of
the Association the Order of Business
shall be as follows:
Reading of the Minutes of the preceding Annual Meeting
Report of the Secretary
Report of the Treasurer
Reports of the Standing Committees
Reports of Special Committees
Unfinished business
Report of the Nominating Committee
Election of Officers and Board of
Governors
New Business
ARTICLE VII: Nomination
and Election of Officers and
Members of the Board of
Governors
Section 1 - A Nominating Committee of
not less than three voting members of
the Association all be appointed by the
President not later than October 15th of
each year. The Nominating Committee
shall then select from the membership
the names for the offices of PresidentElect, Vice President, Secretary and
Treasurer and four other names of
members for the Board of Governors. If
the incumbent elected President-Elect
has resigned or otherwise signifies an
intention not to take office as President
at the next Annual meeting, the Nominating Committee shall also select from
the membership a name for the office of
President. Not later than four weeks
before the Annual Meeting, the Nominating Committee shall report its nominations to the Secretary who shall at
least two weeks prior to the Annual
Meeting mail a notice to the entire
membership of the Association of the

ensuing Annual Meeting and the names
of the nominees selected by the Nominating Committee for the respective
offices.
Section 2 - Any group of five voting
members of the Association in good
standing may, by notifying the Secretary
in writing on or before the day preceding the Annual Meeting, nominate any
eligible member of the Association to
any of the respective offices to be voted
upon and any such nominee shall be
voted upon at the election along with all
other nominees the same as if such
nominee were selected by the Nominating Committee in the manner heretofore
provided.
Section 3 - The President-Elect shall
take office as President at the Annual
Meeting next succeeding his election as
President-Elect.
Section 4 - The election of officers and
other members of the Board of Governors shall be held at the regular Annual
Meeting of the Association.
Section 5 - When there is more than
one nominee for any office, election
shall be by secret ballot taken at the
Annual Meeting and those nominees
receiving the highest number of votes
for the respective offices shall be declared elected to such offices. In the
event of a tie vote between candidates
for any office, the matter shall be resolved by a secret ballot of the present
officers and other present members of
the Board of Governors.
Section 6 - In the event that a vacancy
occurs in the office of President, the
President-Elect shall without election fill
that office for the remainder of the unexpired term. In the event that a vacancy occurs in any other office, the
Board of Governors shall appoint a
member to fill that vacancy for the
remainder of the unexpired term.
Section 7 - No member installed or
elected as President at an Annual Meeting shall be entitled to succeed to that
office at the next subsequent Annual
Meeting.
ARTICLE VIII: Fiscal Year and Dues
Section 1 - The fiscal year of this Association shall commence December 1st.
(Continued on page 13)
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Section 2 - Each Active and each Associate Member of the Association shall pay
annual dues thereto in such amount as
may be established from time to time by
the Board of Governors and these dues
shall be due and payable on December
1st of each year. The Board of Governors shall have the authority to impose
a late fee if dues are not paid within
sixty days of the date due.
Section 3 - Any member sixty days in
default in the payment of his dues shall
be notified in writing by the Treasurer of
such default, and if still in default sixty
days after such notice, may be dropped
from the rolls by the Board of Governors
and shall thereupon cease to be a member. A member so dropped from the
Association for non-payment of dues
may be reinstated by the Board of Governors upon payment of the amount in
default.
Section 4 - For any period when the
United States is at war, or for the period
of any national emergency as proclaimed by the President or declared by
the Congress, the Board of Governors
upon written notice that any member is
on active duty with the Armed Forces of
the United States, may remit that member's dues thereafter due for the period
of active duty to the termination of such
periods, and if the member shall continue on active duty thereafter, the
Board may, in its discretion, extend the
period of remission of dues to include a
further period of active duty, not exceeding one year. The member whose
dues are so remitted shall retain all the
rights of previously held membership,
and by acceptance of then remission of
dues, shall assume the obligation to
notify the Treasurer in writing of the
termination of his active duty.
ARTICLE IX: Meetings of the Board
of Governors

approval of the Board of Governors no
later than the meeting of the Board immediately preceding the Annual Meeting.
Each standing committee shall have one
or more Chairpersons. Appointments of
the Chairpersons will be announced at
the Annual Meeting, at which time their
terms shall commence. The Chairpersons shall serve (1) for not more than
three years or (2) until their successors
shall have been appointed by the President .
The standing committees of the Association shall be as follows:
1. Committee on Activities and Public
Relations
2. Committee on AIPLA Moot Court
3. Committee on Amicus Briefs
4. Committee on Antitrust
5. Committee on Biotechnology
6. Committee on Chemical Patent Practice
7. Committee on Computer Law
8. Committee on Contested Matters
before USPTO
9. Committee on Copyright Law
10. Committee on Corporate Practice
11. Committee on Ethics and Grievances
12. Committee on International and
Foreign Practice
13. Committee on Licensing
14. Committee on Litigation
15. Committee on Patent Law
16. Committee on Patent Office Practice
17. Committee on Pro Bono
18. Committee on Trademark and Unfair Competition
19. Committee on Trade Secrets Law
20. Committee on Young Lawyers and
Law Students

ARTICLE SUBMISSION

If you would like to write an article for
an upcoming issue of the Boston
Patent Law Association’s Newsletter
please contact:
Leslie Meyer-Leon
IP Legal Strategies Group, P.C.
P.O. Box 1210
1480 Falmouth Road
Centerville, MA. 02110-1210
phone (508) 790-9299
fax (508)790-1955
LMeyer-Leon@abanet.org

Special committees may be appointed
from time to time by the President.
ARTICLE XI: Professional Conduct

ARTICLE X: Standing Committees

All members of this Association shall
conform to the standards of ethical and
professional conduct generally applicable
to attorneys before the Courts of the
United States, the United States Patent
and Trademark Office, and the Copyright
Office. Failure to so conform shall render
a member liable to disciplinary action or
expulsion by the Board of Governors.

The Chairpersons of the standing committees of the Association shall be appointed by the President-Elect subject to

ARTICLE XII: By-Law Amendments
These By-Laws may be amended at any
meeting of the Association by a twothirds vote of voting members in good

The President or President-Elect or any
two members of the Board of Governors
may call a meeting of the Board of Governors on reasonable notice. Five members of the Board of Governors shall
constitute a quorum for the transaction
of business.

standing who may be present and constituting a quorum, provided that a copy
of the proposed amendment subscribed
to by at least five members in good
standing has been mailed to the membership not less than thirty days prior
thereto.
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POSITIONS AVAILABLE
Finnegan, Henderson, Farabow,
Garrett & Dunner, L.L.P. is currently
seeking candidates for the following
positions in their expanding Cambridge
office:
Junior level attorney with electrical
engineering background. Patent
prosecution experience is preferred.
Mid and Junior level attorneys with
biomedical or mechanical engineering
background, and medical device
experience. Patent prosecution
experience is preferred.
Patent Agents, Technical Specialists
or Student Associates with
backgrounds in Electrical/Mechanical
Engineering or semiconductor
technology to prosecute patent
applications in our Cambridge,
Washington and Reston offices. Industry
experience in semiconductors, control
systems for engines and power
generation equipment, or experience
examining these technologies at the
PTO or as an engineer is a plus.
If you are interested in joining our firm,
please forward your resume, writing
sample, transcripts, and list of references
to: Professional Recruitment Coordinator,
Finnegan, Henderson, Farabow, Garrett &
Dunner, L.L.P., 55 Cambridge Parkway,
Suite 700, Cambridge, MA 02142 Fax:
617.452.1666 attyrecruitCAM@finnegan.com

degree a plus.
• J.D.
• 4-6 years experience with a law firm and/
or corporation
• Admitted to a State bar
• Admitted to U.S. Patent & Trademark
This person will:
Office
• Identify research that may be subject to
• Experience with preparation and
filing of patent applications
• Work with inventors to develop strategies prosecution of patents (U.S. and foreign);
preparation of infringement, validity, and
for preparing and filing patent applications
• Work with inside or outside counsel to file freedom-to-operate opinions; client
counseling
and prosecute U.S. and foreign patent
• Excellent written and verbal
applications
communication skills, ability to work with
• Manage licensed-in technology from
universities and companies-coordinate with people from diverse backgrounds and at
different levels in the company (i.e. staff
licensor's attorneys to secure patents that
scientists, group directors, Vice Presidents,
will aid Wyeth's business
• Work on developing strategy for clients on etc.)
• Ability to understand business issues
how they can develop an area, strengthen
patents to support products and try to work • Creative problem-solving skills; ability to
address business and legal issues
around roadblocks in patents
• Ability to write clearly and succinctly
• Client counseling through participation in
• Confidence-ability to present legal
various levels of R&D meetings
position and withstand client pressure for a
• Answer general questions regarding
contrary position that could be adverse to
intellectual property
the company
• Conduct educational client seminars and
• Willingness to travel-clients are at different
courses on intellectual property
sites, litigation, Patent Office interviews,
• Analyze patents and prepare
meetings with outside attorneys
infringement, validity, and freedom-to• Ability to juggle priorities and deadlines
operate opinions
• Experience with another company and
• Work with outside counsel on opinions
agreement experience a plus.
and aid them in communicating with the
right contacts and in gathering correct
If you would like to be considered for a
information
career with us, forward your resume and
• Review scientific papers or posters prior
salary history to: Wyeth, Source Code:
to submission for publication
OIBOSTONPARENT P.O. Box 1262,
• Monitor intellectual property activities of
third parties in various subject matter areas Findlay, OH 45893. Fax: 419-429-3201. Email: wyeth@trackcareers.com Note: only
• Work with outside counsel on litigation,
resumes including source code can be
interference or opposition matters
considered. No phone calls. Principals only
please. EOE
Qualifications Needed:
• Bachelor's Degree in a relevant Science
or Engineering (i.e. chemistry/ biology/
biochemistry/molecular biology), advanced

Wyeth Pharmaceuticals
Senior Patent Attorney
Location: Cambridge, MA
Classification: Legal

EISAI Research Institute
Senior Counsel, Licensing
Broad transactional responsibilities, such as
handling or supervising product licensing
and acquisition, manufacturing, marketing,
and clinical trial agreements for our longestablished, mid-sized pharmaceutical
company, and responsibility for multicultural
interactions and building intra- and intercompany relationships. Immediate
opportunity includes international rotation in
Tokyo (then U.S. East Coast sites, or
London). The ideal candidate will have both
U.S. law firm and corporate experience

(consumer products, or preferably
pharmaceutical) and some familiarity with
M&A, U.S. litigation (e.g., discovery).
Language skills (Spanish, preferably
Japanese) are desirable but not required.
Must have six (6) plus years experience as
transactional attorney, and be a member in
good standing of at least one state bar in
the US.
Please submit your cover letter and resume
in confidence to
ecllicensingcounsel@eri.eisai.com.

Eisai Co., Ltd. is an equal opportunity
employer M/V/D/V. Eisai’s corporate
philosophy focuses on meeting the diverse
needs of patients and their families and
increasing the benefits that healthcare
provides. Eisai is Japan’s fourth largest
pharmaceutical company.
www.eisai.co.jp.

14

March06 bpla newsletter
page 14

Tuesday, March 21, 2006 08:10
Composite

Boston Patent Law Association Newsletter
POSITION AVAILABLE
Aspen Aerogels, Inc. is Seeking

knowledge of online patent databases.

Applicants for A Patent Agent in our
Northborough, MA Facility

Broad knowledge of IP docketing system.

Position Purpose:

Excellent communication skills both verbal
and written.

The Patent Agent is responsible for the
implementation of optimum patent
strategies for products, processes and
services developed and commercialized by
the Company. This includes also
identifying patent opportunities in several
business functions of the company. The
Patent agent is also responsible for
collaborating with a number of departments
throughout the Company and initiating
product invention efforts and proactively
seeking broad patent protection.
Job Responsibilities:
Identify patent opportunities and analyze
potential IP in the Company’s R&D,
Process and Product Development, and
help implement the IP strategy.

Excellent interpersonal skills, ability to work
with various levels of management
throughout the company. Ability to
effectively influence across the
organization.
Excellent computer application skills.
Job Qualifications:
Bachelors Degree in Engineering or Natural
Sciences, preferably chemistry (Masters is
a plus)
3+ years experience in patent procurement
activities and/or equivalent experience .
Registration to practice before USPTO is a
highly desired.

Assist in developing policies and
Salary Requirements:
procedures to ensure an appropriate patent
$56,500 through $90,000
protection in different business activities.
Initiates and coordinates new patent
application preparation and filings in US
and foreign countries.
Assists with prior art searches and
freedom-to-operate analyses for new
products and processes.

Our web site at www.aerogel.com will
provide an in-depth look at our Company,
our many market prospects and career
opportunities.
BENEFITS

Aspen Aerogels, Inc. is pleased to offer a
Coordinate with R&D, Process and Product competitive benefits package including
Development and Engineering on new
health care, dental care, vision care, life
products.
insurance, short and long-term disability
Assist in the administrative duties related to insurance and a 401(k).
the patent work flow.
Interested candidates are invited to submit
a resume either by mail to Aspen Aerogels,
Inc., HR Department,
Job Requirements:
Ability to articulate complex analysis orally
and in writing.

30 Forbes Road, Building B, Northborough,
MA 01532 or electronically to
careers@aerogel.com.

Demonstrated ability to analyze and
articulate patent opportunities in a technical No phone calls please. Please specify the
environment.
position of interest when applying.
Strong detail-oriented and organizational
skills. Able to effectively prioritize and
demonstrated flexibility with priorities.

_______________________________

The Boston Patent Law Association
(BPLA) is an association of intellectual
property professionals, providing educational programs and a forum for the
interchange of ideas and information
concerning patent, trademark, and
copyright laws. Through a volunteer
Board of Governors and committees, it
organizes and hosts educational
seminars, social events, and conventions,
and comments on rules, legislation, and
judicial decisions impacting the profession.
Visit the BPLA at www.bpla.org.
Membership in the BPLA is available to
attorneys and other professionals
practicing intellectual property law within
the Federal First Judicial Circuit (Maine,
New Hampshire, Massachusetts, Rhode
Island and Puerto Rico). Applications for
membership can be obtained from our
web site at www.bpla.org. Full
membership for 2006(available only for
attorneys practicing within the First Circuit)
costs $65.00, Associate membership
(available to non-attorney intellectual
property professionals) costs $55.00.
Mailing list-only affiliation costs $35.00
The BPLA Newsletter is published four
times a year by the Boston Patent Law
Association. Articles appearing in the
newsletter represent the views of the
authors and do not necessarily carry the
endorsement of the BPLA.
Editor: Leslie Meyer-Leon, Esq.
Contributors:
Doreen M. Hogle, Esq.
Lee Carl Bromberg, Esq.
Barbara J. Carter, Esq.
Neil Ferrarro, Esq.
Grant Houston, Esq.
Lisa Adams, Esq.
Michael McGurk, Esq.
Erik Paul Belt, Esq.
Letters to the editor and articles are
encouraged. Mail all correspondence to:
BPLA Newsletter
c/o Leslie Meyer-Leon, Esq.
IP Legal Strategies Group P.C.
1280 Falmouth Rd. Centerville, MA. 02632
©2006 BPLA—All rights reserved.

Ability to work in a team oriented
environment and have the ability to work
independently and prioritize own work.

Boston Patent Law Association
8 Faneuil Hall, Boston, MA 02109
Telephone: (617) 973-5021
www.bpla.org

Excellent research skills, including

Interested in joining a committee?
Please contact the committee chair if you are interested in joining or switching a commit-
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2005-2006

BOARD OF GOVERNORS OF THE BOSTON PATENT LAW ASSOCIATION
President Ingrid A. Beattie, Mintz, Levin, Cohn, Ferris, Glovsky & Popeo, P.C., One Financial Ctr, Boston, MA. 02111
ph 617-542-6000, fax 617-542-2241, iabeattie@mintz.com
President-Elect Lee Carl Bromberg, Bromberg & Sunstein LLP, 125 Summer Street, Boston, MA, 02110-1618
ph 617-443-9292, fax 617-443-0004, lbromberg@bromsun.com
Vice President Leslie Meyer-Leon, IP Legal Strategies Group P.C., P.O. Box 1210, Centerville, MA, 02632-1210
ph 508-790-9299, fax 617-790-1955, LMeyer-Leon@abanet.org
Treasurer Mark B. Solomon, Hamilton, Brook, Smith & Reynolds, PC, P.O. Box 9133, Concord, MA, 01742-9133
ph 978-341-0036, fax 978-341-0136, mark.solomon@hbsr.com
Secretary Lisa Adams, Nutter, McClennen & Fish LLP, World Trade Center West, 155 Seaport Blvd.
Boston, MA. 02210-2604, ph 617-439-2550,fax 617-310-9550 ladams@nutter.com
Member (past-president) Doreen M. Hogle, Hamilton, Brook, Smith & Reynolds, P.C., 530 Virginia Rd., Concord,
MA. 01742-9133, ph 978-341-0036, fax 978-341-0136, doreen.hogle@hbsr.com
Member Neil P. Ferraro, Wolf, Greenfield & Sacks, P.C., 600 Atlantic Avenue, Boston, MA, 02210-2206
ph 617-646-8000, fax 617-646-8646, nferraro@wolfgreenfield.com
Member J. Grant Houston, Houston Eliseeva, LLP, 4 Militia Drive, Suite 4, Lexington, MA, 02421
ph 781-863-9991, fax 781-863-9931, grant.houston@ghme.com
Member Stephana E. Patton, Edwards Angell Palmer & Dodge LLP, Boston, MA, 02210
ph 617-517-5510, fax 888-325-9092, spatton@eapdlaw.com

Boston Patent Law Association
8 Fanuiel Hall Marketplace
Boston, MA 02109
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