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PRESIDENT’S MESSAGE

by Lee Carl Bromberg, Esq., Bromberg & Sunstein LLP
coordinating comment on controversial
areas of practice, and providing a means
for our members to maintain strong
connections with their fellow
professionals, both in this area and
through national and international
intellectual property organizations.
Our field of practice continues its
expansive growth as intellectual property
assets gain increasing importance in a
world economy driven by technology and
information technology developments,
and continues to provide us, as
practitioners, with expanding challenges,
excitement and interest. Our field is also
constantly evolving, sometimes in an
effort to catch up with technological
President Lee Carl Bromberg
change. Sometimes political winds bring
changes in rules, legislation and even in
A new year brings New Year’s
court rulings. The Supreme Court has
resolutions. It is good to make those
shown an unusual level of interest in
resolutions, but it is often hard to keep
intellectual property cases and could
them.
hand down rulings this year that may
The Boston Patent Law Association profoundly affect our areas of practice.
In addition, the United States Patent and
intends to keep its resolution to have a
Trademark Office (“PTO”) continues to
great year in 2007. We have an
outstanding roster of talented members, present its view that significant
energetic committee chairs, and a strong regulatory changes in the patent
Board. We are committed to our mission examination procedure need to be
implemented to speed the application
of serving the Boston and greater New
process and improve its quality.
England intellectual property law
community by providing an organization
Commissioner for Patents, John
dedicated to the concerns of our
Doll, gave a lively Keynote Address at our
members, continuing legal education
Annual Meeting on December 6, 2006,
programs, networking events, public
presenting the view of the PTO on the
service and pro bono activities,

proposed PTO rule changes,
acknowledging the controversy it has
generated, and inviting critical comments
from the audience. BPLA members were
not shy in presenting various critiques of
some of the proposed PTO rule changes.
We may also expect further efforts
at legislative changes in this new year as
in prior years. This year the added
feature of a change of party control in
Congress may fuel additional legislative
initiatives aimed at efforts to reform the
patent system, efforts to refine the
copyright law, and other issues.
In connection with the dramatic
developments which we expect to see
over the course of 2007, BPLA committee
chairs are already planning exciting CLE
programs to provide insight into these
new areas. To mention just a few, the
Patent Law Committee will look at
significant cases before the Supreme
Court and provide commentary on the
impact of anticipated rulings in a
program slated for this Spring. The
Patent Office Practice Committee,
possibly in conjunction with other
committees, will take a careful look at
new PTO regulations, once the PTO pulls
the trigger on its new rules, probably in
mid-year. In the Fall, the Trademark and
Unfair Competition Committee will review
trademark developments of interest.
(Continued on page 4)
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BPLA AMICUS BRIEF IN
MEDIMMUNE v. GENENTECH

LICENSING IN VIEW OF THE
MEDIMMUNE v. GENENTECH
SUPREME COURT DECISION

b y Erik Paul Belt, Esq., Bromberg & Sunstein LLP
This past July, Bromberg & Sunstein LLP, on behalf of the
Boston Patent Law Association, filed an amicus curiae brief in
MedImmune, Inc. v. Genentech, Inc. et al., which the United
States Supreme Court decided on January 9, 2007. The brief
argues that, contrary to MedImmune’s position that the United
States patent system is broken, the patent system is working
quite well, and thus, does not require the drastic change in
patent law MedImmune advocated in the underlying litigation.
The legal issue in this case is whether a licensee in good
standing should be allowed to challenge the validity of a
licensed patent without first breaching the licensing agreement. The traditional rule is that a licensee must first breach
the license agreement to create an “actual controversy” for
declaratory judgment jurisdiction. Only then may the licensee
challenge the patent in federal court. MedImmune, however,
wanted to preserve its favorable license terms in the event
that its challenge was unsuccessful and, thus, sought a declaratory judgment without first breaching the agreement. To
bolster its argument that it should be allowed to challenge the
licensed patent without first breaching the license agreement,
MedImmune and its amicus, the United States, argued in part
that, as a matter of public policy, a departure from the actual
controversy requirement is justified by the need to challenge
an alleged overwhelming plague of invalid patents. Specifically, they argued that the patent system is broken and that
the increasing numbers of patent applications have swamped
the United States Patent and Trademark Office, leading to
a plague of invalid patents, which are stifling competition and
innovation. Ridding the country of these invalid patents would
be a great public service, they argued.
The purpose of the BPLA’s amicus brief was to present
an accurate picture of the current health of the patent system.
Bromberg & Sunstein, thus, went looking for the plague of bad
patents, and, quite to the contrary, found that the PTO examiners have been adapting well to the rising application volume.
All patent applications are not rubber stamped, as MedImmune
would have the Court believe. Rather, the evidence showed
that patent examiners are becoming more selective, even as
the number of applications climbs. In fact, in 2005, the PTO
allowed less than 50% of all patent applications, which was
a marked decrease from the 70% to 80% grant rates
of the 1970s.
Thus, the BPLA argued that the situation is not so dire
as to justify a radical departure from the constitutional case
and controversy requirement for federal jurisdiction. PTO
quality control reforms, such as a second level of supervisory
review and improved resources for prior art searching, plus the
ever present safety valve of reexamination, work well enough
that no drastic measures are required. This argument is especially forcible given that MedImmune’s proposed solution conflicts with the policy to promote the settlement of litigation
through patent licensing.
(Continued on page 8)
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by Susan G. L. Glovsky, Esq. and Deirdre E. Sanders, Esq.
Hamilton Brook Smith Reynolds
It is imperative that licensees take stock of their licenses by
studying the license terms, accounting for the royalties they
are paying for each patent they have licensed, and obtaining
advice on whether the patent is valid and covers the products
for which royalties are being paid. Armed with that information, licensees can make an informed decision regarding
whether to bring a declaratory judgment action like the one in
MedImmune v. Genentech, 2007 U.S. LEXIS 1003 (January 9,
2007).
In MedImmune, the Supreme Court indicated that the
license at issue did not have a provision prohibiting a challenge
to the validity of the patents, indicating that a prohibition cannot be implied from the mere promise to pay royalties on
patents. The decision did not address the enforceability of
license terms that provide for negative consequences if the
licensee brings the challenge. Other licenses could contain
a provision that will be triggered by the commencement of
an action attacking the patent’s validity or the obligation to pay
a royalty. A decision to proceed with an attack on licensed
patents and their coverage as a result of the MedImmune decision requires an analysis of the terms of the license agreement
to see if specific prohibitions are included, and to assess
the risks they pose.
Future license negotiations need to be guided by the
changes brought on by MedImmune. Beginning the instant
the MedImmune decision became available (and perhaps before), attorneys have been diligently developing strategies for
license negotiations and working to create the best provisions
to add to licenses. Strategies for patentees to consider include
requiring a lump sum payment at the time the license is executed or, if the licensee cannot afford a lump sum payment,
providing for a greater up front payment than in the past, so
that continuing validity of the patent becomes irrelevant or less
significant. If the patentee wants to have the amount paid
depend on the success of the licensed product instead of
a lump sum payment, rather than have an agreement that
depends on a patent’s validity, a patentee can take an immediate transfer of an equity interest in the potential licensee in
exchange for the license, or can even consider acquiring
the licensee.
As a further strategy, patentees should consider a provision
that the license is terminable by the patentee if the licensee
commences a declaratory judgment action that challenges
the patent or its coverage, or, alternatively, provide for
a greater royalty upon commencing or upon losing such an
action. Possible provisions are limited only by the imagination;
a determination of their enforceability, like many issues raised
by MedImmune, requires patience while cases arise and work
their way through the courts. ◊
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2006 Annual Meeting Photos

Lee Carl Bromberg, John Doll,
Ingrid A. Beattie

Lee Carl Bromberg, Joseph M. Maraia,
Ingrid A. Beattie , John Doll

Chinh H. Pham and Lee Carl Bromberg

Mark B. Solomon and Joseph M. Maraia

Maura K. Moran and Timothy French

Jacob Erlich and Barry D. Josephs
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Dawn Janelle and Donna Fisher
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Jeremy S. Forest, David J. Brody, Michael
Bergman, Weber Hsiao

(continued)

Edward S. Roman, Walter Dawson, Peter
Dulchinos, Wolfgang Stutius

Outgoing President Ingrid A. Beattie

Incoming President Lee Carl Bromberg
makes his inaugural address

Ingrid A. Beattie presents BPLA gavel to
Lee Carl Bromberg

Barry D. Josephs asks a question to
Commissioner of Patents John Doll

Bruce D. Sunstein asks a question to
Commissioner of Patents John Doll

Commissioner of Patents John Doll
makes his keynote speech and answers
questions from BPLA members

President’s Message
(Continued from page 1)

We also anticipate that the PCT seminar will again be offered for the benefit of practitioners in this area later in the Fall.
At the Annual Meeting I talked about the great resources we have in the Boston area for handling intellectual
property cases, including a strong judiciary experienced in patent cases, great litigation talent, a deep pool of outstanding,
technically trained patent professionals, scientific and engineering experts from most any discipline at our world-class universities and research institutes, accountants, economists and marketing gurus experienced in IP cases, an educated jury
pool, and a great group of talented ADR professionals for resolving cases by mediation, arbitration or otherwise. At the
Boston Patent Law Association we intend to raise consciousness concerning the availability of these outstanding resources
for the handling of intellectual property matters right here. In that connection, we also hope to enlist the interest and
participation of other bar associations, and also to promote additional communication with our talented judicial officers in
an effort to make the handling of intellectual property litigations and controversies in our area as user friendly as possible.
All work and no play has its limitations. We expect to have social events for young lawyers and law students,
a great Judges Dinner on May 4th, an enjoyable outing in July to a Red Sox game, and other events during the year
where we can share both professional and broader interests.
It is my honor to serve as your President, and I will do my best to help the BPLA keep its New Year’s resolutions. ◊
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2007 DECISION MOVES THE KEYWORD AND META TAG GOALPOSTS
by Amy L. Brosius, Esq., Fish & Richardson, P.C.
The latest ruling in the battle over
trademarks used as keywords issued
earlier this month from the Eastern
District of Pennsylvania. On January 4,
the court in J.G. Wentworth, S.S.C. Ltd.
P’ship v. Settlement Funding LLC, No.
06-0597, 2007 U.S. Dist. LEXIS 288,
(E.D. Pa. 2007) granted the defendant’s
motion to dismiss, finding that although
defendant’s purchase and use of the
plaintiff’s trademarks as keywords
through Google’s AdWords® program
and the defendant’s use of the same
marks as meta tags on the defendant’s
website, both qualified as use of plaintiff’s mark in commerce, such use was
unlikely to result in any consumer confusion.
The plaintiff, J.G. Wentworth, is
a major player in the structured settlement industry. Its nearest competitor
in the field is the defendant, Settlement
Funding. The defendant allegedly purchased the keywords “J.G. WENTWORTH” and “JG WENTWORTH”
through Google’s AdWords® program,
a mechanism which generates targeted
paid advertising under a banner called
“Sponsored Links” every time a user
types a keyword into the Google search
engine. Plaintiff further alleged that the
defendant had embedded its trademarks into the HTML code of defendant’s website, causing defendant’s
website to appear among the list of
traditional (non-paid) search results
generated by search engines, including
Google. Plaintiff filed suit against de-

ment, false representation, and related
claims. The court considered plaintiff’s
arguments but ultimately decided that
as a matter of law defendant’s actions
would not result in even initial interest
confusion.
This case is noteworthy for a number of reasons. First, the court elected
to follow the reasoning of the District
of New Jersey in last October’s Buying
for the Home, LLC v. Humble Abode,
LLC, 2006 WL 3000459 (D.N.J. Oct.
20, 2006). The court determined that
when defendant purchased and used
plaintiff’s trademark as a keyword for
the purpose of triggering paid advertising, this constituted use of plaintiff’s
trademark in commerce. In support,
the court pointed to Sections 1114 and
1125 of the Lanham Act which prohibit
the use in commerce of another’s
trademark “in connection with the
sale, offering for sale, distribution, or
advertising of any goods or services”
or “in connection with any goods or
services.” See 15 U.S.C. §§ 1114(1)
and 1125(a)(1) (emphasis added). It
is unclear whether the court would
have reached this same conclusion
were defendant using plaintiff’s trademark as a keyword to generate advertising for a product, versus defendant’s financial services. That is because the Lanham Act’s definition of
“use in commerce” of a mark for
goods is different and arguably more
restrictive than the definition of use of
a mark on services. Use in commerce

2006 Annual Meeting Photos

John Doll and Lee Carl Bromberg

Winner of Writing Competition:
Matthew Leary
congratulated by Neil P. Ferraro
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for goods is limited to instances where
a mark is “placed in any manner on
the goods or their containers or the
displays associated therewith or on the
tags or labels affixed thereto” whereas
use in advertising is sufficient for services. 15 U.S.C. § 1127. Ultimately,
the court reasoned that both defendant’s use of the mark as a keyword
and as a keyword meta tag does constitute use in commerce because “[b]y
establishing an opportunity to reach
consumers via alleged purchase and/
or use of a protected trademark, defendant has crossed the line from internal use to use in commerce under
the Lanham Act.”
Once the court had answered the
use in commerce inquiry, it turned to
whether defendant’s use was likely to
result in consumer confusion. There,
the court determined that defendant’s
actions could not result in any actionable likelihood of confusion, not even
under an initial interest confusion theory. Generally, initial interest confusion will arise when a defendant uses
a mark that misleads consumers into
believing defendant’s goods are associated with plaintiff, even if the consumer ultimately rectifies any confusion before a purchasing decision is
made. Because defendant’s website
did not use plaintiff’s marks in any way
discernable to the public, the court
reasoned, there could be no confusion: “Due to the separate and distinct
(Continued on page 8)

(continued)

Ingrid A. Beattie and John Doll
Photographs contributed by Ingrid A. Beattie
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Section 135(b) Anxiety: Is Copying Claims Enough to Keep You out of 135(b) Trouble?
by Donna M. Meuth, Esq., WilmerHale LLP
The Contested Matters Committee
held a meeting on December 14, 2006 at
the Marriott Long Wharf to discuss the
recent Federal Circuit opinion in Regents
of the University of California v. University of Iowa Research Foundation, 445
F.3d 1371 (Fed. Cir.), reh’g denied, reh’g
en banc denied, 2006 U.S. App. LEXIS
27583 (Fed. Cir. 2006) (unpublished
decision). Committee Co-Chairs Michael
McGurk and Donna Meuth provided brief
summaries of the decisions by the Board
of Patent Appeals and Interferences and
the Federal Circuit. Susan Glovsky, also
a Committee Co-Chair, moderated the
discussion amongst the guest speakers.
The Committee was honored to have as
the guest speakers the counsel representing University of California, R. Danny
Huntington and Malcolm McGowan, from
Bingham McCutchen LLP, and counsel
representing University of Iowa, Lawrence Green and John Van Amsterdam
from Wolf, Greenfield & Sacks, PC.
Counsel presented many insights into the
case and discussed important issues
raised by the Federal Circuit’s decision.
Because §135(b) acts as a statutory bar,
how to copy claims and satisfy the statute is a very important issue for those
handling patent prosecution as well as
interference counsel.
Section 135(b)(1) states:
A claim which is the same as, or
for the same or substantially the
same subject matter as, a claim
of an issued patent may not be
made in any application unless
such a claim is made prior to one
year from the date on which the
patent was granted.
35 U.S.C. §135(b)(1) (2000).
The Iowa patent issued on March
27, 2001, from an application that was
filed on October 30, 1996. California’s
application was filed on January 30,
1996. On October 31, 2001, California
“copied” claims from the Iowa patent
and requested that an interference be
declared between the two parties. The
claims were not copied exactly, as they
were based upon language in the California specification. In prosecution, the
Examiner rejected the California claims
under 35 U.S.C. §112, first paragraph.
A response to the Official Action was filed

May 10, 2002, just after the one-year
anniversary of the issuance of the Iowa
patent, adding new claim 205. Claim
205 was presented to overcome the
§112(1) rejection and recited:
205. A method for suppressing
an allergic response to an antigen
in a mammal susceptible to an
allergic reaction to said antigen
which stimulates production of
allergy-associated IgE antibodies
in the mammal, comprising parenterally administering to the
mammal (a) an effective amount
of an immunostimulatory nucleic
acid in a plasmid, said immunostimulatory nucleic acid comprising 5’CG3’, wherein C is unmethylated, and (b) an effective
amount of the antigen produced
as the antigen per se or as
a polynucleotide encoding
the antigen.
Claim 205 differed from prior claim
204 by reciting “mammal” as opposed to
“vertebrate,” adding “parenterally” prior
to “administering” and defining the antigen as being “produced as the antigen
per se or as a polynucleotide encoding
the antigen.”
Iowa filed a motion for judgment
that California’s claim 205 was barred
because it was added more than a year
after the issuance of the Iowa patent.
Iowa argued that claim 204 had been
rejected under 35 U.S.C. §112 and claim
205 included material differences from
claim 204 (see italicized language in the
claims). Thus, according to Iowa, claim
205 was not for “the same or substantially the same” invention as recited in
claim 204, and, because it was added
after the critical date, it should be barred
under §135(b).
California argued that when it filed
claims 202-204 within a year of the issuance of the Iowa patent, it met the requirement of §135(b)(1). Under this
argument, additional claims, such as
claim 205, could be added and would not
be barred under §135(b)(1). According
to California, having already filed claims
that satisfied section §135(b)(1), that
section no longer bars any subsequent
claim. Consistent with California’s position, the §135(b)(1) analysis would ex-
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amine claims that had been pending
prior to the critical date, where the
“critical date” is the date one year after
the issuance of the patent relevant to the
§135(b)(1) analysis.
The Board granted Iowa’s motion
and held claim 205 unpatentable to California. The Federal Circuit upheld the
Board’s decision. According to the Federal Circuit, the correct inquiry under 35
U.S.C. §135(b)(1) is whether any claim
filed before the critical date is materially
different from the later-filed application
claim. To establish entitlement to earlier
effective date of existing claims to satisfy
§135(b)(1), a party must show that the
claim filed after the critical date does not
differ from at least one earlier claim in
any “material limitation.” The position
that any claim filed within the critical
time period supports, for §135(b)(1)
purposes, any later added claims, regardless of relationship between pre- and
post-critical date claims, was found to be
inconsistent with both the language of
and the policy underlying §135(b)(1).
Section 135(b) was determined to be
a statute of repose that places a time
limit on patentee's exposure to interference proceedings.
It is noteworthy that Iowa failed in
its effort to have the motion for judgment be the only motion that was filed,
despite arguing that, if granted, it would
make all other motions unnecessary.
Instead, the parties filed, took testimony,
and briefed 17 motions at an enormous
cost to both sides. Once the Iowa motion was decided in Iowa’s favor, the
remaining motions were determined to
be unnecessary.
Counsel for Iowa and California had
differing opinions regarding whether the
decision was a change in the law of §135
(b). Whether or not the law is changed
by this case, this precedent could drastically alter how claims are copied and
prosecuted to provoke an interference.
In particular, the case teaches that applicants have to be more cognizant of claim
amendments made after the §135(b)
critical date and whether they introduce
any new “material limitations.” In addition, when faced with a rejection, parties
(Continued on page 8)
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E-Discovery
The Rules Catch Up to Reality
by David J. Brody, Esq., Hamilton Brook Smith Reynolds
Litigation discovery has been drawn progressively
deeper into the electronic realm as electronic communication and records have permeated the world. Litigants
have often coped with electronic discovery on an ad hoc
basis. However, recent amendments to the Federal
Rules of Civil Procedure make e-discovery an integral
part of litigation. Although they only control federal litigation, state courts are also using the amendments for
guidance.

One. A description by “category and location” of all electronically stored information that the company may want
to use to support its claims and defenses.
Two. Steps that the company can live with for the preservation of electronic evidence to guide what can be
demanded of the other side without fear of “what’s sauce
for the goose is sauce for the gander.”
Three. The names of employees who are knowledgeable
about the storage and retrieval of electronic files, and
employees having custody of pertinent electronic documents.

As soon as the prospect of a lawsuit arises, counsel
will promptly need a map of the client’s computer and
electronic storage systems to create a “litigation hold” for
preservation of all relevant electronic files. To protect
against a charge of spoliation of evidence resulting from,
for example, deletion of e-mails, re-assignment of a departed employee’s PC to another employee, or overwriting of back-up tapes, the litigation hold must take
into account all forms of electronic files, such as e-mails,
electronic presentations, calendars and task lists, instant
messaging, electronic voice mails, CAD/CAM files, and
electronic R&D, to name only a few. The hold must also
take into account all electronic storage that exists
throughout the organization, for example, servers, individual PC hard drives, back-up tapes, DVDs, memory
sticks, ftp sites, employees’ home computers that can
remotely access the company’s servers, and Blackberry®
and other “smart” phone devices.

Four. A list of each computer and electronic storage
device that likely contains any materials pertinent to the
litigation, a list of each operating system that is used on
those devices, and a list of each application used for any
of the pertinent electronic files.
Five. The format in which the various types of electronic
files are stored.
Six. The amount of time that the company’s IS personnel will require to locate and turn over all the electronic
files that need to be evaluated for possible production.
Seven. The company’s electronic document retention
policy, and the extent to which the policy may not have
been followed.
Eight. Problems of retention of electronic storage
devices still in use that might contain pertinent files.

The new rules contain a safe harbor against sanctions for destruction of electronic files that occurs because of “routine, good faith operation of an electronic
information system.” However, the safe harbor requires
“good faith.” Therefore, when file deletion that was previously routine continues to occur during litigation because of an incomplete map of the organization’s computer environment, a litigant may lose the safe harbor
protection.

Nine. Identification of specific sources of electronic files
that are not “reasonably accessible” and cannot be
searched without “undue burden or cost,” such as backup tapes and legacy documents.
Merely reciting this partial list emphasizes the risk of
delaying its collection until an actual lawsuit presents
itself, when the need for quick decisions and action can
lead to costly and prejudicial mistakes. The list also
makes clear the critical need for close collaboration between counsel and the company’s IS specialists. ◊

Counsel will need the following nine pieces of information, and more, to fashion a litigation hold, and also
for the initial disclosures that must be served on the opposing party, and for negotiation of the terms that will
govern discovery.

Notice to Committee Chairs
We would like to know of any upcoming
events, whether CLE or brown bag lunches,
that the committees are planning. We are
happy to promote your events in our newsletter listings, and welcome descriptions of your
planned events for publication.
Please contact: vice-president@bpla.org

SAVE THE DATE
May 4, 2007
BPLA Annual Judges Dinner
Federal Courthouse Boston
Keynote Speaker:
Dean Kamen
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BPLA Amicus Brief in
MedImmune v. Genentech

Keyword and Meta Tag Goalposts

Section 135(b) Anxiety

(Conotinued from page 5)

(Continued from page 6)

nature of the links created on any of
the search results pages in question,
potential consumers have no opportunity to confuse defendant’s services,
goods, advertisements, links or websites for those of plaintiff.”

should consider whether it is best to
appeal cases involving copied claims to
obtain allowance rather than amending the claims. In many cases, this
will prolong prosecution of cases involving copied claims and will increase
the time prior to declaration of an
interference with an issued patent.

(Continued from page 2)

In an 8 to 1 decision announced
on January 9, 2007, the Court reversed the Federal Circuit’s affirmance
of the district court’s dismissal of the
declaratory judgment action, holding
that an Article III case or controversy
existed. The Court, however, remanded the case for further consideration of discretionary and prudential
factors. In other words, even if a case
or controversy existed sufficient to
confer Article III jurisdiction, a court
still may refuse to hear the case on
equitable or policy grounds.
Erik Belt, with assistance from
associate Keith Toms and summer
associate James McGrane, wrote the
brief, a copy of which may be found
on the BPLA website. ◊

UPCOMING EVENTS
March 7, 2007
Young Lawyers and Law Students
Committee Event at Suffolk Law
School
March 16-18, 2007
34th Annual AIPLA Giles Rich
Memorial Moot Court Competition
Friday, May 4, 2007
Annual Judges Dinner
at the Federal Courthouse
Thursday, July 19, 2007
Annual Summer Outing
Boston Red Sox v. Chicago White Sox
7:05 p.m.
Wednesday, December 5, 2007
2007 Annual Meeting

A limited number of books from
the recent PCT Seminar are now
available for purchase, $75.00.
First come, first served.
Please contact Paula Bramwell
at Mintz, Levin, Cohn, Ferris, Glovsky
and Popeo, P.C.
Phone: 617-348-4950
E-Mail: pjbramwell@mintz.com

Perhaps the most noteworthy part
of the decision is the court’s wholesale
rejection of the 9th Circuit’s Brookfield
Communications, Inc. v. West Coast
Entertainment Corp., 174 F.3d 1036
(9th Cir. 1999) decision which found
liability where a defendant used
another’s trademark in meta tags.
The court found that the 9th Circuit’s
characterization of meta tag-driven
search engine results was not accurate, stating:
I respectfully disagree with the
Ninth Circuit’s conclusion in Brookfield. The [Brookfield] Court asserted that “[w]eb surfers looking
for [plaintiff’s] “MovieBuff” products who are taken by a search
engine to [defendant’s website]
will find a database similar
enough . . . such that a sizeable
number of consumers who were
originally looking for [plaintiff’s]
product will simply decide to utilize
[defendant’s] offerings instead.”
Id. I find this to be a material mischaracterization of the operation of
internet search engines. At no
point are potential consumers
“taken by a search engine” to defendant’s website due to defendant’s use of plaintiff’s marks in
meta tags. Rather, as in the present case, a link to defendant’s
website appears on the search
results page as one of many
choices for the potential consumer
to investigate.
It will no doubt be interesting to
see what other courts make of this
assessment of Brookfield. ◊

Monday, February 26th
is the deadline
for submissions to the
BPLA April 2007 Newsletter.
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Counsel for Iowa and California
both offered advice regarding how to
prosecute cases where claims are copied in order to satisfy §135(b). Suggestions included diligently monitoring
competitors’ patents, publications and
filings to allow claims to be copied as
early as possible. Adding multiple
versions of each “copied” claim, with
varying levels of support and different
limitations was also suggested to
maximize the chance that at least one
“copied” claim would be allowable
without amendment. During prosecution, an interview to discuss any issues
with the claims should be requested
early, prior to the §135(b) date.
Involving the Interference Practice
Specialist (every Technology Center
(TC) has at least one Interference
Practice Specialist (IPS), whom the
Examiner must consult when suggesting an interference to the Board of
Patent Appeals and Interferences) at
an early time to discuss any issues
arising during prosecution was also
advised. Filing a Request for Interference or identifying the possibility of
an interference should result in the
Interference Practice Specialist becoming involved in the prosecution (MPEP
2302 states that “when an examiner
first becomes aware that a potential
interference exists or any other interference issue arises during prosecution
of an application, the examiner should
bring the matter to the attention of
an IPS in the examiner's TC”). ◊
Article Submission
If you would like to write an article
for an upcoming issue of the
Boston Patent Law Association’s
Newsletter, please contact:
Mark Solomon, BPLA Vice President
at vice-president@bpla.org
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CAREER OPPORTUNITIES
CHEMICAL PATENT COUNSEL
Eisai Research Institute
Diverse responsibilities include
licensing, counseling, opinions,
client education, and supervising
outside counsel on pharmaceutical
prosecution matters. Responsible
for at least three projects/teams
in different stages of development.
Day or single-overnight travel to
East Coast sites (4-6 times/year).
Chemistry or biochemistry degree,
preferably graduate degree;
7+ years USPTO registration;
6+ years as an attorney.
For more information, please visit:
www.eisairesearchinstitute.com
We are an equal opportunity
employer. M/F/D/V
Inquiries can be made to:
Melissa Belliard, PHR at
hr_eri@eri.eisai.com
SMALL PRACTICE TAKEOVER
OPPORTUNITY
North Shore solo practitioner with
flourishing patent prosecution practice specializing in digital systems,
needs to slow down, and is looking
for someone who can help out now
and take the lead role in the practice
in the near future. Good opportunity
for an experienced practitioner who
is tired of commuting and/or wants
to run his/her own show, or for a
law firm that wants to acquire a going practice in the digital systems
area together with part-time help
running it.
Please send replies in confidence to:
Gordon E. Nelson, Patent Attorney, PC
P.O. Box 782
Rowley, MA, 01969
E-mail: genelson@comcast.net
978-948-7632

PATENT ASSOCIATES
Nutter McClennen & Fish LLP
Seeks patent associates with 3-5
years of patent prosecution experience. Qualified candidates will have
prior law firm experience and
a strong background in Electrical,
Mechanical or Chemical Engineering. Persuasive advocacy skills,
strong interpersonal skills, technical
knowledge and superior writing
ability are essential.
Nutter’s patent practice, which is on
par for both quality and clients with
the most elite firms in the country,
represents clients who develop and
produce new technologies, including
blue chip companies developing cutting edge medical devices. This is an
exciting opportunity for bright and
dedicated mid-level associates with
an interest and ability to work at the
cutting edge of law and technology.
Nutter ranked first in Boston and
among the top five firms in the country in The American Lawyer 2006
Midlevel Associate Survey.
Please send resume to:
Terese Cunningham
Legal Hiring Manager
Nutter McClennen & Fish LLP
World Trade Center West
155 Seaport Boulevard
Boston, MA 02210
E-mail: tcunningham@nutter.com
www.nutter.com

Job Postings
To place an employment ad on the
BPLA website for 3 months
and in a quarterly
BPLA Newsletter
Please contact:
vice-president@bpla.org
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COUNSEL
Abbott Laboratories, Worcester MA
Follow your aspirations to Abbott for
diverse opportunities, competitive
salaries, great benefits, a 401(k)
retirement savings plan, a company
paid pension plan and profit sharing,
all with a company providing the
growth and strength to build your
future.
Job Description
Prepare and prosecute patent applications (biologics, including antibodies, and pharmaceutical technologies) in support of worldwide pharmaceutical business. Conduct freedom-to-operate and due diligence
analyses. Advise client with respect
to impact of patent laws/regulations
on pharmaceutical products. Draft
and provide comments and/or
approve various types of contracts
and licenses.
Skills/Experience Requirements
JD and USPTO registration. Patent
preparation and prosecution experience (4-5 years) required. Law firm
experience preferred and/or in-house
biotech experience preferred, but not
required. Excellent oral and written
communication skills.
Education Requirements:
PhD Biological Science
Abbott welcomes and encourages
diversity in our workforce. EEO/AA
To apply for this position, please visit
us at:
https://jobs.brassring.com/1033/ASP
/TG/cim_jobdetail.asp?jobId=419555
&type=search&JobReqLang=1&recor
dstart=1&JobSiteId=50&siteid=50&P
artnerId=281&codes=BPL

Boston Patent Law Association Newsletter

CAREER OPPORTUNITIES
IP DIRECTOR

PATENT ASSOCIATES

Care of: King's Mark Group Inc.
Publicly traded pharmaceutical
company with an entrepreneurial spirit
seeks an IP Director to manage and
drive their patent portfolio. The company is developing small molecules to
treat various diseases, including various
CNS diseases and has an array of products which extends from pre-clinical to
marketed product.

Hamilton Brook Smith Reynolds
The company has a very generous
compensation and benefits package.
Compensation package will include competitive base salary, company bonus and
stock incentives.
Inquiries can be made to:
IPDirector@regulatory-net.com

Or by telephone:
This is a key position within the organi- Dana Costigan at (617) 395-8854
zation. Your knowledge of small
molecules and your ability to ask prob- To view other available positions, go to:
ing questions in a way that will unleash www.regulatory-net.com/careers.html
creative thinking regarding the potential
for the compounds will allow you to
successfully draft patents that provide
PATENT ATTORNEY/PATENT
maximum protection for the portfolio.
AGENT
Job Summary:
Bromberg & Sunstein LLP
The incumbent will manage intellectual
A leading Boston law firm with
properties, manage technology transfer,
a focus on intellectual property,
conduct scientific and legal evaluations
seeks patent attorney or agent with
of proprietary technologies, and assist
1-5 years experience, strong acawith corporate due diligence and busidemic credentials, and exceptional
ness development as it relates to
analytical skills and writing ability.
product development and evaluation.
While our patent practice emphasizes
You will lead the IP strategy and perportfolio development using strategic
form and coordinate daily IP legal and
filings, our patent professionals also
administrative duties. You will also work
work with our IP litigators in developwith interdisciplinary drug discovery
ing enforcement and defense strateand development teams to capture and
gies. Patents from our office, in
protect inventions related to company
a wide range of technologies, have
products.
been involved in multi-million dollar
Minimum Qualifications:
litigation recoveries.
•
Four plus years experience in the
We offer a rewarding and stimulating
pharmaceutical/biopharmaceutical
career in a firm that recognizes merit
industries performing patent
and outstanding representation of
searches, drafting patent applicaour clients. Our ideal candidate is a
tions, preparing and negotiating
vigorous advocate who enjoys workintellectual property license agreeing in a congenial atmosphere.
ments, and advising concerning IP
Please send resume and writing samprotection and commercialization
ples to:
strategies.
•

Experience in Matrix Management
environment.

•

PhD or MS in Chemistry or Organic
Chemistry is preferred.

•

Position open to Patent Agent or
Patent Attorney.

HR Director at
Employment@bromsun.com
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Seeks patent associates with 3+
years of patent prosecution experience. Qualified candidates will have
prior law firm or in-house experience and a strong background in
Electrical or Mechanical Engineering,
Biology, Chemistry, Molecular Biology, and/or Biochemistry. Advanced
degrees or equivalent industry experience preferred.
All positions require:
•

License to practice in Massachusetts or the willingness and
ability to be so licensed.

•

Law degree from an accredited
law school and high academic
achievement in technical and
law programs.

•

Demonstrated ability to work
directly with clients and develop
and execute service strategies.

•

Strong writing and verbal communication skills.

We invite you to be a part of
a dynamic IP practice and avoid the
hassles of the urban commute.
To be considered for a position,
please submit a resume, cover letter, transcripts and writing samples
in confidence to:
Elizabeth Cerrato
Director of Human Resources
Hamilton Brook Smith Reynolds
530 Virginia Road
P.O. Box 9133
Concord, MA 01742-9133
E-mail: legalrecruiting@hbsr.com
www.hbsr.com
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BPLA Committee Chairs
ACTIVITIES & PUBLIC RELATIONS

INTERNATIONAL & FOREIGN PRACTICE

activities@bpla.org

international@bpla.org

Erik Paul Belt (617) 443-9292

Deirdre E. Sanders (978) 341-0036

Courtney M. Quish (617) 443-9292

John N. Anastasi (617) 395-7000

AIPLA MOOT COURT

LICENSING

mootcourt@bpla.org

licensing@bpla.org

Thomas M. Johnston (617) 573-5805

Paul D. Burgess (781) 674-7816

Amy Brosius (617) 542-5070
AMICUS

LITIGATION
litigation@bpla.org

amicus@bpla.org
Erik Paul Belt (617) 443-9292
Robert M. Abrahamsen (617) 646-8256
ANTITRUST LAW
antitrust@bpla.org
Justin J. Daniels (617) 573-4826
Kathleen B. Carr (617) 951-3326
BIOTECHNOLOGY
biotechnology@bpla.org
Gregory J. Sieczkiewicz (617) 526-9734
Christine M. Wise (978) 341-0036
CHEMICAL PATENT PRACTICE

Matthew Lowrie (617) 395-7000
Douglas C. Doskocil (617) 570-1215
PATENT LAW
patents@bpla.org
Maureen K. Toohey (617) 443-9292
Wendy Haller Verlander (617) 526-6005
PATENT OFFICE PRACTICE
patentofficepractice@bpla.org
J. Grant Houston (781) 863-9991
Inna S. Landsman (617) 367-4600 x242
PRO BONO
probono@bpla.org

chemical@bpla.org

Monica Grewal (617) 526-6000

James T. Olesen, Ph.D (617) 526-6045

Mary Rose Scozzafava (617)-526-6015

Lisa Dixon (617) 444-6396
COMPUTER LAW

TRADE SECRETS
tradesecrets@bpla.org

computer@bpla.org

Claire Laporte (617) 832-1210

John J. Stickevers (617) 443-9292

Vickie L. Henry (617) 832-1185

Steven J. Henry (617) 646-8238
CONTESTED MATTERS
contestedmatters@bpla.org
Susan Glovsky (978) 341-0036
Michael McGurk (617) 452-1600
Donna Meuth (617) 526-6010
COPYRIGHT LAW
copyright@bpla.org
Stephen Y. Chow (617) 854-4000
CORPORATE PRACTICE
corporate@bpla.org
Walter F. Dawson (978) 452-1971
James Cullem (978) 867-2311

TRADEMARKS & UNFAIR COMPETITION
trademarks@bpla.org
John L. Welch (617) 832-1000

WEBSITE COMMITTEE
website@bpla.org
Joseph M. Maraia (617) 526-9899
Neil P. Ferraro (617) 573-7867
Mark B. Solomon (978) 341-0036
YOUNG LAWYERS & LAW STUDENTS
younglawyers@bpla.org
Michelle Z. Bielunis (617) 439-2481
Doris Fournier (617) 348-1814
Scott J. Gerwin (617) 646-8243

David J. Cerveny (781) 418-1103

The Boston Patent Law Association
(BPLA) is an association of intellectual
property professionals, providing educational programs and a forum for the
interchange of ideas and information
concerning patent, trademark, and
copyright laws. Through a volunteer
Board of Governors and committees, it
organizes and hosts educational
seminars, social events, and conventions,
and comments on rules, legislation, and
judicial decisions impacting the profession.
Visit the BPLA at www.bpla.org.
Membership in the BPLA is available to
attorneys and other professionals
practicing intellectual property law within
the Federal First Judicial Circuit (Maine,
New Hampshire, Massachusetts, Rhode
Island and Puerto Rico). Applications for
membership can be obtained from our
web site at www.bpla.org. Full
membership for 2007(available only for
attorneys practicing within the First Circuit)
costs $90.00, Associate membership
(available to non-attorney intellectual
property professionals) costs $80.00.
Mailing list-only affiliation costs $35.00
The BPLA Newsletter is published four
times a year by the Boston Patent Law
Association. Articles appearing in the
newsletter represent the views of the
authors and do not necessarily carry the
endorsement of the BPLA.
Editor: Mark B. Solomon, Esq.
Contributors:
Ingrid A. Beattie, Esq.
Erik Paul Belt, Esq.
David J. Brody, Esq.
Lee Carl Bromberg, Esq.
Amy L. Brosius, Esq.
Susan G. L. Glovsky, Esq.
Donna M. Meuth, Esq.
Deirdre E. Sanders, Esq.
Letters to the editor, articles and job
postings are encouraged.
E-Mail all correspondence to:
vice-president@bpla.org
©2007 BPLA—All rights reserved.
Boston Patent Law Association
8 Faneuil Hall, Boston, MA 02109
Telephone: (617) 973-5021
www.bpla.org

ETHICS AND GRIEVANCES
ethics@bpla.org
Timothy A. French (617) 521-7015

Interested in playing a more active role in a committee?
Please contact the committee chair if you are interested in joining, switching, or taking a
more active participatory role in a committee.
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BOARD OF GOVERNORS OF

THE

BOSTON PATENT LAW ASSOCIATION

President Lee Carl Bromberg, Bromberg & Sunstein LLP, 125 Summer Street, Boston, MA 02110-1618
ph 617-443-9292, fax 617-443-0004, lbromberg@bromsun.com
President-Elect Leslie Meyer-Leon, IP Legal Strategies Group, P.O. Box 1210, Centerville, MA 02632-1210
ph 508-790-9299, fax 617-790-1955, LMeyer-Leon@abanet.org
Vice President Mark B. Solomon, Hamilton Brook Smith Reynolds, P.O. Box 9133, Concord, MA 01742-9133
ph 978-341-0036, fax 978-341-0136, mark.solomon@hbsr.com
Treasurer Lisa Adams, Nutter, McClennen & Fish LLP, World Trade Center West, 155 Seaport Blvd.
Boston, MA 02210-2604, ph 617-439-2550,fax 617-310-9550, ladams@nutter.com
Secretary J. Grant Houston, Houston Eliseeva, LLP, 4 Militia Drive, Suite 4, Lexington, MA 02421
ph 781-863-9991, fax 781-863-9931, grant.houston@ghme.com
Member (Past-President) Ingrid A. Beattie, Mintz, Levin, Cohn, Ferris, Glovsky & Popeo, P.C.
One Financial Center, Boston, MA 02111-2657, ph 617-542-6000, fax 617-542-2241, iabeattie@mintz.com
Member Neil P. Ferraro, Wolf, Greenfield & Sacks, P.C., 600 Atlantic Avenue, Boston, MA 02210-2206
ph 617-646-8000, fax 617-646-8646, nferraro@wolfgreenfield.com
Member Stephana E. Patton, Edwards Angell Palmer & Dodge LLP, 101 Federal Street, Boston, MA, 02210
ph.617-517-5510, fax 888-325-9092, spatton@eapdlaw.com
Member Joseph M. Maraia, Proskauer Rose, LLP, One International Place, 22nd Floor, Boston, MA 02110
ph 617-526-9885, fax 617-526-9899, jmaraia@proskauer.com
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