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gone into effect (November 1). They
have created a stir in the patent
prosecution community, and beyond,
as lawyers and companies scramble to
devise prosecution strategies that will
protect valuable inventions within the
requirements of the new Rules. One
wag has suggested that the new Rules
would certainly have curtailed the
prosecution activities of a New Jersey
inventor – Thomas Alva Edison; with
mock praise for the PTO in putting a
stop to the likes of Edison, he asks,
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The Boston Patent Law Association
has been quick to respond to the
release of the new Rules with a
September 25 seminar organized by
the Patent Office Practice Committee
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Deputy Director Brian E. Hanlon of the
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experienced practitioners Bruce D.
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(The Patent Reform Act of 2007, HR
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THE BOSTON PATENT LAW ASSOCIATION AND THE BOSTON PATENT LAW FOUNDATION’S
UPCOMING 2007 ANNUAL MEETING
By Kristine Ferrigno, Hamilton Brook Smith Reynolds

As compiled from a Boston Globe article of December 14, 2005 and various articles and press releases
preciation from President Gerald Ford for
his service in the resettlement of Indochinese refugees in 1975, the Attorney
General’s Distinguished Service Award in
1984, an honorary degree from the Boston Latin School in 1990, and the Boston
Bar Association’s Citation for Judicial
Excellence in 2002.

The 2007 BPLA Annual Meeting will be
held at the Boston Harbor Hotel on
Wednesday, December 5, 2007 from
11:00 A.M. to 2:00 P.M. The Annual
Meeting is a time to reflect on the events
of the past year and preview the upcoming activities for 2008. Please join us at
the annual gathering. Details regarding
registration are available on the BPLA
website at www.bpla.org.
This year we are especially honored to
have Chief Judge Mark L. Wolf from the
District Court of Massachusetts join us to
deliver the keynote address. Judge Wolf
is well known for his campaign to expose
the FBI misconduct in the handling of
crime boss James “Whitey” Bulger.
Judge Wolf became Chief Judge on January 1, 2006 and will serve in that position for seven years.
Prior to becoming Chief Judge, Judge Wolf
was appointed United States District Judge
by President Reagan in 1985. A graduate
of Yale University and the Harvard University Law School, Judge Wolf was previously
a lawyer in private practice in Washington,
D.C. and Boston, Massachusetts. He also
served in the Department of Justice as a
Special Assistant to Deputy Attorney Gen-

Chief Justice Mark L. Wolf will be the
keynote speaker

Judge Wolf serves on the United States
Judicial Conference Advisory Committee
on Criminal Rules. He has previously
served on its Codes of Conduct Committee from 2002 to 2005, and Criminal Law
Committee from 1987 to 1994. He cochairs the District Court’s Judge David S.
Nelson Fellowship program. Judge Wolf
is also the Chairman of the Albert
Schweitzer Fellowship and the John William Ward Public Service Fellowship for
Boston Latin School students.

eral Laurence Silberman in 1974 and a
Special Assistant to Attorney General Edward H. Levi from 1975 to 1977. From
1981 to 1985, he served as Deputy United
States Attorney for the District of Massachusetts and as Chief of the Public Corruption Unit.

Judge Wolf has taught courses on the
role of the judge in a democracy at the
Harvard and Boston College Law
Schools. He has also lectured on this
subject and human rights issues in
Egypt, Cyprus, Turkey, The Czech Republic, Slovakia, Hungary and China. ◊

Judge Wolf received a Certificate of Ap-

(Continued from page 1 - President’s Message)

software industry, to move to a system which includes a first-to-file rule, universal publication at 18 months, post-grant
opposition proceedings and apportionment of damages. Small inventors and the biotech and pharmaceutical industries among
others, have stepped up opposition to the legislation, which is pending in the Senate (S 1145). As a result, the patent system
has found itself the unaccustomed subject of increasing press coverage. A full page ad appeared in “The New York Times” last
month (Oct. 10, 2007 at p. A13), asserting that the House-passed legislation violates the U. S. Constitution. The BPLA has been
challenged to keep our members up to speed on legislative developments and ways to protect the patent system from the more
extreme and uninformed efforts at “reform.”
Copyrights and trademarks remain vital parts of our practice area with their own exciting evolution in the face of new
technologies and the Internet. Our committees have been working hard to provide a forum for discussion and to present
educational programs for the benefit of our members and the bar at large. For example, on October 26, the Trademarks &
Unfair Competition Committee, under the leadership of Co-Chairs John Welch and Mark Robins, presented a unique seminar
event at Suffolk University Law School which included two actual proceedings before the Trademark Trial and Appeals Board
sitting in Boston, followed by discussion by a panel of trademark experts.
In the trade secrets area Committee Co-Chairs Clair Laporte and Vickie Henry presented a seminar on October 22. Still on the
BPLA agenda for this year – on November 28 and 29 – is the PCT Seminar, which is expected to draw hundreds of attendees for
a two-day program on this important area of practice.
Among the most dramatic developments of the past year has been the new interest of the Supreme Court in accepting and
addressing patent law cases. The BPLA has been active in filing amicus briefs and has already conducted a seminar on licensing
after Medimmune. Additional education programs are in the works to address the changes wrought by Supreme Court rulings
on subject matters of obviousness, injunctions, and the extraterritorial reach of U.S patent law.
The BPLA has also continued a strong tradition of public service and support for development of the profession in 2007. The
Boston IP Cases Task Force has made strides in improving bench-bar communications and is working on proposals for
(Continued on page 3)
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WHY DO PATENT EXAMINERS DO WHAT THEY DO

By John J. Stickevers, Esq., Bromberg & Sunstein, LLP and Steven J. Henry, Esq., Wolf, Greenfield & Sacks, P.C.
On Friday, June 22, 2007, the Computer Law Committee successfully
hosted a seminar at the Boston Harbor
Hotel entitled: “Why Do Patent Examiners Do What They Do?” The seminar
provided practitioners with insight into
Examiner training. The speaker for the
event was Deborah Reynolds, the Assistant to the Director of the Patent
Training Academy. Ms. Reynolds discussed the new Patent Training Academy (PTA) which began in May 2006
and graduated its first class in January
2007.
In the past, the PTO immediately assigned new examiners to Art Units
where they were trained by their Supervisors on live cases, with interspersed classroom training from time
to time. In contrast, the newly recreated PTA program provides an intensive 8-month program for new examiners in order to ensure consistent
basic training. In addition to structured teaching, the PTA assigns at
least one Supervisory Patent Examiner (SPE) to each new examiner, to
answer his/her questions and provide direct oversight of case-based
training during the Academy term.
Thus, the PTA should provide both
consistency and a higher quality of
examination moving forward, which
is good news for patent applicants
and prosecutors, particularly in view
of the new rules limiting the availability of continuations and RCEs.
The Academy includes both large
lectures and small labs of 16 examiners in similar technologies. Examiners
go through a multi-phased training
regime, wherein during the first 8
weeks they do group examination of
live cases and individually work on

sample applications. During the next 8
weeks (weeks 9-16) examiners begin
working individually on live cases with
their SPE training assistants, taken
from the dockets of the Art Units they
will be joining. It is interesting to note
that during this portion, examiners are
trained in computer searching using
databases including Dialog/STN, STIC,
and other foreign databases. During
the final phase, weeks 17-33, the examiners are taught advanced examination topics including final rejection
practice and evidence (affidavits and
declarations), and the examiners are
provided with an amendment workshop.
During the seminar, many questions
were asked and some new insights
were shed on the examining process.
For example, in-person interviews have
an advantage over telephonic interviews in that the time used for the

SAVE THE DATE
ADVANCED PCT PRACTICE SEMINAR

Wed. & Thurs., November 28 - 29
Holiday Inn
Boston, Massachusetts
On-Line Registration is available
at the BPLA Website www.bpla.org
interview is not counted toward the
Examiner’s target goal for disposition
of the case. Thus, examiners are more
apt to grant in-person interviews when
they do not have an obligation to do

so. The new examiners are now being
taught to include a person with signatory authority in on any interviews.
This is in stark contrast to the past
practice of requiring the applicant’s
attorney to request someone with signatory authority to be present. Examiners are also being told in the Academy that an Applicant is entitled to an
interview and that the interview
agenda form is optional, not required.
Pre-examination interviews are also
allowed and may be useful in complex
cases to facilitate examination. Those
in attendance also learned that the
entire “point” system for examiner
performance measurement is under
review and likely to change quite a bit.
While it is early to evaluate the new
PTA program, Ms. Reynolds believes
they are seeing improved work product
and that the PTA has been useful to
help spot new examiners having difficulty and provide early remediation
and monitoring of their progress.
There is a final exam at the end of
the PTA program, but the PTO is
not allowed, under Civil Service
rules, to make a specific passing
grade a criterion for continued employment as an examiner. However,
it is hoped that those with poor
grades will either work on improvement or leave the examining corps
voluntarily before their probationary
period of employment runs its
course.
Ms. Reynolds’ slides used during the
seminar are available for distribution
by emailing Committee Co-Chair
John Stickevers at
jstickevers@bromsun.com. ◊

(Continued from page 2 - President’s Message)

streamlining the progress of patent litigation in our federal courts. Our Pro Bono Committee has established a solid partnership
with WIPO in its program to advance the teaching of patent prosecution in developing countries. Our committees have
sponsored student-oriented programs and social networking events for members as part of the BPLA’s continuing program of
support for professionals of the intellectual property bar.
The dramatic developments of 2007 in our intellectual property practice area have added to the challenge and excitement of
our professional lives. They have also made my service as President of the Boston Patent Law Association even more
challenging, and more rewarding, than I had anticipated. Again I wish to thank the Board, the Committee Chairs and the
members of the Boston Patent Law Association for the privilege of serving as President over the past year, and for the hard
work and energy that you have collectively put in to make 2007 a great year for our organization. As I contemplate turning the
gavel over to my successor on December 5, I foresee another great year ahead under the leadership of President-Elect Leslie
Meyer-Leon. ◊
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ANNUAL SUMMER OUTING
Boston Red Sox vs. Chicago White Sox
On Thursday, July 19, despite cold rain and a delayed start, the BPLA’s Annual Red Sox
outing was a great success! Thanks to all those who came out to cheer on the Red Sox
and to catch up with friends and family. Next year, we will hope for a dry night and a
win for the Sox.

Barry Chapin, his wife Claire and Brittney
and Max are all routing for the home team

Lee Bromberg is enjoying Fenway Park
despite the rain delay

Christopher Lutz and his son Ryan

SAVE THE DATE
ADVANCED PCT SEMINAR

By Courtney M. Quish, Esq., Bromberg & Sunstein LLP
On November 28th and 29th, 2007, the BPLA will host its annual PCT Seminar at the Holiday Inn, 5 Blossom Street,
Boston, MA. This educational seminar is designed for patent attorneys, patent administrators, patent agents, patent
paralegals, and others seeking an in-depth understanding of the Patent Cooperation Treaty (PCT).
The seminar will focus on the PCT, including the following topics: filing of an international application, correction of defects, recording of changes relating to the applicant, the agent or the inventor, international search and written opinion
by the International Searching Authority, filing of amendments, the International Bureau, international publication of the
international application, international preliminary examination and the international preliminary examination report
(IPER), national phase requirements, withdrawals, procedure in case of deposited biological material and nucleoide and/
or amino-acid sequences, summary of the latest Rule changes and future developments.
Additional information about this event is available at www.bpla.org. On-line registration is also available. The registration deadline for this event is November 12, 2007. ◊

NOMINATING COMMITTEE REPORT
Immediate Past-President Ingrid Beattie and Past-Presidents
Doreen Hogle and Peter Corless made the following nominations to the BPLA Board of Governors:
Leslie Meyer-Leon
Mark B. Solomon
Lisa Adams
J. Grant Houston
Neil P. Ferraro
Lee Carl Bromberg
Joseph M. Maraia
Donna Meuth
John Sparks

President
President-Elect
Vice-President
Treasurer
Secretary
Member (soon Past-President)
Member
Member
Member
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Notice to Committee Chairs
We would like to know of any
upcoming events,
whether CLE or brown bag lunches,
being planned by the Committees.
We are happy to promote your
events in our Newsletter listings,
and welcome descriptions of your
planned events for publication.
We also welcome articles and electronic photographs of your events.
Please send articles and photgraphs
to:
vice-president@bpla.org
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REMINDER: MEMBERSHIP RENEWAL IS AVAILABLE ON-LINE AT
WWW.BPLA.ORG
Members wishing to renew their membership for 2008 can now do so on-line at www.bpla.org The on-line payment
option is made available through PayPal. You do not need a PayPal account - payment is made by entering your credit
card information, but billing and payment are facilitated by PayPal. Once your payment is entered, your membership
status will be automatically updated for the membership year. You will also receive a statement from PayPal itemizing
your transaction. New member applications continue to be handled through a paper application.
Firms and companies also have the ability to renew members in bulk. Any member can renew members of his or her
firm or company. After you log in, click on the Firm login tab and a website-generated list of your firm's/company's
members up for renewal will appear. You can then click on those members you wish to renew or select "all". Payment is
made by entering your credit card information, as above. Once payment is entered, the membership status of each selected firm/company member will be automatically updated for the current year, and an itemized transaction statement
listing all those members renewed at this transaction will be sent to your e-mail address. Attempts to renew a member
where the renewal is already in process are prevented.
If you have not already personalized your BPLA on-line password, please visit our website and simply click on the Member Login tab in the upper right corner of your screen. You will be prompted to enter your e-mail address and password.
Your e-mail address is not case sensitive and your password has temporarily been set to the old, generic password. At
your initial login, you will be asked to change your password. If you have already changed your password and forgotten
it, simply enter your e-mail address, and your password will be sent to you via e-mail. ◊

PROPOSED AMENDMENT TO THE BPLA BY-LAWS
The Board is proposing changes to
the by-laws regarding who may become a member. Currently membership is limited to attorneys, patent agents, students, and paralegals. Consequently, there is no provision for others who may share
interests in intellectual property law.
The motivation for this proposed
amendment was a number of membership applications from qualified
candidates working as IP litigation
consultants. Under the current regime, they could not become members despite a belief that the individuals could make a valuable contribution to the Association.
Nevertheless, the Board believes
that membership should remain
closed to individuals whose only
interest is marketing to IP professionals. Therefore, under the proposed amendments, associate membership would only be offered after
specific Board approval.
The followin g is the proposed

amendment:
ASSOCIATE MEMBERS. (1) Attorneys
at law who have the same qualifications as Active Members but who
reside or have their only or principal
office elsewhere than in the First
Federal Judicial Circuit as now fixed
by law shall be eligible for election
to Associate Membership in the Association, (2) persons who are registered in the United States Patent
and Trademark Office as entitled to
represent applicants before the Patent and Trademark Office in the
presentation and prosecution of applications for patents and who reside
or have a principal office in the First
Federal Judicial Circuit as now fixed
by law shall be eligible for election
to Associate Membership in the Association, (3) students who are enrolled and in good standing in an
accredited law school in the First
Federal Judicial Circuit as now fixed
shall be eligible for election to Associate Membership in the Association,
and (4) paralegals who are em-
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ployed by, or provide services to, a
firm or company engaged in the
practice of patent, trademark, copyright or other intellectual property
law and who reside or have a principal office in the First Judicial Circuit
as now fixed by law, and (5) others
(after specific consideration and
election by the Board of Governors)
who have an interest in intellectual
property law, and its practice, who
are employed by, or provide services
to, a firm or company engaged in
the practice of patent, trademark,
copyright or other intellectual property law and who reside or have a
principal office in the First Judicial
Circuit as now fixed by law, shall be
eligible for election to Associate
Membership in the Association. Associate Members shall have the powers, privileges, and obligations of
Active Members of the Association
except those of voting and holding
office. ◊
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TO PROTECT YOUR TRADEMARKS IN CHINA, STAY EXTRA ALERT!
By Ed Perlman, Esq., and Octavian Timar, Wolf Greenfield & Sacks, P.C.

With an average annual GDP growth
of 9.8%, China is now predicted to
rise to the status of the world’s second largest economy (behind the
USA) by 2030. As a result, U.S. firms
look to China as a major new marketplace, raising concerns about intellectual property issues.
Considering that China only recently
codified private property rights, navigating China’s developing legal system can present tough challenges,
particularly in the area of trademark
law. But this area, of paramount importance to any company looking to
protect its brand value and reputation, must be navigated skillfully and
knowledgably if business is to produce profitable results and not disaster.
What kind of challenges must U.S.
firms watch out for? For one thing,
many companies selling in China have
had their brand identities stolen by
counterfeiters selling lower quality
products. For another, many of the
best-known brands (Starbucks, Dell,
Disney) have come to China only to
discover that others had previously
registered their marks (or Chinese
language transliterations of their
marks) in hopes of “extracting” exorbitant sums from the original markholders. Such experiences leave an
obvious negative impression of both
Chinese trademark law and its enforcement.
Despite such problems, however, the
fundamentals of Chinese trademark
law appear not that different from
those in the U.S. For example, trademark owners register trademarks by
filing an application with the Chinese
Trademark Office, where new trademark applications are reviewed for
distinctiveness and subjected to a
search for conflicting marks. Also, as
in the U.S., applications surviving this
process are published in a “trademark
Gazette.” The list of similarities goes
on.
However, differences abound too.
Unlike the U.S., China maintains a
“first-to-file” system that generally
grants protection to the first party to

file an application for a mark, rather
than the first party to actually use it.
This opens the door to thieves who
can register trademarks without needing to prove they are the rightful owners, a very dangerous possibility for
companies with a well-known brand.
Another negative difference is China’s
limited ability to enforce its laws. A
company discovering that its trademark is being infringed, for example,
has three options: administrative adjudication, civil litigation, and criminal
prosecution. Unfortunately, criminal
prosecution typically results in fines
and prison sentences that, for various
reasons, are very difficult to set in
motion. Also, trademark owners often
must do all investigative work themselves because local police frequently
possess too few resources. Further,
sanctions ultimately imposed tend to
be limited in such a way that trademark owners may find chasing their
infringers not worth the time or trouble.
The second option, administrative
remedies, offers trademark owners an
effective process that typically takes
place quickly and cheaply, though the
bad news is that administrative bodies
cannot impose jail sentences or award
compensatory damages. And what
sanctions can be imposed are often
insufficient to deter infringers.
Finally, there is civil litigation, but
owners must generally bring an action
within two years of the infringement.
Statutory damages in cases where
compensatory damages are difficult to
prove will be limited to RMB 500,000
Yuan (around $65,000 at current exchange rates)– in most situations, too
small a number.
On top of all these negative conditions, the effectiveness of trademark
remedies is further limited by significant delays in China’s trademark system, particularly at the early stages.
An examination of a trademark application alone, for example, could take
more than three years to be processed. Even slower are resolutions of
opposition review and cancellation
proceedings, which can take as much
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as eight years!
On the brighter side, many Chinese
officials seem genuinely interested in
stronger intellectual property enforcement, especially as the looming 2008
Olympics generates greater worldwide scrutiny of Chinese business and
legal practices. For example, revisions
to Chinese trademark law now underway will attempt to simplify the overall process as well as close many enforcement loopholes.
What does all this mean for American
companies doing business in China?
First, U.S. firms must think through
and launch their China legal strategy
as early as possible, including registering all useful transliterations of
their trademarks so as to avoid potential problems. In addition, companies
should not forget to also register their
marks in so-called “Greater China”
jurisdictions, including Taiwan, Hong
Kong, and Macao. Finally, American
companies without a physical presence in China must remember to select U. S. Counsel and Chinese
Trademark Agents who have the experience to negotiate the trademark
process in China.
Though far from ideal, China’s trademark system will likely grow more
similar to Western trademark systems
rather than less, as time goes on. But
until this happens, U.S. companies
must ensure that their attempts to
capitalize on attractive China business
opportunities do not leave them exposed to trademark theft or sabotage.
Keeping careful watch over China’s
shifting legal landscape offers the
best approach to safeguarding a company’s trademarks in China.
Ed Perlman is a Shareholder at Wolf
Greenfield (Boston) and Co-Chair of
its Trademark Practice Group. Octavian Timar was a Summer 2007 Associate with the same firm. Phone:
617-646-8000.
Website: www.wolfgreenfield.com ◊
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MINUTES FROM THE BPLA ANNUAL MEETING HELD ON DECEMBER 6, 2006

By J. Grant Houston, Esq., Houston Eliseeva, LLP

I.

Ingrid Beattie, President, called the 82nd Annual Meeting of the BPLA to order and welcomed the membership in attendance.
Ms. Beattie introduced those at the head-table including John J. Doll, Commissioner for Patents; Doreen Hogle,Immediate Past
President; Lee Bromberg, President-Elect; Leslie Meyer-Leon, Vice President; Mark Solomon, Treasurer; Lisa Adams, Secretary;
and Board Members, Grant Houston, Neil Ferraro and Stephana Patton.
Ms. Beattie also introduced the BPLA's past presidents, in attendance at the meeting.
Ms. Beattie then recognized the new members in attendance.

II.

Moment of Silence
Ms. Beattie recognized Charles Pfund, who died in 2006.

III.

BPLA Writing Competition Awards
Mr. Ferraro introduced the winners of the 2006 BPLA writing competition. Mr. Ferraro presented the first place winner,
Matthew Leary, with a check for $750.

IV.

Amendment to the Bylaws
Ms. Beattie introduced the proposed amendment to the bylaws concerning changes in how new members are approved by the
Board of the BPLA. The amendment to the by-laws passed.

V.

Website Committee
Ms. Beattie thanked the Website Committee for their contributions over the previous year. She noted future updates to the
website, including dues payment and payment for seminars.

VI.

Report of the Secretary
Ms. Adams presented the Secretary’s report. Ms. Adams entertained a motion for the waiver of the reading of the minutes of
the 2005 Annual Meeting, which had been distributed to the membership prior to the meeting. The motion was approved by
the membership.

VII.

Report of the Treasurer
Mr. Solomon presented the Treasurer’s report.

VIII.

Report of the Nominating Committee
Ms. Beattie recognized Ms. Hogle as the Chair of the Nominating Committee and invited the Nominating Committee's report. Ms. Hogle read the report of the Nominating Committee which set forth the following nominations:
Lee Bromberg, President
Leslie Meyer-Leon, President-Elect
Mark Solomon, Vice President
Lisa Adams, Treasurer
Grant Houston, Secretary
Doreen Hogle, Board Member/Immediate past president
Neil Ferraro, Stephana Patton and Joseph Maraia, Board Members.
Ms. Hogle entertained a motion to accept the Nominating Committee’s recommendation. The BPLA accepted the Nominating
Committee’s recommendation.

IX.

Installation of the new President
Pursuant to Article 7, Section 3 of the bylaws, the President-Elect, Lee Bromberg assumed the office of the President. Ms.
Beattie presented Mr. Bromberg with the BPLA gavel.

X.

Presentation of the gifts to the past president
Mr. Bromberg presented Ms. Beattie with a crystal vase and the traditional BPLA minuteman pewter plate. Ms. Beattie accepted the gifts.

XI.

Speech by Lee Bromberg
Mr. Bromberg outlined the events in the upcoming year. He highlighted his efforts to showcase the Boston IP community’s
capabilities and proposed working with the judiciary in Boston to make Boston a better site for filing patent infringement actions. He concluded his speech with the introduction of John Doll.

XII.

Speech by John Doll
Mr. Doll discussed the new proposed rules package, some of the issues concerning its implementation, and changes that the
PTO will be proposing in the final rules in the upcoming year. Mr. Doll mentioned a somewhat rocky reception of the rules, but
noted the importance of the changes in addressing pendency problems at the United States Patent and Trademark Office. He
noted that with the growth over the previous years, 25% of the Examiner core had been working for less than one year.
Mr. Doll concluded by thanking Ms. Beattie for the invitation to speak.

XII.

Final Announcements
Mr. Bromberg made some final announcements and moved to adjourn the annual meeting, which motion was approved. ◊

7

Boston Patent Law Association Newsletter - November 2007
THE EXPERIENCE OF A BPLA MEMBER TEACHING PATENT DRAFTING IN ZIMBABWE

By Robert J. Sayre, Esq., Modern Times Legal

everyone refers simply as “D.G.”),
borders, mostly to South Africa, in just
Awakening to my first morning in
collegially exchanging perspectives on
this calendar year—this visit proAfrica, I throw open the curtains to an
patent law and policy as well as other
foundly changed my perception of the
imposing view of the headquarters of
global issues.
world, provided me with a perspective
Robert Mugabe’s ruling party, Zanuon the role and potential of patent law
PF, just a few hundred meters away.
The participants—from Zimbabwe,
and patent drafters that I had never
I look back across the room in what
South Africa, Nigeria, Kenya, Tanzaimagined, and gave me an opportunity
was formerly a five-star Sheraton Honia, Mauritius, Ghana, Zambia,
to help set the foundations for the
tel (before Sheraton pulled out) at my
Uganda, Ethiopia and Mozambique—
long-term economic advancement of
garment bag; it’s all I have. With my
exhibited extraordinary commitment,
Africa.
suitcase lost in transit either in London
dedication and enthusiasm for learning
or in Johannespatent drafting.
burg, I do not yet
Their passion was
realize that I canpalpable, as they
not easily replace
clearly grasped
even the most
the potential that
basic necessities,
pa tent ing c o uld
such as my razor
hold for their
and belt. The nacountries in terms
tional economy has
of capitalizing on
mostly collapsed,
their innovation
and the shelves of
and competing on
the stores that
the world stage,
remain open are
and they recogmostly empty. For
nized that they
most items, the
could be among
“black market” is
the pioneers in
now the only viable
Africa who could
source; and many
make that happen.
staples simply are
They acted as
no longer a v a ilthough they were
able—at any price.
carrying the hopes
Left to my own
of their countries
resources, I slice
on their shoulders,
u p a b la c k s oc k
and, in a very real
and fabricate a belt
The first day of the program in front of the African Regional Intellectual Property Office:
sense, they may
from it to hold up
Instructors, ARIPO Officials, WIPO Officials and Participants. Bob Sayre is at far right.
be.
my trousers.
I n n o v a t i o n
I open my door
abounds from the many brilliant sciena n d l o o k d o w n a t t h e Za n u - PF The residents of Zimbabwe, despite
tists and engineers in Zimbabwe and
controlled newspaper, “The Herald”.
their struggles, were uniformly warm
in other African member states. After
The lead story opens, “Government
and welcoming. Venturing across the
my first morning awakening in Zimhas – with immediate effect – revised
c ity a nd me eting pe ople on the
babwe, we visited the Scientific &
the exchange rate from $250 to the
streets, we never once were threatIndustrial Research & Development
United States dollar to $30 000 . . . “
ened or otherwise made to feel unCentre (SIRDC) in Harare. I was
Yes, the official currency exchange
safe. The folks from the African Reamazed by the breadth and sophisticarate has changed by a factor of over
gional Intellectual Property Office
tion of their work in domains such as
100 in the less-than-24-hours that I
(ARIPO) were magnificent hosts; they
construction materials, agriculture,
have been in this country. It’s a comall were incredibly hard working, and
biotechnology and alternative energy.
pletely different world from the one I
they consistently made extraordinary
Already, solar-powered traffic lights
left when I departed big-firm practice
efforts to satisfy our needs and wants
developed by SIRDC can be found
a month earlier. Welcome to Zimand to make our visit thoroughly enacross Harare. While at SIRDC, we
babwe, September 2007.
joyable, despite the challenges, each
were given a lab tour by a researcher
and every day. Moreover, we were
developing new varieties of droughtIn spite of the challenges of surviving
treated with the wonderfully enriching
tolerant maize through the use of
in Zimbabwe today—a country that
experience of spending many hours
molecular marker-assisted selection.
has seen about a quarter of its popuwith ARIPO officials, including the very
lation escape at great peril across its
(Continued on page 9)
cordial Director General (to whom

8

Boston Patent Law Association Newsletter - November 2007
(Continued from page 8)

Although the lab was filled with advanced equipment for genetic analysis, the most critical piece of equipment likely was the uninterruptable
power supply, which kicked in during
our visit, as the SIRDC lost power
from the grid due to one of Harare’s
frequent blackouts. I was stunned to
see how the scientists appeared to be
so un-phased by challenges, such as
the absence of a dependable power
supply, while pushing forward with
their work. SIRDC has only recently
begun filing patent applications;
though, with a new director who
holds dozens of patents, the mindset
of SIRDC is rapidly evolving, raising
the likelihood that their patent filings
will increase dramatically in the years
to come. Observing the very impressive innovation at SIRDC made me
realize how truly “flat” the world is
becoming.
By any measure, all agreed that the
patent drafting training program—the
first of its kind for ARIPO members
and neighboring states—was a landmark success. I was paired with
Naveen Modi, a genuine team player
and a superb instructor from the DC
office of Finnegan Henderson, in
teaching the second week of the
program. Following a first week consisting mostly of prepared lectures,
we mostly led group claim-drafting
exercises. In the early exercises, we
observed common mistakes, such as
failing to properly establish antecedent basis for claim elements and

improperly formatting dependent
patent claims. Remarkably, though,
we needed to offer corrective guidance only once, as they readily absorbed our feedback and would not
make the same mistakes again.
Within a few days, my feedback was
mostly limited to non-corrective questions probing their train of thought in
selecting and characterizing claim
elements.
As the students were so keen to
learn, we began on Tuesday to distribute invention disclosures at the
end of the day, asking that they review the disclosures overnight and be
ready to draft claims in groups the
following morning. The following
morning I was dumbstruck to see
how many of the participants arrived
(always early) with pages and pages
of claims of different types/scope/
styles, etc. , that they drafted the
night before on their own volition.
They were just so eager to practice
what they had learned, and their
enthusiasm was both contagious and
inspiring. The participants also were
full of pertinent questions and insightful comments, which they shared
freely in class, creating a very interactive and dynamic learning experience for all.
For our final exercise on Friday, we
gave each participant a multi-use
pen that included a stylus, a laser
pointer and a flashlight; and we
asked each of them to draft a claim
to it and read it to the group. A solid

claim resulted in a "pass." Each and
every one of them drafted a solid
claim, and many were highly imaginative. As they left the program,
they all seemed very eager to continue with their studies and to further
progress as patent drafters.
Finally, the coordinators from the
World Intellectual Property Office,
Francoise Wege and Yumiko Hamano,
both were wonderfully fun and it was
very rewarding to receive their approval on our work. I certainly hope
to do it again, and I will not hesitate
in recommending the program to
other BPLA members. It was the
most rewarding experience I have
had as a patent attorney, as I believe
that many of the participants will
carry on, share what they have
learned, and significantly advance
efforts to address the critical need for
skilled patent drafters so that research institutions and other entities
in Africa can begin to file patent applications at a rate that is much
higher and more commensurate with
the high level of innovation that I
observed.
Robert J. Sayre is now back drafting
and prosecuting patent applications
from his newly formed firm, Modern
Times Legal, in Kendall Square, Cambridge (bob@mxlegal.com, 617-4012460). His photos from Zimbabwe
can be viewed at http://
picasaweb.google/bob.sayre/
Zimbabwe. ◊

SAVE THE DATE
41ST WORLD INTELLECTUAL PROPERTY CONGRESS COMING TO BOSTON SEPTEMBER 2008
By Philip C. Swain, Esq., Foley Hoag LLP

AIPPI (the Association Internationale pour la Protection de la Propriété Intellectuelle) will be holding its 41st World Intellectual
Property Congress in Boston in 2008, the first time the Congress will be in the United States in 33 years. As the premier global
intellectual property association, AIPPI has the respect and ear of all major governments and global organization, such as the
World Trade Organization and the World Intellectual Property Organization. Since it was founded in 1897, AIPPI has been consulted by decision makers worldwide on current intellectual property issues.
The Boston Congress, which will take place September 6 - 11, 2008, will address many current issues, including: harmonization
of intellectual property laws, cross border enforcement of intellectual property rights, and fundamental issues of intellectual
property protection. The Congress will be the largest meeting of general intellectual property attorneys in the world. The Organizing Committee expects over 2000 participants, including outside intellectual property counsel and corporate intellectual property counsel from around the world.
Please contact Phil Swain of Foley Hoag, pswain@foleyhoag.com, 617-832-1150, chair of the AIPPI Boston 2008 Organizing
Committee, to help with the planning and organizing of the Congress. ◊
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ANALYSIS OF THE USPTO RULE CHANGES AND THE EFECTS OF THESE CHANGES
ON PATENT PROSECUTION PRACTICE
AS DISCUSSED DURING A RECENT BPLA SEMINAR
Presenters: Brian Hanlon, Bruce Sunstein, Esq., and David Thibodeau, Esq.
By Kristin A. Connarn, Esq., Hamilton Brook Smith Reynolds
On Tuesday, September 25, 2007, a large
group of patent law practitioners gathered for a seminar regarding the recent
USPTO rule changes related to claims and
continuation practice. Key points from
the seminar are highlighted below.
The afternoon started with a presentation
of the new rules by Brian Hanlon, Deputy
Director of the Office of Patent Legal
Administration. The three over-arching
principles found in the new rules, the
“5/25” rule, the “2+1” rule, and the
“copending and common” rule, were
discussed throughout the seminar. Mr.
Hanlon presented essentially the same
slides as those that were presented during the USPTO webinar of August 24,
2007, but also offered some useful tips.
Mr. Hanlon suggested calling the PTO or
submitting questions via the PTO website
for answers to detailed questions. The
PTO is answering fact-specific questions
regarding prosecution in view of the new
rules and encouraging practitioners to call
the “7704 Hotline” at (571) 272-7704 or
to submit questions via the Patent Practice webpage at www.uspto.gov. The
Frequently Asked Questions (FAQ) document is being updated regularly as new
questions are submitted to the PTO.
Mr. Hanlon also recommended focusing
on developing patent portfolio strategies
at the beginning of prosecution. One
suggested method for optimizing the
number of applications available to clients
is to file a utility application with several
different types of claims and file a Suggested Restriction Requirement (“SRR”),
which, if accepted, would allow for the
filing of several Divisional Applications.
Each Divisional Application would then be
eligible for the “2+1” rule, allowing for
the filing of two continuations and one
Request for Continued Examination
(“RCE”). However, Mr. Hanlon repeatedly stressed that it is not possible to file
a Continuation-in-part (“CIP”) off of a
Divisional Application. Mr. Hanlon also
warned that generic claims should be
withheld from Divisional Applications
because the inclusion renders the application improper, and the application could
end up counting as one of the available
Continuations.

After an in-depth discussion of the new
rules regarding continuation practice, Mr.
Hanlon explained the new claims rule of
“5/25”. All applications filed after November 1, 2007, or before November 1,
2007 if they have not received a first
Office Action on the merits, will be required to comply with the 5/25 rule.
Under the new rules each utility application is limited to a maximum of five independent claims and twenty-five total
claims, unless an Examination Support
Document (“ESD”) is filed. The ESD
needs to be on file before the first Office
Action on the merits, if the claims exceed
5/25. Mr. Hanlon also reminded us that
the 5/25 rule continues throughout
prosecution, and any amendment that
brings the claim count past 5/25 will be
considered non-responsive.
Finally, Mr. Hanlon discussed the
“copending and common” rule. Under
the new rules, applicants have a duty to
report to the Patent Office the existence
of each nonprovisional application or
patent that has a common inventor and is
commonly owned with the nonprovisional
application that is being examined, and
that has a filing or U.S. or foreign priority
date that is within two months of any
filing or priority date of the nonprovisional application that is being examined.
The copending applications must be reported within four months of the actual
filing date, or within two months of the
filing receipt. There is a rebuttable presumption that the claims of nonprovisional applications having a common
inventor, common ownership and common filing or priority date are patentably
indistinct. The presumption is only overcome by successfully arguing that the
claims are distinct. If the argument is
unsuccessful, the total number of claims
among the commonly owned applications
is limited by the 5/25 rule. Mr. Hanlon
advised that the PTO has developed a
form for compliance with 1.78(f)(I), and
that the form will be available online
before the requirement goes into effect.
(available now)
After a brief break, Bruce Sunstein of
Bromberg & Sunstein, LLP presented tips
for working with the new rules. Mr. Sun-
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stein advised that the implementation of
the new rules compresses patent prosecution and calls for new strategies. In
Mr. Sunstein’s opinion, the new rules
have made Restriction Requirements
“your friend” and something that should
be hoped for rather than immediately
traversed. He suggested generating the
right to more continuations by making
conditions ripe for restriction on the first
utility application. He also stressed that
broadening reissue applications may become more important in the future.
Nevertheless, Mr. Sunstein cautioned that
while reissue is still a great strategy,
under the new rules if the claims are
amended during reissue the ESD requirement will kick in. Mr. Sunstein discouraged filing an ESD and warned that ESDs
are expensive to draft, create a serious
risk of error, provide a roadmap to invalidating a patent for an attacker, and provide a lot of motivation to file fewer
claims per application (thus, giving the
PTO exactly what they want). Furthermore, the ESD can be considered a dynamic, living document because if the
claims of the application are amended
and not covered in the ESD, the ESD
needs to be updated in accordance with
the claim amendments.
Mr. Sunstein suggested disclosing all
applications containing related subject
matter, not just those that fall within the
two month reporting requirement. The
Patent Office cautioned against intentionally filing related applications outside the
two-month window referenced above in
an attempt to avoid the requirement to
identify other applications that are material to the patentability of the application
at issue. Applicants have a duty to bring
other applications to the attention of the
examiner that are material to patentability, regardless of their filing date.
The bottom line of Mr. Sunstein’s presentation was that the rule changes mean
shorter prosecution and fewer choices.
Mr. Sunstein emphasized that Applicants
need to know much sooner what they
want to claim and the development of
prosecution claim strategies are now a
necessity.
(Continued on page 11)
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Mr. Sunstein closed his presentation with
a “to do” list including: (1) evaluate all
pending applications with more than 5/25
for a restriction requirement and suggest
it; (2) develop a good collection of prior
art; (3) evaluate each claim and amend
it—no need to wait for another Office
Action, we don’t want to waste continuations; and (4) scour each pending application for additional subject matter and
add new claims.
The afternoon concluded with a presentation by David Thibodeau of Hamilton
Brook Smith Reynolds. Mr. Thibodeau
presented Continuation Practice Strategies—Appreciating the Impact of the New
Rules. Mr. Thibodeau suggested investing more time and resources in the initial
claim set, focusing efforts early on in
prosecution and maximizing each application. Strategies for maximizing each
application included requesting examiner
interviews after the first Office Action,
filing under §116 Amendment After Final,
and filing pre-appeal briefs.
First, Mr. Thibodeau cautioned that following old strategies in the presence of
the new rules was likely to lead to traps.
In the past, continuation applications
were frequently filed when a satisfactory
allowance was not obtained by the first
“final” action, to accept allowed narrow
claims and prosecute broader or “better”
claims later, and to enter amendments or
evidence not submitted earlier. The new
realities for prosecution now require
avoiding those old strategies, as there is
a possibility of severe results. For exam-

ple, patent term can be shortened under
the new rules if the Applicant “fails to
engage in reasonable efforts to conclude
examination” and there are Rule 1.56
consequences for failing to observe the
spirit of the new rules (e.g., attempting to
avoid reporting requirements).
Next, Mr. Thibodeau suggested monitoring PAIR and calling the Examiner immediately after he/she is assigned to discuss
the application. He also suggested
scheduling interviews, both by telephone
and in-person, and promptly filing a response while the material is still fresh in
the Examiner’s mind.
Another aspect of Mr. Thibodeau’s presentation included a discussion of the Petition for Additional Continuing Application
(“PACA”). Mr. Thibodeau explained that
the PACA must be filed within four
months from the actual filing date of the
CON/RCE or CIP; include new amendments, arguments, and/or evidence; and
explain why the need could not have
reasonably been anticipated sooner. The
PTO considers several factors when deciding on a PACA, including: whether the
Applicant should file an Appeal instead;
whether the Applicant should petition to
withdraw the finality of the Action; the
number of other applications with substantially identical disclosures; and
whether Applicant’s prior arguments,
evidence, and/or amendments were
made with diligence. The PTO may grant
a PACA if new data just became available
resulting from research that commenced
with reasonable diligence or if the Applicant took reasonable steps to resolve the

issue earlier (e.g. , pursuing an appeal,
initiating research promptly rather than
waiting for a Decision on Appeal, deferring examination under 37 CFR 1.103(d)
and alerting the PTO of the need for further research).
The seminar concluded with a “should do
before November 1” list and a “nice to do
before November” list presented by Mr.
Thibodeau. The “should do” list included
identifying cases under final rejection and
consider filing an RCE where the 2 or 1
limit is already used up, and reviewing
related U.S. and foreign files for any
needed “late” IDS submissions, because
RCEs will no longer be available for that
purpose after November 1, 2007. The
“nice to do” list included reviewing CIPs
to identify claims that are supported by
the parent application, and considering
amending the priority claim to avoid the
need for support documents; responding
to Office Actions (including Restrictions)
with the new rules in mind; and considering cancellation of non-elected claims that
were already subject to a Restriction Requirement, to avoid permitting the PTO to
later withdraw the restriction and force
rejoinder.
The three Power Point presentations are
available on the BPLA website from the
Events page. Follow the Archive of Recent Presentations link.
Kristin A. Connarn is an Associate at
Hamilton Brook Smith Reynolds. She can
be reached at 978-341-0036
Website: www.hbsr.com ◊

Below is a listing of the entrants to this year’s Writing Competition. The winners will be announced at the Annual Meeting on Dec. 5.
W. Lee
P. Sollins
E. Stollings
F. Katz
B. Donlan
J. Barber
S. Cole
J. Andersen
R. Muir
S. Shapiro
T. Saito
B. Witherell
J. English
S. Horowitz
C. Rennick

Current Issues in Patent Law Licensee Estoppel
The Antitrust Treatment of Hatch-Waxman Settlements: A Split that Almost Isn’t
Sounding Off on In Re Nuijten
Rethinking Chakrabarty: Should the Concept of Patentable Subject Matter be Changed?
The Implication of the Supreme Court’s Ebay Decision on the Pharmaceutical and Biotechnology Industries
Who Killed the Generic Drug?
NT v. RIM: The Diverging Law…
Creating Massive Multiplayer Online Games…
Legal Restrictions on Embryonic Stem Cell Research …
Polishing the Trademark Tarnishment Claim
Dressing Design Patent: A Proposal for Amending the Design Patent Law in Light of Tradedress
The Extraterritorial Application of the Lanham Act: The First Circuit Cuts the Fat from the Vanity Fair Test…
Foreign Patents in U.S. Courts: A Response to Voda v. Cordis…
Competing Lockean Claims to Virtual Property
Secondary Liability: Is MySpace Infringing on Your Space?
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DO YOU KNOW WHAT IS IN YOUR PATENT PORTFOLIO?
Five Ways to Find Out and Begin Compliance with the New Patent Rules

by Emily A. Berger, Esq. and Sarah M. Gates, Esq., Lowrie, Lando & Anastasi, LLP

If the answer to the question posed
in the title of this article is that you
have only a vague notion, then
take advantage of the opportunity
presented by the announcement of
the new patent rules to really understand what is in your company’s
patent portfolio. These new rules
affect the way patent applications
are drafted, examined, and handled by the Patent Office and will
have an impact on many pending
applications. They are set to go
into effect on November 1, 2007,
making now a better time than
ever to get your intellectual property in line with your business
goals.
Here are a few practical tips to
guide your review:
Consolidate. If you are using
more than one law firm or office to
handle your patent prosecution,
review your strategy for dividing
cases among the various offices.
Pending applications filed within
two months of one another (or that
have a priority date within two
months of one another), if they
share a common assignee and at
least one common inventor, must

be cross-referenced in their prosecution papers.
Therefore, consider consolidating
cases under one roof, or at least
under one docketing system. If
that is not possible, ask that each
firm or office generate a report
listing at least the filing date, any
priority date, and the inventors
listed on each pending application.

meet the 5/25 rule will save time
and effort (and will lessen your
headaches, too) when the rules go
into effect. If you need or want
claims in excess of 25, consider
filing a “Suggested Restriction Requirement” in order to achieve the
preferred manner for dividing up
the existing claims among several
different applications.

Assess Applications with More
than 5/25 Claims. Review the
claims in your applications to determine whether they still line up with
your company’s goals. In any individual application (or in any group
of applications in which one application has at least one claim that is
patentably indistinct from a claim in
another application), an applicant
may pursue up to a maximum of
25 claims, 5 of which may be independent. This is the “5/25” rule,
which applies to applications filed
after November 1 and those pending applications that have not received a first office action on the
merits by November 1. Consider
whether any “excess” claims really
add value to your patent portfolio.
Proactively trimming applications to

Evaluate Families of Applications. Since families of applications
will be limited to only one RCE per
family, and also limited in the number of continuation applications
that can be filed, identify those
families in which you have only the
“one more” continuation available,
and make sure any thus-far unclaimed subject matter is claimed
when that “one more” continuation
application is filed.
Examine CIPs. Identify your
pending continuation-in-part (CIP)
applications and determine whether
they were properly labeled as CIPs
in the first place. If an application
is in fact a CIP, identify those
claims supported by applications in
the priority chain. Under the new
(Continued on page 13)

BPLA LAUNCHES IP CASES TASK FORCE

By Erik P. Belt, Esq., Bromberg & Sunstein LLP
rules from around the country and is exploring ways to
improve on them.

The Boston Patent Law Association has formed a task
force to explore, draft, and propose to the local federal
judiciary a set of local rules for adjudicating patent infringement cases in the United States District Court for
the District of Massachusetts. Chaired by BPLA President
Lee Bromberg, the Boston IP Cases Task Force consists
of accomplished IP attorneys from Greater Boston.

One possible benefit of patent-specific local rules is to
make the District of Massachusetts even more attractive
to patent litigants from around the country. The goal is to
draft rules that favor neither plaintiffs nor defendants but
that instead create more certainty in scheduling and conducting these cases. The hope is that such rules, if
adopted, will streamline and expedite patent litigation,
which is often highly complex and costly.

The task force has met twice so far and has begun the
process of researching and formulating proposed rules.
As many of our BPLA members may know, other federal
districts--most notably the Northern District of California-have a set of local rules governing, for example, the timing of Markman hearings and the exchange of claim construction positions. The task force has reviewed such

Once the task force drafts suitable proposed rules, it will
present them to the judiciary for its consideration. The
task force hopes to do that later this year. ◊
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rules, if a rejection is traversed by stating that a claim is entitled to the filing date of an earlier application in the priority chain and that, therefore, the applied reference is not prior art to that claim, the Examiner may make the next
office action final – even if new art is presented. By properly identifying the priority date for each claim, you may
avoid “wasting” the Request for Continued Examination (RCE) or one of the limited number of permitted continuation
applications, in order to respond to a final action.
Prepare for Appeal. Examine the prosecution history of cases in which responses to office actions are due to make
sure all arguments and evidence are presented. With the restrictions on RCEs and continuation applications, far more
cases may need to go to appeal. Preparing for an appeal when you file a response is particularly important if an RCE
has already been filed in the family.
This list is neither exhaustive nor in-depth. Each portfolio and case family is, of course, unique and should be analyzed to determine the optimum strategy under the particular circumstances existing in individual portfolios and case
families. Taking a holistic view of your portfolio today will lead you and your company to be at an advantage when
the new rules take effect.
Emily A. Berger http://www.ll-a.com/firm_directory/bio-Emily_Berger.cfm and Sarah M. Gates http://www.ll-a.com/
firm_directory/bio-Sarah_Gates.cfm are sixth year associates with Lowrie, Lando & Anastasi, LLP. ◊

CAREER OPPORTUNITIES
INTELLECTUAL PROPERTY ATTORNEYS

PATENT ATTORNEY

Hayes Soloway, P.C.

Iandiorio & Teska

Hayes Soloway, P.C., an intellectual property firm with a worldwide client base, has
immediate openings in their Tucson, Arizona and Manchester, New Hampshire offices for intellectual property attorneys experienced in electrical, chemical, mechanical, and electromechanical engineering; biotech, optics/physics, semiconductors,
composites and patent litigation.
Please respond if you have excellent credentials, are strongly motivated and work
well in a team environment. Compensation will be commensurate with experience
and productivity. Email resume, legal writing sample and references, with an indication of availability to:
Norman “Nick” Soloway, Esq.
3450 E. Sunrise Drive, Suite 140
Tucson, Arizona 85718
Email:
Nick.Soloway@hayes-soloway.com
For the Tucson, Arizona office

Todd A. Sullivan, Esq.
175 Canal Street
Manchester, New Hampshire 03101
Email:
Todd.Sullivan @hayes-soloway.com
For the Manchester, NH office

Iandiorio & Teska, a small full
service Intellectual Property firm
located in Waltham, is seeking a
patent attorney to represent a
wide variety of clients in all facets of intellectual property including patent prosecution.
Please send a cover letter and
resume to Kirk Teska at
kirk@iandiorio.com

Career Opportunities
continued on next page.

LEGAL ASSISTANT
Mills and Onello, LLP
Small Boston intellectual property law firm seeks a full time assistant to partner. The ideal candidate should have at least two years
experience in handling preparation, filing and prosecution work for U.S., PCT and foreign patent applications. Responsibilities will also
include attorney docket management, preparation of documents and correspondence, transcription, and answering telephones.
The ideal candidate has strong organizational skills, works well independently and in a team environment and is willing to assist others
as time permits. Competency with Microsoft Office applications is required. Exceptional written and oral communication skills are a
must.
Mills and Onello offers a competitive salary, excellent benefits and a small firm atmosphere. Please send resume via FAX, email or
regular mail to:
Cindie Kazmer
Mills and Onello, LLP
Eleven Beacon Street, Suite 605
Boston, MA 02108

FAX (617) 742-7774
Phone (617) 994-4957
Email
ckazmer@millsonello.com
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CAREER OPPORTUNITIES continued
DOCKET CLERK

PATENT ATTORNEY

Burns & Levinson LLP

EMC Corporation
EMC Corporation of Hopkinton, MA,
has an immediate need for an Intellectual Property Counsel. Job responsibilities include:

♦
♦
♦

handling of complex patent,
copyright, trade secret and
trademark issues:
representing EMC in important
intellectual property transactions and litigation:
drafting and negotiating legal
documents (e.g., patent applications, copyright and trademark applications, licensing
and research agreements, litigation briefs and opinions).

Must have Juris Doctorate from an
accredited law school; BSEE or
BSCS and admission to U.S. Patent
Office. At least 3-5 years experience preferable. Mass Bar a plus.
For further information, please contact:
Marcy Le (Le_Marcy@emc.com)
EMC is an Equal Employment Opportunity employer that values the
strength diversity brings to the
workplace. EMC does not accept
unsolicited Agency Resumes. EMC
will not pay fees to any third party
agency or firm that does not have a
signed "EMC Agency Fee Agreement".

JOB POSTINGS
To add a job posting
to our on-line list of Career
Opportunities
for 3 months,
and to be listed in a quarterly
BPLA Newsletter,
please e-mail your job posting and
contact information to:
vice-president@bpla.org
(Fee is $300 per listing)

Burns & Levinson LLP, a mid-size law
firm in Boston, is seeking a Docket
Clerk to join our very busy Patent
Prosecution department.
The position requires a minimum of
three years experience with a patent
law firm or related experience. A successful candidate will be a self-starter,
who can prioritize and work independently, while enjoying being part of a
team. He or she must possess exceptional verbal, interpersonal and organizational skills, an understanding of the
complexity of filing patent-related materials, as well as an affinity for details.
Candidate must be able to set and

meet multiple deadlines. Previous
experience using industry standard
(CPI Docketing System) or other patent
database required. Bachelor’s degree
preferred.
We offer a competitive salary and
benefits package in a great working
environment. Burns & Levinson LLP is
an equal opportunity employer.
Please contact:
Nancy Dunn
Chief Human Resources Officer
Email: jobs@burnslev.com
FAX: 617-345-3299
No phone calls please

PATENT ATTORNEY
Daly, Crowley, Mofford & Durkee LLP
Daly, Crowley, Mofford & Durkee LLP, an established 8 attorney IP firm located off
Rt. 128 in Canton, MA, seeks an EE patent attorney having a strong electrical background.
At least 2 years of patent prosecution experience required with industry experience
preferred. Firm attorneys work in a wide range of interesting technology areas for
large and small corporate, institutional and individual clients. Reasonable billing requirements. Salary and benefits competitive with Boston area.
Send or fax (781-401-9966) resume in confidence to Hiring Attorney, Daly, Crowley,
Mofford & Durkee LLP, 354A Turnpike Street, Suite 301A, Canton, MA 02021.

PATENT ASSOCIATES
Hamilton Brook Smith Reynolds
Hamilton Brook Smith Reynolds seeks
patent associates with 3+ years of
patent prosecution experience. Qualified candidates will have prior law firm
or in-house experience and a strong
background in Electrical or Mechanical
Engineering, Physics, Biology, Chemistry, Molecular Biology, and/or Biochemistry. Advanced degrees or equivalent
industry experience are preferred.
All positions require:
• License to practice in Massachusetts
or the willingness and ability to be
so licensed.
• Law degree from an accredited law
school and high academic achievement in technical and law programs.
• Demonstrated ability to work directly
with clients and develop and
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execute service strategies.
• Strong writing and verbal communication skills.
We invite you to be a part of
a dynamic IP practice and avoid the
hassles of the urban commute.
To be considered for a position,
please submit a resume, cover letter,
transcripts and writing samples in confidence to:
Elizabeth Cerrato
Director of Human Resources
Hamilton Brook Smith Reynolds
530 Virginia Road
P.O. Box 9133
Concord, MA 01742-9133
E-mail: legalrecruiting@hbsr.com
www.hbsr.com
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BPLA Committee Chairs
ACTIVITIES & PUBLIC RELATIONS

INTERNATIONAL & FOREIGN PRACTICE

activities@bpla.org

international@bpla.org

Erik Paul Belt (617) 443-9292

Deirdre E. Sanders (978) 341-0036

Courtney M. Quish (617) 443-9292
AIPLA MOOT COURT
mootcourt@bpla.org

John N. Anastasi (617) 395-7000
LICENSING
licensing@bpla.org

Thomas M. Johnston (617) 573-5805

Paul D. Burgess (781) 674-7816

Amy Brosius (617) 542-5070

Michael Bergman (617) 868-8871

AMICUS

LITIGATION

amicus@bpla.org

litigation@bpla.org

Erik Paul Belt (617) 443-9292

Matthew Lowrie (617) 395-7000

Robert M. Abrahamsen (617) 646-8256

Douglas C. Doskocil (617) 570-1215

ANTITRUST LAW
antitrust@bpla.org
Justin J. Daniels (617) 573-4826
Kathleen B. Carr (617) 951-3326
BIOTECHNOLOGY
biotechnology@bpla.org
Gregory J. Sieczkiewicz (617) 526-9734
Christine M. Wise (978) 341-0036
CHEMICAL PATENT PRACTICE
chemical@bpla.org
James T. Olesen, Ph.D (617) 452-1600
Lisa Dixon (617) 444-6396
COMPUTER LAW
computer@bpla.org
John J. Stickevers (617) 443-9292
Steven J. Henry (617) 646-8238
CONTESTED MATTERS
contestedmatters@bpla.org
Susan Glovsky (978) 341-0036
Michael McGurk (617) 452-1600
Donna Meuth (617) 526-6010
COPYRIGHT LAW
copyright@bpla.org
Stephen Y. Chow (617) 854-4000
Anne Marie Longobucco (617) 263-2600
CORPORATE PRACTICE
corporate@bpla.org
Walter F. Dawson (978) 452-1971
James Cullem (978) 867-2311
David J. Cerveny (781) 418-1103
ETHICS AND GRIEVANCES
ethics@bpla.org
Timothy A. French (617) 521-7015

MEDICAL DEVICES PRACTICE
medicaldevices@bpla.org
Eric P. Raciti (617) 452-1600
Neil P. Ferraro (617) 646-8000
PATENT LAW
patents@bpla.org
Maureen K. Toohey (617) 748-5571
Wendy Haller Verlander (617) 526-6005
PATENT OFFICE PRACTICE
patentofficepractice@bpla.org
J. Grant Houston (781) 863-9991
Inna S. Landsman (617) 367-4600 x242
PRO BONO
probono@bpla.org
Monica Grewal (617) 526-6000
Mary Rose Scozzafava (617) 526-6015
TRADE SECRETS
tradesecrets@bpla.org
Claire Laporte (617) 832-1210
Vickie L. Henry (617) 832-1185
TRADEMARKS & UNFAIR COMPETITION
trademarks@bpla.org
John L. Welch (617) 832-1000
Mark D. Robins (617) 345-1000
WEBSITE COMMITTEE
website@bpla.org
Joseph M. Maraia (617) 526-9899
Neil P. Ferraro (617) 573-7867
Mark B. Solomon (978) 341-0036
YOUNG LAWYERS & LAW STUDENTS
younglawyers@bpla.org
Michelle Z. Bielunis (617) 439-2481
Doris Fournier (617) 348-1814
Scott J. Gerwin (617) 646-8243

Interested in playing a more active role in a committee?
Please contact the committee chair if you are interested in joining, switching, or
taking a more active participatory role in a committee.
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The Boston Patent Law Association (BPLA) is
an association of intellectual property
professionals, providing educational programs
and a forum for the interchange of ideas and
information concerning patent, trademark, and
copyright laws. Through a volunteer Board of
Governors and committees, it organizes and
hosts educational seminars, social events, and
conventions, and comments on rules, legislation,
and judicial decisions impacting the profession.
Visit the BPLA at www.bpla.org.
Membership in the BPLA is available to attorneys
and other professionals practicing intellectual
property law within the Federal First Judicial
Circuit (Maine, New Hampshire, Massachusetts,
Rhode Island and Puerto Rico). Applications for
membership can be obtained from our web site at
www.bpla.org. Full membership for 2007
(available only for attorneys practicing within the
First Circuit) costs $90.00, Associate membership
(available to non-attorney intellectual property
professionals) costs $80.00. Mailing list-only
affiliation costs $35.00
The BPLA Newsletter is published four times a
year by the Boston Patent Law Association.
Articles appearing in the newsletter represent the
views of the authors and do not necessarily carry
the endorsement of the BPLA.
Editor-In-Chief: Mark B. Solomon, Esq.
Assistant Editor: Deirdre E. Sanders, Esq.
Contributors:
Erik P. Belt, Esq.
Emily A. Berger, Esq.
Lee Carl Bromberg, Esq.
Kristin A. Connarn, Esq.
Kristine Ferrigno
Sarah M. Gates, Esq.
Steven J. Henry, Esq.
J. Grant Houston, Esq.
Ed Perlman, Esq.
Courtney M. Quish, Esq.
Robert J. Sayre, Esq.
John J. Stickevers, Esq.
Philip C. Swain, Esq.
Octavian Timar
Website Committee
Publishing Director: Kristine Ferrigno
Letters to the editor, articles and job postings are
encouraged.
E-Mail all correspondence to:
vice-president@bpla.org
©2007 BPLA—All rights reserved.
Boston Patent Law Association
8 Faneuil Hall, Boston, MA 02109
Telephone: (617) 973-5021
www.bpla.org
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BOARD OF GOVERNORS OF THE BOSTON PATENT LAW ASSOCIATION

President Lee Carl Bromberg, Bromberg & Sunstein LLP, 125 Summer Street, Boston, MA 02110-1618
ph 617-443-9292, fax 617-443-0004, lbromberg@bromsun.com

President-Elect Leslie Meyer-Leon, IP Legal Strategies Group, P.O. Box 1210, Centerville, MA 02632-1210
ph 508-790-9299, fax 617-790-1955, LMeyer-Leon@abanet.org

Vice President Mark B. Solomon, Hamilton Brook Smith Reynolds, P.O. Box 9133, Concord, MA 01742-9133
ph 978-341-0036, fax 978-341-0136, mark.solomon@hbsr.com

Treasurer Lisa Adams, Nutter, McClennen & Fish LLP, World Trade Center West, 155 Seaport Blvd.
Boston, MA 02210-2604, ph 617-439-2550,fax 617-310-9550, ladams@nutter.com

Secretary J. Grant Houston, Houston Eliseeva, LLP, 4 Militia Drive, Suite 4, Lexington, MA 02421
ph 781-863-9991, fax 781-863-9931, grant.houston@ghme.com

Member (Immediate Past-President) Ingrid A. Beattie, Mintz, Levin, Cohn, Ferris, Glovsky & Popeo, P.C.
One Financial Center, Boston, MA 02111-2657, ph 617-542-6000, fax 617-542-2241, iabeattie@mintz.com

Member Neil P. Ferraro, Wolf, Greenfield & Sacks, P.C., 600 Atlantic Avenue, Boston, MA 02210-2206
ph 617-646-8000, fax 617-646-8646, nferraro@wolfgreenfield.com

Member Stephana E. Patton, Edwards Angell Palmer & Dodge LLP, 101 Federal Street, Boston, MA 02210
ph.617-517-5510, fax 888-325-9092, spatton@eapdlaw.com

Member Joseph M. Maraia, Proskauer Rose, LLP, One International Place, 22nd Floor, Boston, MA 02110
ph 617-526-9885, fax 617-526-9899, jmaraia@proskauer.com
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