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PRESIDENT’S MESSAGE
by Lee Carl Bromberg, Esq., Bromberg & Sunstein LLP
The pleasures of summer provide
some relief even for the busy members
of the intellectual property bar. A
sunny day at the beach with a nice
breeze off the water puts into
perspective that overwrought docket
of matters clamoring for attention back
at the office. A walk after dinner in
the summer evening light beckons,
and the computer has to wait until
morning for the next draft to be
produced. An evening at Fenway Park
dispels at least for a while the
pressures of work. As the summer
days wind down, we try to hold on to
that perspective of other things in life
as long as possible, certain in the
knowledge that the fall will bring a
stepped-up pace of work and
professional activity.
And a ferocious pace it will be for
members of the Boston Patent Law
Association. In our technology-driven
e c o no my , w e e x p e r ie nc e s t r o n g
demands from our clients, which are
always welcome even when they more
than fill our days and hours. At the
same time, our professional work
takes place in an environment of
increasing interest in intellectual
property matters by business, the
press, Congress, the Supreme Court,

and international organizations. As
our field of law evolves, the attention
is both flattering and challenging. The
Supreme Court’s KSR decision, which
issued April 30, 2007, is a dramatic
example. Overcoming its reluctance
over a long period to
take patent law cases,
the Supreme Court
announced a revised
obviousness standard
for patentability that
will require c areful
attention by all patent
prosecutors and
patent litigators.

licensing, the digital campus and other
issues. An exciting roster of programs
this fall includes an actual Trademark
Trial and Appeal Board proceeding plus
Trademark Year in Review, programs
on new PTO rules, and the Patent
Cooperation Treaty Seminar,
which draws attendees from
far and wide. Through these
programs and its activities in
filing amicus briefs,
commenting on proposed
legislation and liaison with
other bar associations, the
BPLA seeks to keep its
members abreast of
developments in our evolving
area of law.

To serve its
members and promote
a better understanding President Lee Carl Bromberg What about that perspective
of summer? In the drive to
of intellectual
serve clients and keep on top of our
property and the legal issues
field, it is important to reserve time to
surrounding it, the BPLA presents an
devote to the maintenance and
on-going series of continuing legal
enhancement of our profession. The
education programs and public
BPLA sponsors Moot Court
presentations on issues of importance
competitions and seminars at law
in our field. Recent examples include
schools about careers in intellectual
the Computer Law Committee’s
property, in order to encourage
seminar on the training of patent
students interested in the field and to
examiners, the International and
help them build their skills. The Young
Foreign Practice Committee seminar
on Patent Practice in China, and earlier
(Continued on page 3)
programs on pharmaceutical patents,
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ANNUAL JUDGES DINNER
By Erik P. Belt, Esq., Bromberg & Sunstein, LLP
On Friday evening, May 4, 2007, the
Boston Patent Law Association held its
annual dinner to honor the federal judiciary. Judges from the Court of Appeals
for the First Circuit and the United States
District Court for the District of Massachusetts, along with Judge Lourie of the
Court of Appeals for the Federal Circuit,
gathered with approximately two hundred BPLA members and their guests at
the John J. Moakley United States Courthouse, on Boston’s waterfront. The
guests were treated to great food, drink,
and entertainment.
BPLA President Lee Carl Bromberg
opened the gala by introducing distinguished guests and thanking the judiciary
for their efforts in presiding over complex
and often demanding intellectual property cases. Mr. Bromberg stressed that
the Boston area is blessed with a multitude of innovative companies in technology, biotech, medical devices, and other
cutting edge fields; that such companies
require sophisticated intellectual property
representation; and that the local judiciary’s dedication to resolving intellectual
property issues bolsters the economic
vitality of the region and adds to the
growing body of intellectual property law.
Mr. Bromberg then presented this year’s
Distinguished Public Service Award to
Judge William G. Young for his outstanding service and contributions to the
legal profession. In addition to presiding
over many complex intellectual property
disputes (and welcoming such matters to
Boston), Judge Young is committed to
teaching legal practice and procedures to
our legal community.
Judge Young thanked the Boston Patent
Law Association and member attorneys
for their professionalism in presenting
disputes to the Court. Judge Young also
warmly thanked his colleagues on the
bench for their own distinguished service
and reaffirmed the local judiciary’s commitment to providing the very best stewardship of the law.
The highlight of the evening was the
keynote speech by noted inventor Dean
Kamen of DEKA Research and Development Corporation. The general public
knows Mr. Kamen as the inventor of the
popular Segway Human Transporter. But
Mr. Kamen’s more important contributions to society include many lifesaving
medical devices, such as wearable insulin

pumps, home dialysis systems, stents,
slide preparation systems for laboratory
tests, and other medical devices. Mr.
Kamen opened his remarks with a brief
history of these important inventions.

Josh Dalton, Hon. George O’Toole & Lee Bromberg, Pres.

Hon. Alan Lourie and Hon. Nathaniel Gorton

Hon. Marianne Bowler and Hon. Robert Collings

The main theme of Mr. Kamen’s remarks
concerned the difference between invention and innovation. The latter involves
paradigm shifting contributions that, for
example, improve the human condition.
As an example of true innovation, Mr.
Kamen gave an overview of the development of two products that may have a
substantial impact on human health: a
highly efficient water purification system
and an equally efficient Sterling engine
for powering the water purification system or for otherwise supplying electricity
to poor villages. The impetus for these
innovations is that water-borne pathogens, such as cholera and industrial pollutants, jeopardize a substantial population, especially in the Third World. These
impoverished communities lack the resources to build large scale water purification plants. Thus, rather than design
large projects, it would be more practical
to build and supply small systems that
can provide clean water and electricity to
villages.
Mr. Kamen ended his speech with a short
video showing his latest innovation, a
prototype for a new prosthetic hand that
mimics the fine motor movements of real
hands. These prosthetics will be of great
use for Iraq war amputees, for example.


Hon. William Young, Lee Bromberg and Erik Belt

Dean Kamen of DEKA Research,
the keynote speaker
Joe Maraia, Stephana Patton and Mark Solomon
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More photos of the Judges Dinner
on Pages 4 and 8
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PATENT ENFORCEMENT AND PROSECUTION IN CHINA
By Andrea L. Blackwell and Deirdre E. Sanders, Esq., Hamilton Brook Smith Reynolds
Ever wonder if your client’s Chinese
patents will stand up in the Chinese
courts? Have you been curious
whether a Chinese patent is really necessary for your client’s protection? Do you have questions
about what is actually patentable
under Chinese law? Answers to
these questions and many others
were provided during the June
5th breakfast seminar hosted by
the BPLA’s International and
Foreign Practice Committee.
During the presentation, Mr.
Alex Wei Zhang, Mr. Dexi Qiao,
and Mr. Wenping Chen, three
partners from the Chinese law
firm of King & Wood, enlightened
attendees with strategies for
effective IP protection in China,
an overview of the process for obtaining a patent in China, and substantive tips on what is and is not
patentable under current Chinese law.
This article highlights key points from
the presentation.
In China, as no legal protection is available without filing, more and more
local companies are seeking protection
for their in-house “know how” by filing
patents and challenging their competitors’ patent rights. In 2006, out of
over 200,000 invention patent applications filed in China, over half were filed
by domestic entities. That same year,
local companies also filed over 150,000
utility model applications, and over
175,000 design patent applications.
This volume demonstrates increasing
local confidence in the protection provided by the Chinese patent system
and the growing sophistication of the
Chinese market.
To supplement the experience of local
patent examiners, many Chinese exam-

iners have been sent abroad to observe
the U.S. and European patent prosecution process but that does not imply
that the Chinese system mimics foreign

Deirdre Sanders, John Anastasi, Mr. Wenping Chen,
Mr. Dexi Qiao and Mr. Alex Wei Zhang

law. Differences can be found in what
is actually patentable subject matter
under Chinese law. For example computer software is per se not patentable
if it encompasses the rules and methods for mental activities, a mathematical calculation, a means of measuring a
physical parameter without a new technical feature, or is related in any way
to gaming. Generally, to succeed in
protecting software within the Chinese
system the software solution must
solve “a technical problem” and produce “a technical effect” such as providing industrial process control or
improving internal computer processing. Business method patents are
evaluated under similar standards.
Other examples of unprotectable subject matter include animal and plant
varieties and any form of in vitro diagnosis.
New guidelines promulgated by the

Chinese patent office place a heavier
burden on applicants for novelty and
enablement. For example, the mere
disclosure of a structural formula within
a piece of prior art will anticipate an
applicant’s compound unless the
applicant can prove the compound
is unavailable as of the filing date.
Likewise, examiners will look for
quantitative or qualitative experimental results sufficient to prove
the use and/or the effect of an invention. Previous examination
guidelines did not require such robust activity data in support of each
claim.
According to the speakers, the
amount of IP litigation in China is
increasing with over 11,000 civil
cases filed in 2005. Patent enforcement begins by filing suit in one of the
50 intermediate courts with jurisdiction
over patent disputes. Venue laws allow
filers to select a jurisdiction with sufficient technical IP expertise because
venue is proper either where the
manufacturer or any third party sold
the infringing product. Available remedies include injunctive relief and damages ( e.g. , infringer’s profits, patentee’s losses, one to three times a
reasonable royalty, or statutory damages of between $650 and $65,000
USD). However, producing sufficient
evidence to warrant a high damage
claim can be a significant burden because China lacks the discovery mechanisms present in the U.S. Overall, less
than one third of invention patents are
invalidated within the Chinese courts.
The complete PowerPoint presentation
covered by the guest speakers is available on the BPLA website from the
Events page. Follow the Archive of
Recent Presentations link. 

(Continued from page 1, President’s Message)

Lawyers Committee also holds social networking events to encourage our younger colleagues at the bar to become involved in
professional activities beyond their daily labor. We also have social networking events for members of all ages to encourage
informal exchange of ideas and professional concerns. And our Annual Judges Dinner celebrates our federal judiciary and at the
same time promotes exchange of ideas between bench and bar. This year’s Judges Dinner (see article and photos starting at
page 2) featured the Distinguished Public Service Award to Judge William G. Young, and stimulating remarks by our speaker,
Dean Kamen, a member of the National Inventor’s Hall of Fame.
BPLA members were also enthusiastic participants at the First Statewide Judicial Conference of the United States District
Court for the District of Massachusetts in Newton on June 14 and 15, where we were able to present questions and concerns
(Continued on page 8)
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MORE PHOTOS FROM THE JUDGES DINNER

Martin O’Donnell, Lim Lampert & Hon. Richard Stearns

Brian Blonder, Martina Rozumberkova,
Konstantinos Andrikopoulos and Kerry Flynn

Mary Dawson, Walter Dawson, Peter Dulchinos
and Tom Engellenner

James Hogle and David Thibodeau

Hon. Rya Zobel and James Finke

Dan Gleason, Mrs and Hon. Nathaniel Gorton

Phil Swain, Jim Lampert and Hon. George O’Toole

Hon. Richard Stearns, Pam Bromberg and Lee Bromberg

Bruce Sunstein and Dean Kamen

Hon. Alan Lourie, Hon. Marianne Bowler
and Hon. Robert Collings

Hon. Richard Stearns and Stephen Chow

Mary Murray and David Brody

Paul Kudirka, Patrick Markey & Richard Kosakowski

Leticia Morris, Jay Morris, Leslie Meyer-Leon
and Jennifer Zarutskie

Erik Belt, Hon. William Young and Lee Bromberg
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BPLA PLAYED ROLE IN FIRST DISTRICT OF MASSACHUSETTS
JUDICIAL CONFERENCE
By Susan G. L. Glovsky, Esq., Hamilton Brook Smith Reynolds

Lee Bromberg, President BPLA

The first Judicial Conference of the United States District Court for the
District of Massachusetts on June 14 to 15, 2007, was a successful gathering of
members of the Court and representatives of twelve bar associations in the Commonwealth, including the Boston Patent Law Association. The Court attracted a
diverse group of Federal Court practitioners from across all of Massachusetts who
were appreciative of the Court’s decision to reach out to them for participation.
Lunchtime keynote speaker Governor Patrick and Judge Wolf reminisced about the
days when Governor Patrick appeared before the Judge (who alleged he received
more deference at the time). The Governor was warmly received and emphasized
the need for lawyers to give back to the community and to work toward social
change.
The Planning Committee, Judge Patti B. Saris, Chief Magistrate Judge Kenneth P. Neiman, Magistrate Judge Timothy S. Hillman, Bankruptcy Judge Joan N.
Feeney, and Virginia (Ginny) Hurley, Training and Quality Control Manager for the
Court, organized an excellent conference, that even included an environmentally
friendly flash drive with conference materials. The conference began with a reception on Thursday evening that provided good food, networking, remarks, and a
demonstration by Discovering Justice, the James D. St. Clair Education Project
working in the courthouse, of techniques they bring to classrooms as teaching
tools. For more information, see www.discoveringjustice.org.

Erik Belt, Debbie Belt and Dan Winston

On Friday, Professor Erwin Chemerinsky of Duke University School of Law
offered insight on the Supreme Court. It provides patent lawyers with some perspective that not one patent case was mentioned, despite a valiant effort by Chuck
Heiken in the question and answer period. We learned that the Supreme Court
docket has decreased from a high of 200 to 65 cases in 2007. Rather than refer to
the current Supreme Court as the Roberts Court, after the Chief Justice, Professor
Chemerinsky referred to “the Kennedy Court” because there have been sixteen 5
to 4 decisions, all of which have Justice Kennedy in the majority.

The Changing Economics of the Middle Class: From Boom to Bust in One
Generation, was an enlightening presentation by Professor Elizabeth Warren of

Rich Getz, Leslie Meyer-Leon, Amy Brosius,
Jay KuglerDeYoung, Ashley Long and Mark Dermot

Harvard Law School. The increase from the 1970s to the 2000s in families with
two working parents has increased family income, but increased fixed spending on
items that include mortgages, healthcare, and transportation from half to three
quarters of family income means that loss of a job by one wage earner is more
significant and accounts for an increase in seeking bankruptcy protection.
After these plenary sessions, participants broke into a number of concurrent sessions, and I followed many patent lawyers to a presentation by Judge
Young, Stephen Chow, Professor Eileen Herlihy, and Donald Tobin on Recent Developments in Intellectual Property Law. It was an informative discussion. Judge
Young moderated, encouraged, and got significant audience participation. The
discussion quickly focused on Supreme Court cases familiar to the self-selected
group, like eBay, Metabolite, and KSR. Other topics included the Uniform Trade
Secrets Act and patent trolls.
The trial tips session after lunch caught my eye and included patent litigator Vickie Henry as well as Judge Nathaniel Gorton who recently relocated to Boston from Worcester, Judge Michael Ponsor who sits in Springfield, and Vincent
O’Rourke. The panel discussed aspect of trials from pre-trial through trial, with a
number of takeaway messages. The need for preparation was a constant theme.
Judges and trial attorneys were interested in varying practices employed for empaneling juries, including the amount of voir dire allowed. Counsel were advised
that motions in limine should be presented in time for the Judge to rule on the
motion, which can depend on the significance of the issue being presented for
decision, and were admonished to prepare sufficiently to be able to put on direct
testimony at trial, without leading questions.

Dean Kamen of DEKA Research
presenting the keynote speech

The conference was wrapped up with a plenary session discussing the
event, with Judge Wolf closing with a presentation on The State of the District. 
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FRAUD FOR THOUGHT: CAN FRAUD BE AVOIDED BY CORRECTING A FALSE STATEMENT IN A
TRADEMARK APPLICATION PRIOR TO PUBLICATION?

By John L. Welch and Anne Lamport Hammitte, Lowrie, Lando & Anastasi, LLP
The Trademark Trial and Appeal
Board’s recent precedential ruling in
Hurley Int’l. LLC v Volta, Opposition No.
91158304 (January 23, 2007), has
pushed the issue of fraud into the spotlight once again. Since its seminal ruling
in Medinol Ltd. v. Neuro Vasx, Inc., 67
USPQ2d 1205 (TTAB 2003), the Board
has consistently sustained a charge of
fraud when an applicant or registrant
falsely claimed use of its mark in connection with the goods or services identified. Last year’s precedential decision in Standard Knitting, Ltd. v. Toyota Jidosha Kabushiki Kaisha , 77
USPQ2d 1917 (TTAB 2006), invalidating three registrations on the ground
of fraud, continued and reinforced the
Board’s unrelenting approach. As
Jonathan Moskin noted in a recent
issue of the INTA Bulletin (Vol. 62,
No. 4, Fe bruary 15, 2007), the
Board’s new rule “is not fraud in any
traditional sense, but is rather a strict
liability rule” for a false averment regarding use of a mark, irrespective of
the actual, subjective intent or innocence of the applicant or registrant.
Nonetheless, a footnote in Hurley invitingly suggests that, if corrected before
the application's publication, a false
statement regarding use is not fraud.

Hurley v. Volta – a Caution Sign
In Hurley, Paul and Joanne Volta, who
together comprised the Australian
musical duo called “The Sign,” filed a
use-based application to register
their mark in the design form shown
here, for various entertainment related services. However, discovery
revealed that the Voltas had not
used the mark on some of the recited
services at the time of filing their application. When Opposer Hurley
(successfully) moved to amend its notice of opposition to add a claim of
fraud, the Voltas filed a motion to
amend their application to delete the
Section 1(a) basis and to substitute a
Section 44(e) basis, relying on their
Australian registration for the mark.
Hurley argued that this case is analogous to Medinol , where fraud was
found because registrant Neuro Vasx

had never used its registered mark on
one of two goods identified. Hurley
further pointed out that Applicants reside in Australia, an English-speaking
country, and that Joanne Volta apparently holds an Australian law degree.
Given the “wealth of information” provided at the USPTO’s website, Hurley
argued, the Voltas had no excuse for
their false assertion.
The Voltas, of course, pleaded inno-

On-Line Membership Renewal
For those of you who have not yet
renewed your membership,
please note that you can now renew
on-line at
www.bpla.org
cence. They claimed that they misunderstood the requirements of Section 1
(a), and particularly the legal meaning
of “use in commerce,” and that they
“honestly believed that their ownership
of the same mark in Australia and their
use in commerce of such mark in Australia justified their Section 1(a) filing in
the U.S.” They pointed to their website,
referring to it as a “global domain.”
They stressed that they have been
“defending themselves and have no
legal representation as such,” and
claimed that they were distracted
when Paul Volta “suffered a major
coronary infarct.” And finally, the
Voltas argued that this case is distinguishable from Medinol because
they have yet to obtain a registration.

An Unsympathetic Board
The Board was totally unsympathetic
to the Applicants’ plight and it agreed
with Opposer Hurley that “this case is
similar to the Medinol case.” The Board
observed that here, as there, the application would have been refused but for
“applicants’ misrepresentation regarding
their use of the mark on all the recited
services in the application,” and it is
irrelevant that a registration has not yet
issued:

Applicants have provided no compelling argument why the law allows for
cancellation of a registration after it is
obtained through fraud, but does not
allow for the prevention of a registration when fraud is revealed and the
issuance of a registration is imminent.
The fact that Applicants allegedly
misunderstood “a clear and unambiguous requirement for an application
based on use, were not represented by
legal counsel, and were suffering
health problems” did not change the
Board’s mind.
Applicants were “under an obligation
to investigate thoroughly the validity
of such a belief before signing their
application under certain penalties.”
Moreover, their “asserted misunderstanding regarding the meaning of
‘use in commerce’ was not reasonable.”
At the time they filed their application, they knew they were seeking a
registration for their mark in the
United States. It was unreasonable
for them to believe, however ‘honest’
such a belief, that the term ‘use in
commerce’ on a trademark application
in the United States meant anything
other than use of the mark in commerce in or with the United States, or
even that use in commerce in Australia was the legal equivalent of use in
commerce in the United States.
And their assertion of innocence was
irrelevant because “proof of specific
intent is not required.”
The Board therefore deemed the application void ab initio and entered summary judgment in Opposer’s favor.
As to the Voltas’ motion to amend
their filing basis to Section 44(e), the
Board observed that “the proposed
amendment does not serve to cure a
fraud that was committed.” Therefore,
it deemed this motion “moot.” The
Board noted, however, that its decision
would not preclude the Voltas from
(Continued on page 7)
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filing a new Section 44(e) application.

Universal Overall – a Ray of Hope
Despite the stringent approach taken
by the Board in Hurley v. Volta, the decision fortunately does offer a ray of hope
for applicants and their counsel, at least
if they act quickly to correct any false
statements, made in good faith, regarding use: i.e., if they correct the misstatement prior to publication of the mark. In
footnote 5 of its opinion, the Board offered the following dictum: “We note,
however, that a misstatement in an application as to the goods or services on
which a mark has been used does not
rise to the level of fraud where an applicant amends the application prior to
publication. See, Universal Overall Co. v.
Stonecutter Mills Corp., 154 USPQ 104
(CCPA 1967).”
The Board’s citation of Universal Overall is an interesting one. There, the CCPA
noted that the false statement was
“made in good faith and not in an attempt to perpetrate a fraud on the Patent Office or on Opposer,” and that, at
the suggestion of the Examiner, Applicant Stonecutter amended its application
to recite “textile fabrics” rather than
“clothing.” Unlike in Hurley , however,
the CCPA did not address whether the
false statement was “reasonable.” Is the
Board suggesting in Hurley that the reasonableness of the false statement is
irrelevant if corrected prior to publication? Or does an unreasonable false
statement regarding use, made at any
time, constitute fraud?

Universal Overall instead focused on
the jurisdictional or procedural issue of
whether the opposer had a legitimate
claim of damage at the time of opposition. The court observed that the opposer’s claim of damage could not be
predicated on the application as filed,
but only on the (corrected) application
as published. Because the published
application no longer contained the false
information, there was no basis for a
damage claim.
Why the Publication Dividing Line?

One could argue that a false statement
of use may cause damage whether or
not made in good faith and whether or
not the misstatement is corrected prior
to publication. It is true that, if the false
statement is corrected at an early date,

the PTO Examining Attorney will not rely
on the false statement in passing the
mark to publication, nor will anyone be
misled when reviewing the published
application in the Trademark Official
Gazette. However, when one conducts a
trademark search, one does not consider
only published applications: unpublished
applications are also taken into account.
An unpublished application that includes
a false statement regarding use surely
may in some instances affect the decision as to whether to adopt a new mark;
indeed a mark that seemingly has been
put into use may cause more concern
than a mark that is merely the subject of
an intent-to-use application. Perhaps a
false use claim has more impact when
appearing in a published application, but
it also may affect decisions before publication. So one may question whether
the date of publication is a proper dividing line for a fraud finding.
Moreover, the Board’s suggestion that
false statements corrected before publication do not constitute fraud seems to
ignore the rationale of the Medinol decision. There, the Board stressed that the
subjective intent of the registrant was
irrelevant. The important point was that:
Respondent filed its statement of use
under penalty of “fine or imprisonment, or both, … and [knowing] that
such willful false statements may jeopardize the validity of the application or
any resulting registration….” Statements made with such degree of solemnity clearly are  or should be  investigated thoroughly prior to signature and submission to the USPTO.
Following the same reasoning, one
could maintain that an applicant who
makes a false and verified statement in
an application  regardless of whether
corrected before publication  has committed a fraud. So how does the leniency
of the Universal Overall decision jibe
with the strict liability approach of Medi-

nol?

goods and services. One might call this
undertaking a “fraudit.” The goal of the
fraudit is, of course, to correct any misstatements regarding use before publication.
Rather than conduct a broad fraudit,
one might review each particular application upon receipt of the PTO’s Notice
of Publication. However, a given mark is
currently published for opposition only a
few weeks after the issuance of the Notice of Publication, so, as a practical
matter, there may not be enough time
to check the veracity of the claim of use
of the mark and to make any appropriate correction to the application.

Conclusion
The Board’s dictum in Hurley seems to
offer practitioners and applicants a lifeline by which they can pull themselves
free of the fraud quagmire. But it requires prompt and timely review of
pending applications followed up by
correction of misstatements regarding
use. Clearly, the time for conducting the
fraudit is now. 

Friday, October 5, 2007
is the deadline
for submissions to the
BPLA November 2007
Newsletter.

JOB POSTINGS
To add a job posting
to our on-line list of
Career Opportunities
for 3 months,
and to be listed in a quarterly BPLA
Newsletter,
please e-mail your job posting and
contact information to:
Mark B. Solomon at vicepresident@bpla.org
(Fee is $300 per listing)

Is there a Fraudit in Your Future?
In any case, in light of the Board’s
statement in footnote 5 of the Hurley
decision, applicants and their counsel
might be wise to “audit” all pending,
unpublished, use-based applications to
make sure that the involved marks have
indeed been used on all the identified
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SAVE THE DATE
Trade Secret Law for
Patent Lawyers

September 27, 4-6 p.m.
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Joseph Maraia, Deirdre Sanders and David Brody

Kerry Flynn, Konstantinos Andrikopoulos, Eric Marandett
and Mark Solomon

Dean Kamen and Zhong Gao

Terese Landry, Brian Landry, Andrew O’Connor,
Stephana Patton and Deirdre Sanders

Bob Sayre, Emily Sayre and Monica Grewal

Josh Dalton, Larry Stanley, Renee Ferraro & Neil Ferraro

Hon. Nathaniel Gorton and Hon. George O’Toole

Christopher Cerrito, Stephana Patton, Kathleen Carr,
Andrew O’Connor, Stephanie Kopacz,
Kerri Corless and Peter Corless

Michael Bergman, Mark Solomon and David Thibodeau

(Continued from page 3, President’s Message)

directly to the Federal Judicial Officers and also to discuss issues of importance to the court and the community as a whole,
including the delivery of justice and the accessibility of the court system to the many diverse groups making up our society.
The perspective of summer is also important for recognizing the obligation to give back to the community which provides
us with such rewarding professional lives, by providing pro bono services as appropriate. The BPLA has long participated in the
Massachusetts Science Fair and provided prize money to the winning high school student. Individual members work on matters
through Volunteer Lawyers for the Arts and other organizations. This year, under the energetic leadership of Monica Grewal and
Mary Rose Scozzafava, the Pro Bono Committee of the BPLA has provided instruction by members to patent office professionals
in underdeveloped parts of the world, including Brazil, Singapore and Zimbabwe, as part of a program of assistance sponsored
by WIPO. We are enthusiastic about expanding this activity in future years. As is often the case, participants find their efforts
to help others produce valuable rewards for themselves, as well as exotic experience. As summer draws to a close and as the
pace of work intensifies this fall, we will all try to hang on to that perspective of summer as we meet our professional
obligations. 
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THE NEW MEDICAL DEVICE PRACTICE COMMITTEE
By Eric Raciti, Esq., Finnegan, Henderson Farabow, Garrett & Dunner, LLP and Neil Ferraro, Esq., Wolf, Greenfield & Sacks, PC

We are happy to announce the
formation of the Medical Device Practice Committee of the Boston Patent
Law Association. This committee is just
in its formative stages, but we envision
that it will provide a needed forum for
IP professionals in this growing technology sector to come together.

two states in the nation for number of
medical device patents per capita.
Medical device patents issued to Massachusetts inventors also rose an amazing
66% from 1996 to 2000, and continued
to grow 25% from 2000 to 2003, the
latest years for which figures have been
published.

There are good reasons for devoting a committee to Medical Device
practice. Perhaps most important
among these is that medical technology
represents a major growth sector of the
Boston-area economy. According the
Massachusetts Alliance for Economic
Development, The Massachusetts medical device industry's share of employment in the state is nearly three times
larger than in the nation as a whole.
Further, Massachusetts is second in the
nation in medical device industry activity, gauged by a combination of per
capita and absolute measures of employment, payroll, value added, and
value of shipments. More than 260
medical device manufacturing establishments in Massachusetts employ more
than 20,000 workers and ship $4 billion
in products.

The legal practice involved in representing Medical Device companies involves a technically interdisciplinary
approach currently underserved by any
Patent Law Association in the country.
While Biotechnology and Chemical practice committees are common, owing to
the distinctive rules of practice involved
in these technologies, Medical Device
practice has evolved while no forum
exists for professional interaction.

Medical Device technology is heavily
dependent on patenting. According to
the industry group MassMedic, Massachusetts consistently places in the top

There are distinct legal and practical issues that affect Medical Device
Practice under the patent laws. For
instance, the USPTO’s recent policy
shift toward the treatment of intended
use recitations and their patentable
weight impacts the ability to claim devices directed toward specific therapies.
The exemption of healthcare practitioners under 35 U.S.C. § 271(c) is another example, one which is likely to
provide a template for other legislative
action in the future.
Moving forward, we hope that the

Medical Device Practice Committee will
provide a substrate for important benefits, including:
Facilitating interaction between corporate counsel and law firm attorneys
who work in this industry outside the
auspices of much larger industry
groups, such as MassMedic.
Positioning the BPLA for a position of
leadership in the sector, allowing a
policy-shaping role and increased
visibility for the BPLA in general. This
could be achieved by speaking during
notice-and-comment periods during
USPTO rulemaking, filing amicus
briefs, etc.
Providing a forum for information
sessions on legal, as well as medical
topics. For instance, we hope to establish instructional brownbag lunch
sessions on spinal orthopedic anatomy, interventional cardiovascular
procedures, electrophysiology or
other topics of interest.
We hope to see you at one of our
future events or seminars! If you have any
questions, comments or suggestions,
please feel free to contact Co-Chairs Eric
Raciti of Finnegan Henderson Farabow
G a r r e t t
&
D u n n e r
a t
eric.raciti@finnegan.com or Neil Ferraro of
Wolf Greenfield & Sachs at
Neil.Ferraro@WolfGreenfield.com. 

BPLF PRESENTS AWARD AT MASSACHUSETTS SCIENCE & ENGINEERING FAIR
By Leslie Meyer-Leon, Esq., IP Legal Strategies Group
The Boston Patent Law Foundation is pleased to announce that on Saturday May 5, 2007, Leslie Meyer-Leon, President-Elect of the BPLA, presented an
award in the amount of $1500 to two students at the 58th annual Massachusetts
Science and Engineering Fair. This year’s
BPLF award went to Keven Li and Bryan
Bromley of Hopkinton High School.

color map calibrated by PSI, which they refer to as a “foot pressure map.” The foot-pressure-map can be used by therapists,
podiatrists, and foot researchers to prescribe a personalized foot insole, or to prescribe a form of medical treatment for a
given foot condition.
The Massachusetts State Science
and Engineering Fair is an annual event
held to recognize outstanding achievements in science by Massachusetts high
school students. This year, the event was
held in the Kresge Auditorium on the MIT
campus.

Mr. Li and Mr. Bromley were
recognized for their engineering project
entitled “A Study Between Shadow Contrast And Pressure: The “Pedo-BOX”. The
concept behind the Pedo-BOX is based on
Keven Li and Bryan Bromley were the
image processing a digital portrait of foot
Recipients of this year’s BPLF award
The Boston Patent Law Foundaprints, making use of two ends of the imtion, a non-profit 501(c)(3) subsidiary of the Boston Patent Law
age spectrum: the F-Scan and pressure-sensitive film. By studyAssociation, is pleased to be an annual sponsor of this worthy
ing foot prints molded into select memory foams, the students
event. 
analyzed portions of shadow contrast to ultimately display a
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SUPREME COURT REVERSES FEDERAL CIRCUIT ON OBVIOUSNESS LAW
by John P. Isacson, Esq., Proskauer Rose LLP and Joseph M. Maraia, Esq., Proskauer Rose LLP

Interesting times ahead:. The U.S. Supreme Court has issued its much anticipated opinion in KSR International Co.
v. Teleflex, Inc., No. 04-1350 (April 30,
2007), which reversed and remanded a
Federal Circuit case that concerned
whether a patent to automobile pedals
having electronic sensors was obvious.

KSR should not automatically cast
doubt upon all previously-issued patents, which was a concern expressed
at the oral argument in November of
2006.

The Supreme Court further stated that
the TSM test would not be inconsistent
with earlier Supreme Court cases, such
as Graham v. John Deere, when the
test is applied as a general principle,
but was employed in error as a “rigid
rule” by the Federal Circuit in KSR. The
Supreme Court specifically recognized
that the Federal Circuit in other decisions had applied the TSM test in a
manner that was in accord with the
earlier Supreme Court cases. Accordingly, the Supreme Court decision in

The analysis must be made explicit,
not merely made in the form of conclusory statements. However, the
analysis need not seek out precise
teachings for specific subject matter
of the challenged claim because the
court can take into account inferences and creative steps that the
skilled person would employ. Slip
Opinion at 14.

x

New works and advances are
brought about by “instinct, simple
logic, ordinary inferences, extraordinary ideas and sometimes even
genius.” Progress beginning from
higher levels of achievement is expected in the normal course, and
thus the results of “ordinary innovation” are not the subject of exclusive
rights under the patent laws. Otherwise, patents might stifle, rather
than promote, the progress of the
useful arts. Slip Opinion at 23-24.

x

More recent Federal Circuit cases
that have elaborated a broader conception of the TSM test (Dystar and
Alza Corp.) were not reviewed by
the Supreme Court, and the consistency of these decisions with Supreme Court precedent is a matter
for the Federal Circuit to consider in
future cases. Slip Opinion at 17-18.

Key Points
x

The Decision
The Supreme Court held that the Federal Circuit obviousness test for teaching, suggestion or motivation to combine prior art references (“the TSM
test”) was too high a standard to meet
in proving that the claim was obvious
and thus, not patentable. The Supreme
Court reasoned that past case law required a “functional approach” to the
obviousness inquiry which would rely
on a broad scope of inquiry. Specifically, the Supreme Court held that the
TSM test as applied in KSR by the Federal Circuit was improper because it:
(1) foreclosed consideration of problems beyond what was being solved by
the patentee, and thus would ignore
other problems or needs that would
motivate the hypothetical person having ordinary skill in the art (“the skilled
person”); (2) limited the skilled person
to use of elements of the prior art that
were designed to solve the same problem, and thus deprived the skilled person of the use of common sense to
realize that familiar items can have
obvious uses beyond their primary purposes; (3) erred in determining that a
claim can never be proven obvious by
only showing that the combination was
obvious to try; and (4) denied the
skilled person resort to common sense
in an overreaction to concerns over
hindsight bias.

x

x

x

x

x

A patent claim composed of several
elements is not made obvious solely
by the known existence of each
element in the prior art. Although
common sense requires care when
evaluating a patent application that
“claims as innovation the combination of two known devices according
to their established function, it can
be important to identify a reason
that would have prompted a person
of ordinary skill in the relevant field
to combine the elements in the way
the claimed new invention does.”
Slip Opinion at 14-15.
In many fields, there is little discussion of obvious techniques or combinations and thus it is market demands, and not the scientific literature, that drive design trends. Slip
Opinion at 15.
Design needs and market pressures
to solve a problem in conjunction
with a finite number of predictable
and identifiable solutions can provide the skilled person with the reason to pursue all of the known options. Success in such situations is
not innovation but rather the use of
ordinary skill and common sense.
That such a combination was obvious to try might show that the combination was obvious under section
103. Slip Opinion at 17.
The skilled person possesses ordinary creativity and is not an automaton. Slip Opinion at 17.
A court may have to look at interrelated teachings of multiple patents,
the effects of demands from the
design community and the marketplace, and the background knowledge of the skilled person “in order
to determine whether there was an
apparent reason to combine the
known elements in the fashion
claimed by the patent at issue.” Slip
Opinion at 14.

10

What’s Next?
The Supreme Court has handed the
issue back to the Federal Circuit. The
decision will likely have its greatest
impact on the mechanical and electrical fields, which are traditionally considered to be more predictable than
the chemical and biotechnological
fields.
At a minimum, KSR will result in a
broader obviousness inquiry at the
patent office and in the courts, even if
the Federal Circuit tries to stay with a
TSM test according to Dystar and Alza
Corp. The KSR decision will make it
easier for patent examiners and patent
challengers to allege prima facie cases
of obviousness, and thus is a de facto
burden of proof and persuasion shift
towards the patent applicant or patentee. Considerations of nonobviousness, such as unexpected re(Continued on page 11)
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Sponsored by the
Boston Patent Law Association

1st Prize: $1000 ~ 2nd Prize: $500
The BPLA is once again holding its annual Writing Competition. Law students are encouraged to submit papers on a subject relating to intellectual property law, written or published between August 1,
2006 and July 31, 2007.
Contest Rules:

Articles must have been written solely by a student or students either in full-time attendance at a law school (day or
evening) within the jurisdiction of the First Federal Judiciary Circuit or prepared in connection with a course at a law
school situated in the First Circuit.
Articles must be submitted to the Boston Patent Law Association on or before August 31, 2007.
Papers should be no more than the equivalent of ten (10) law review pages including footnotes (30-40 pages typed
copy).
Submission of five (5) copies or a .pdf file is required.
Submissions must include the submitter’s name, current address, current telephone number, law school and employment information, if applicable. Judges will consider the merits of the article as a contribution to the knowledge respecting intellectual property law and the extent to which it displays original and creative thought or information not
previously published or available.

Please send articles to:
Stephana E. Patton, Ph.D., Edwards Angell Palmer & Dodge LLP
Direct: 617.517.5510
Direct Fax: 888.325.9092
General: 617.239.0100
Fax: 617.227.4420

111 Huntington Avenue
Boston, MA 02199 USA
www.eapdlaw.com

(Continued from page 10)

sults, teachings away, and secondary
considerations, such as failure of others, will take on heightened importance to rebut prima facie allegations.
At the Patent Office, the norm may
evolve to expand patent applications
that detail advantages and differences
of an invention over the prior art, followed by more expert declarations to

discuss these advantages and differences during prosecution. Litigation
can be expected to become even more
laden with technical expert testimony.
There is a more problematic side to
KSR for patentees and patent applicants. The concepts of “ordinary creativity” and “ordinary innovation,” as
wel l a s t h e a c c e pta bi l i ty o f the
“obvious to try” standard in certain

BPLA and Suffolk Law School Present:
The TTAB Comes to Boston.

situations, harken back to the ‘flash of
genius’ and ‘synergy’ tests of the past,
when patents were harder to successfully enforce and were of lessened
importance. Now, with the world
economy more dependent than ever
on the value of intellectual property,
the KSR decision will certainly lead the
technological community to a period of
interesting times. 

Article Submission

The Trademark Trial and Appeal Board will hold two hearings in Boston on the afternoon of October 26, 2007, at
Suffolk Law School. An introductory presentation on recent
TTAB developments will precede the hearings, and a panel
discussion regarding the hearings and other TTAB-related
topics will follow. After the panel discussion, a reception
will be held for the judges and attendees.
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If you would like to write an article for an upcoming
issue of the Boston Patent Law Association’s Newsletter, please submit it to:
Mark Solomon, BPLA Vice President
at vice-president@bpla.org

Electronic photographs are also welcome.
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NEW “HAIR TRIGGER” CAN TURN LICENSING NEGOTIATIONS INTO LITIGATION
by Brian T. Moriarty, Esq., Hamilton Brook Smith Reynolds
The U.S. Supreme Court’s January 2007 decision in

MedImmune, clarifying the power of federal courts to hear
patent licensing disputes, has already had an immediate
and dramatic impact. Recently, in Sandisk v. ST Microelectronics, the Federal Circuit reversed decades of precedent
and has now made it substantially easier for a prospective
licensee to gain a tactical advantage by filing a lawsuit
rather than negotiating a license. Because of this fundamental change, the tactics used to make or respon d
to unsolicited licensing offers will now change.
THE NEW RULE
Under the new rule, a company that receives an unsolicited request to take a patent license can bring a lawsuit
against the patentee where the company is left with an option of either: 1) potentially infringing the patent, or 2)
abandoning its business plan in fear of the patent. This
change in the law, described by the concurring judge as a
“sweeping change,” can turn any run-of-the-mill licensing
negotiation into a patent litigation.
AN OFFER YOU CAN REFUSE
One of the key incentives a patent owner provides with
its request for royalties is an implicit agreement that it will
refrain from suing the target if the target engages in licensing negotiations. Under the old rule, the target did not have
a co-equal right. That imbalance has now been eliminated,
giving prospective licensees an important weapon to use in
patent licensing negotiations. Thus, if the patentee makes
a charge of infringement, however veiled, the prospective
licensee can simply deny the charge and bring a lawsuit in a
favorable forum. By “suing first, talking second,” the prospective licensee has taken away the patentee’s biggest
threat, and can now negotiate with greater confidence. If
the negotiations are successful, the lawsuit can be dismissed without incurring substantial litigation fees.
NEW TACTICS FOR PATENT HOLDERS
Patent owners must be mindful that simply sending a
licensing offer may result in the target company filing a law-

suit before there are any discussions. Patentees should consider the following options:
iAssuming there is a proper basis, file a “plain vanilla”
patent suit against the target before sending a license offer.
If you refrain from serving the lawsuit, you can allow licensing negotiations to bear fruit or fail, while controlling against
the prospect of defending a lawsuit on someone else’s
terms in an unwelcome forum.
iSend the patent to the prospective licensee, but without any discussion of infringement or licensing and then
offer to have continued discussions pursuant to a written
contract that requires the parties to keep all communications confidential. Many negotiators believe they can talk
candidly about patent issues and avoid the misuse of any
admissions by agreeing that the discussions are “settlement
discussions” protected by a provision of the Federal Rules of
Evidence, Rule 408. While that rule does prohibit the use of
statements made in licensing negotiations to show liability,
that rule offers no protection against using statements as a
basis for declaratory judgment jurisdiction. In other words,
any threats or denials made in the heat of negotiations can
be the basis for a lawsuit unless the parties specifically
agree in advance that such statements cannot be used for
that purpose.
iAvoid making direct threats or direct denials regarding
infringement or patent invalidity. Although candor has its
place, a little caginess can go a long way.
STATEGIZE FIRST, NEGOTIATE SECOND
The new, looser standard for filing declaratory judgment
actions makes it imperative that companies offering or receiving an unsolicited licensing proposal clearly think out
their strategy and statements before any communications
are made. Failure to do so can place your company in an
unfavorable, or even unwanted, litigation position. 

AIPLA SPRING MEETING
The Boston Patent Law Association was a proud sponsor of the AIPLA Opening Night Reception during
the AIPLA Spring meeting in Boston on May 9 - 11. The event, dubbed "Seasons of New England,"
featured various stations serving classic New England fare. BPLA President Lee Bromberg and Board
Member Neil Ferraro attended the event on behalf of the BPLA. Many BPLA members were seen networking with fellow Intellectual Property professionals from around the globe. 
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CAREER OPPORTUNITIES
PATENT ATTORNEY

DIRECTOR OF INTELLECTUAL PROPERTY

Sheehan Phinney Bass + Green

ConforMIS, Inc.

We seek an experienced patent
attorney to join our rapidly growing
intellectual property law practice in
our Manchester office, to provide
immediate overflow support. Must
have at least two years experience
as a patent attorney. BS EE preferred. Candidates must work well
in a team-oriented environment.
Sheehan Phinney Bass + Green PA
is a full-service regional law firm
providing a broad range of sophisticated legal services to clients in
traditional and emerging areas of
law. Our diverse client base includes local and regional businesses, institutions and municipalities, as well as national and international businesses with interests
in the northeast.
Submit writing samples and credentials to:
Peter A. Nieves, Esq.
Sheehan Phinney Bass + Green
1000 Elm Street
Manchester NH 03101
Fax: 603-641-2353
pnieves@@sheehan.com

TRADEMARK ASSOCIATE

Job location:

Boston Area, MA

Dynamic and rapidly growing, midstage venture funded medical device company delivering a breakthrough approach to orthopedics
and sports medicine via imagederived, minimally-invasive orthopedic implants is seeking in-house
patent counsel. This key role will
be responsible for managing and
aggressively expanding a portfolio
that currently has over 100 patents.

Responsibilities include:
• Review, negotiate and draft key
claims, patents, license, research,
technology, material transfer
agreements for IP consideration
and protection. Prepare legal opinions and analysis of patents; review and draft significant corporate legal documents; conduct
patentability infringement studies.
• Coordinate and lead internal and
partner patenting and trade secret
protection.
• Draft opinions and develop legal
strategies for the company’s business and research endeavors; involvement in all copyright, trade-

mark branding and litigation matters.
• Participate in licensing discussions with Business Development/
company management.

Education, training, experience:
• JD degree and advanced degree
in life sciences.
• 5+ years patent experience including prosecution, licensing,
litigation, etc. relating to medical
device law.
• Proven ability to identify and
resolve issues is required.
• Excellent communication and
writing skills.
Please submit cover letter and
resume to:

Hilary Clayton
Director of Human Resources
ConforMIS, Inc.
5 Militia Drive
Lexington, MA 02421
E-mail: HR@conformis.com
www.conformis.com

Nixon Peabody LLP
Our national Technology & Intellectual Property Practice Group is
seeking to hire a motivated trademark associate at the second to
fourth-year level with experience in
trademark prosecution. Qualified
candidates will have excellent academic credentials and superb communication and writing skills. EOE
Please submit cover letter and
resume to :
Carol Taylor
Legal Recruiting Coordinator
Nixon Peabody LLP
100 Summer Street
Boston, MA 02110
ctaylor@nixonpeabody.com
866-743-2439 (fax)

UPCOMING EVENTS
Friday, August 31, 2007
Deadline for Writing Competition
Tues, September 18, 2007
Litigation in the Eastern District of Texas
September 25 or 26, 2007.
Changes to Patent Rules and Procedures
Thursday, September 27, 2007 (date subject to change)
Trade Secret Law for Patent Lawyers
Friday, October 26, 2007
The TTAB Comes to Boston
Wednesday and Thursday, November 28-29
PCT Seminar
Wednesday, December 5, 2007
2007 Annual Meeting
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CAREER OPPORTUNITIES Continued

MANAGER OF INTELLECTUAL PROPERTY
ConforMIS, Inc.

PATENT ATTORNEY
Mintz, Levin, Cohn, Ferris,
Glovsky and Popeo, P.C.
Mintz, Levin, Cohn, Ferris, Glovsky
and Popeo, P.C., a large international law firm with more than
450 attorneys in eight offices, is
seeking a Patent Attorney to join
our Boston office. Qualified candidates will have a minimum of 3
years of high tech patent prosecution experience with a degree in
electrical engineering, computer
s c i e n c e o r re l a t e d t e ch n i c a l
field. Qualified candidates also
must have excellent written and
oral communication skills, superior analytical ability, technical
versatility, and the ability to work
well with clients and inventors.
Interested candidates should submit a resume to:
Catherine L. Murphy
Lateral Associate Recruiting
Manager
Mintz, Levin, Cohn, Ferris,
Glovsky and Popeo, P.C.
One Financial Center
Boston, MA 02111
Phone: 617.348.4815
Fax: 617.542.2241
E-mail: CLMurphy@mintz.com

Notice to Committee Chairs
We would like to know of any
upcoming events,
whether CLE or brown bag lunches,
the committees are
planning.
We are happy to promote your
events in our newsletter listings,
and welcome descriptions of your
planned events for publication.
We also welcome articles and electronic photographs of your events.
Please send articles and photographs to: vice-president@bpla.org

Job location:

Boston Area, MA

Dynamic and rapidly growing, midstage venture funded medical device company delivering a breakthrough approach to orthopedics
and sports medicine via imagederived, minimally-invasive orthopedic implants is seeking in-house
patent counsel. This key role will
be responsible for managing and
aggressively expanding a portfolio
that currently has over 100 patents.

Responsibilities include:
• Review, negotiate and draft key
claims and patents.
• Prepare legal opinions and analysis of patents.
• Conduct patentability infringement
studies.
• Coordinate internal and partner
patenting and trade secret protection.
• Draft opinions and develop legal
strategies for the company’s busi-

ness and research endeavors; involvement in all copyright, trademark branding and litigation matters.
Participate in licensing discussions
with Business Development/
company management.

Education, training, experience:
• MS or PhD degree in life sciences.
• 2+ years patent experience including prosecution, preferred in
medical device or engineering.
x Excellent communication and writing skills.
Please submit cover letter and resume to:
Hilary Clayton
Director of Human Resources
ConforMIS, Inc.
5 Militia Drive
Lexington, MA 02421
E-mail: HR@conformis.com
www.conformis.com

PATENT ATTORNEY
Nutter McClennen & Fish LLP
Nutter McClennen & Fish LLP seeks
patent associates with 3-5 years of
patent prosecution experience.
Qualified candidates will have prior
law firm experience and a strong
background in Electrical, Mechanical
or Chemical Engineering. Persuasive
advocacy skills, strong interpersonal
skills, technical knowledge and superior writing ability are essential.
Nutter’s patent practice, which is on
par for both quality and clients with
the most elite firms in the country,
represents clients who develop and
produce new technologies, including
blue chip companies developing
cutting edge medical devices. This
is an exciting opportunity for bright
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and dedicated mid-level associates
with an interest and ability to work
at the cutting edge of law and technology.
Nutter ranked first in Boston and
among the top five firms in the
country in The American Lawyer

2006 Midlevel Associate Survey.
Please send resume to:
Terese Cunningham
Legal Hiring Manager
McClennen & Fish LLP
World Trade Center West
155 Seaport Boulevard
Boston, MA 02210
Email: tcunningham@nutter.com
www.nutter.com
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BPLA Committee Chairs
ACTIVITIES & PUBLIC RELATIONS

INTERNATIONAL & FOREIGN PRACTICE

activities@bpla.org

international@bpla.org

Erik Paul Belt (617) 443-9292

Deirdre E. Sanders (978) 341-0036

Courtney M. Quish (617) 443-9292
AIPLA MOOT COURT
mootcourt@bpla.org

John N. Anastasi (617) 395-7000
LICENSING
licensing@bpla.org

Thomas M. Johnston (617) 573-5805

Paul D. Burgess (781) 674-7816

Amy Brosius (617) 542-5070

Michael Bergman (617) 868-8871

AMICUS

LITIGATION

amicus@bpla.org

litigation@bpla.org

Erik Paul Belt (617) 443-9292

Matthew Lowrie (617) 395-7000

Robert M. Abrahamsen (617) 646-8256

Douglas C. Doskocil (617) 570-1215

ANTITRUST LAW
antitrust@bpla.org
Justin J. Daniels (617) 573-4826
Kathleen B. Carr (617) 951-3326
BIOTECHNOLOGY
biotechnology@bpla.org
Gregory J. Sieczkiewicz (617) 526-9734
Christine M. Wise (978) 341-0036
CHEMICAL PATENT PRACTICE
chemical@bpla.org
James T. Olesen, Ph.D (617) 452-1600
Lisa Dixon (617) 444-6396
COMPUTER LAW
computer@bpla.org
John J. Stickevers (617) 443-9292
Steven J. Henry (617) 646-8238
CONTESTED MATTERS
contestedmatters@bpla.org
Susan Glovsky (978) 341-0036
Michael McGurk (617) 452-1600
Donna Meuth (617) 526-6010
COPYRIGHT LAW
copyright@bpla.org
Stephen Y. Chow (617) 854-4000
Anne Marie Longobucco (617) 263-2600
CORPORATE PRACTICE
corporate@bpla.org
Walter F. Dawson (978) 452-1971
James Cullem (978) 867-2311
David J. Cerveny (781) 418-1103
ETHICS AND GRIEVANCES
ethics@bpla.org
Timothy A. French (617) 521-7015

MEDICAL DEVICES PRACTICE
medicaldevices@bpla.org
Eric P. Raciti (617) 452-1600
Neil P. Ferraro (617) 646-8000
PATENT LAW
patents@bpla.org
Maureen K. Toohey (617) 748-5571

The Boston Patent Law Association (BPLA)
is an association of intellectual property
professionals, providing educational programs
and a forum for the interchange of ideas and
information concerning patent, trademark, and
copyright laws. Through a volunteer Board of
Governors and committees, it organizes and
hosts educational seminars, social events,
and conventions, and comments on rules,
legislation, and judicial decisions impacting
the profession. Visit the BPLA at
www.bpla.org.
Membership in the BPLA is available to
attorneys and other professionals practicing
intellectual property law within the Federal
First Judicial Circuit (Maine, New Hampshire,
Massachusetts, Rhode Island and Puerto
Rico). Applications for membership can be
obtained from our web site at www.bpla.org.
Full membership for 2007(available only for
attorneys practicing within the First Circuit)
costs $90.00, Associate membership
(available to non-attorney intellectual property
professionals) costs $80.00. Mailing list-only
affiliation costs $35.00

Wendy Haller Verlander (617) 526-6005
PATENT OFFICE PRACTICE
patentofficepractice@bpla.org
J. Grant Houston (781) 863-9991
Inna S. Landsman (617) 367-4600 x242
PRO BONO
probono@bpla.org
Monica Grewal (617) 526-6000
Mary Rose Scozzafava (617) 526-6015
TRADE SECRETS
tradesecrets@bpla.org
Claire Laporte (617) 832-1210
Vickie L. Henry (617) 832-1185
TRADEMARKS & UNFAIR COMPETITION
trademarks@bpla.org
John L. Welch (617) 832-1000
Mark D. Robins (617) 345-1000
WEBSITE COMMITTEE
website@bpla.org
Joseph M. Maraia (617) 526-9899
Neil P. Ferraro (617) 573-7867
Mark B. Solomon (978) 341-0036
YOUNG LAWYERS & LAW STUDENTS
younglawyers@bpla.org
Michelle Z. Bielunis (617) 439-2481
Doris Fournier (617) 348-1814
Scott J. Gerwin (617) 646-8243

Interested in playing a more active role in a committee?
Please contact the committee chair if you are interested in joining, switching, or taking
a more active participatory role in a committee.
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