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PRESIDENT’S MESSAGE
By Leslie Meyer-Leon, Esq., IP Legal Strategies Group

President Leslie Meyer-Leon

I write this message to you in the
last days of the holiday season, a time
to ring out the old and ring in the new.
We had a rich line up of continuing legal
education programs and professional
initiatives in the past year, thanks to the
lively efforts of our board and
committees, and we move into the new
year with an equally rich itinerary and
with fresh policy initiatives.
Ringing out the old, a round of
cheers go to the following: Joanne
Creedon of Bromberg & Sunstein for her
hard work during the year assisting
past-president Lee Bromberg;
Contested Matters Committee co-chairs
Susan Glovsky, Michael McGurk and
Donna Meuth for getting the 2006-2007
season off to a terrific start with a

seminar on copying patent claims under
section 135(b) held Dec. 14, 2006;
Young Lawyers and Law Students
Committee co-chairs Michelle Bielunis,
Doris Fournier and Scott Gerwin for
sponsoring an event at Suffolk Law
School on March 7th; Tom Johnston and
Amy Brosius for organizing the 34th
Annual AIPLA Giles Rich Memorial Moot
Court Competition held March 16-18th;
Biotechnology Committee co-chairs
Greg Sieczkiewicz and Christine Wise for
sponsoring an April 23rd seminar on
recent trends in the Federal Circuit
impacting pharmaceutical patents;
Licensing Committee co-chairs Paul
Burgess and Mike Bergman for putting
together a seminar on licensing after
Medimmune on April 25th; International
and Foreign Practice Committee cochairs Deirdre Sanders and John
Anastasi for sponsoring a seminar on
patent enforcement and prosecution in
China on June 5th; Computer Law
Committee co-chairs John Stickevers
and Steve Henry for holding a seminar
titled Why Do Patent Examiners Do
What They Do? on June 22th; Patent
Office Practice Committee co-chairs
Grant Houston and Inna Landsman for
helping us to understand the PTO’s
upcoming (but currently enjoined) rule
changes in a seminar held Sept. 25th;
Trade Secrets Law Committee co-chairs
Claire Laporte and Vickie Henry for
sponsoring Trade Secrets for Patent
Lawyers on Oct. 22nd; Trademarks and

Unfair Competition Committee co-chairs
John Welch and Mark Robbins for
bringing the TTAB to Boston on Oct.
26th; Activities Committee co-chairs Erik
Paul Belt and Courtney Quish who,
among many feats performed
throughout the year, brought us the
Advanced PCT Seminar on Nov. 28-29th;
and Neil Ferraro, Joe Maraia, and Mark
Solomon of the Web Site Committee,
and consultant Peter Lemieux, for
bringing renewal and event registration
on-line.
Thankfully we are not ringing out
last year’s IP Task Force. Composed of
about 20 of our members, the IP Task
Force is working with the judiciary of
the District of Massachusetts to explore,
draft, and propose to the local federal
judiciary a set of local rules for
adjudicating patent infringement cases
in the US District court for the District of
Massachusetts with the goal of
streamlining and expediting patent
litigation. My appreciation to out-going
President Lee Bromberg who, among
the many accomplishments of his term
in office, organized this task force.
We have already begun to ring in
the new, 84th, year of the BPLA. Matt
Lowrie and Doug Doskocil, on behalf of
the Litigation Committee, have already
rung in the BPLA’s new 2007-2008
season with a seminar titled Litigating

Patent Cases in the Eastern District of
Texas on Dec. 11, 2007. In addition to
(Continued on page 2)
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upcoming association-wide seminars, our committee chairs will be working to expand and invite the participation of
committee membership by enhanced use of committee-wide dialog, activities and workshops. I encourage you to contact
your committee chair if you would like to be more actively involved.
The new year rings in with an ambitious agenda for the Board of Governors as well. A first area of focus will be to reevaluate whether the BPLA is structurally organized in a manner that best suits its mission of providing services to its
membership. Toward that end, I am organizing a long-range planning committee to evaluate and make recommendations
to the Board for updating the BPLA’s infrastructure and funding sources. A second area of focus this year is a policy
initiative intended to address the needs of small entity patentees and applicants. Recognizing that applying for and
enforcing patents is increasingly costly and burdensome for start-up companies and independent inventors, a task force of
BPLA members is being set up to address ways in which members of the BPLA can more effectively articulate and influence
intellectual policy changes with a collective voice. If you would like to participate in this task force please contact either
Activities Chair Monica Grewal or myself.
REMINDER: MEMBERSHIP RENEWAL FEES

This is a reminder that renewal fees for the 2008 BPLA membership can now be paid. If paid before February 1st, the dues
are as follows:
Active Member (attorney) $90
Associate Member (non-attorney) $80
Mailing List only $35
After February 1st, the dues increase to:
Active Member (attorney) $115
Associate Member (non-attorney) $105
Mailing List only $60
Members wishing to renew their membership for 2008
can do so on-line at www.bpla.org. The on-line payment
option is made available through PayPal. You do not need a
PayPal account - payment is made by entering your credit
card information, but billing and payment are facilitated by
PayPal. Once your payment is entered, your membership
status will be automatically updated for the membership
year. You will also receive a statement from PayPal itemizing
your transaction. New member applications continue to be
handled through a paper application.
Firms and companies also have the ability to renew
members in bulk. Any member can renew members of his or
her firm or company. After you log in, click on the Firm login
tab and a website-generated list of your firm's/company's
members up for renewal will appear. You can then click on
those members you wish to renew or select "all". Payment is
made by entering your credit card information, as above.
Once payment is entered, the membership status of each
selected firm/company member will be automatically updated

for the current year, and an itemized transaction statement
listing all those members renewed at this transaction will be
sent to your e-mail address. Attempts to renew a member
where the renewal is already in process are prevented.
If you have not already personalized your BPLA on-line
password, please visit our website and simply click on the
Member Login tab in the upper right corner of your screen.
You will be prompted to enter your e-mail address and password. Your e-mail address is not case sensitive and your
password has temporarily been set to the old, generic password. At your initial login, you will be asked to change your
password. If you have already changed your password and
forgotten it, simply enter your e-mail address, and your password will be sent to you via e-mail.
It is also possible to pay by mail, as in the past. A renewal form can be downloaded and printed from the website. Please complete the form and mail it to the following
address, along with a check made payable to the Boston
Patent Law Association:

Grant Houston
BPLA Treasurer
c/o Houston Eliseeva, LLP
4 Militia Drive, Suite 4
Lexington, MA 02421
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2007 Annual Meeting
By Neil Ferraro, Esq., Wolf, Greenfield & Sacks, P.C.
ter the meeting, President Leslie Meyer-Leon sent an email to
the membership announcing that Gregory J. Sieczkiewicz,
Esq. has been elected to the Board of Governors of the Boston Patent Law Association for the 2007-2008 term.
The winner of the 2007 BPLA/BPLF Writing Competition
was also announced at the Annual Meeting. The First Place
prize of $1000 was awarded to Brendan Witherell for his artiThe 83rd Annual Meeting of the BPLA was called to order cle “The First Circuit Cuts the Fat from the Vanity Fair Test.”
on December 5, 2007 at the Boston Harbor Hotel.

Brendan is a recent graduate of Western New England Col-

This year, our guest speaker was the Honorable Mark L.

lege School of Law where he served as the articles editor of

Wolf, Chief Judge of the United States District Court for the

the Western New England Law Review. Brendan also partici-

District of Massachusetts. Judge Wolf was appointed to the

pated in the International Space Law Moot Court competition

United States District Court for the District of Massachusetts

at Georgetown Law Center where his team placed sixth.

in 1985 and became its Chief Judge in 2006. Judge Wolf

Brendan is currently clerking at the Connecticut Court of Ap-

gave a captivating speech on the ability of the United States

peals and will be joining the Hartford office of Robinson and

District Court for the District of Massachusetts to handle com- Cole next September.
plex patent matters and welcomed the BPLA’s continued

A vote on an Amendment to the BPLA By-Laws relating

commitment to fostering expeditious, thorough, and thought- to associate members was also conducted. Specifically, after
ful consideration of patent infringement cases in the District.
This year’s meeting also involved a vote by secret ballot

Board consideration, those having an interest in intellectual
property law, and its practice, who are employed by, or pro-

for a Board seat. A member of the BPLA was nominated by

vide services to, a firm or company engaged in the practice

the membership pursuant to Article VII, section 2, of the

of patent, trademark, copyright or other intellectual property

bylaws. Only active (attorney) members in attendance at

law and who reside or have a principle office in the First Judi-

the BPLA's Annual Meeting in good standing could vote. Af-

cial Circuit may become Associate members of the BPLA.

Congratulations!
Brendan Witherell for Winning The 2007 BPLA/BPLF
Writing Competition

Joe Maraia presents an award to Brendan Witherell, winner of the BPLA/BPLF
Writing Competition
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2007 Annual Meeting Photos

Eugene Dacey and Ken Milik

Lee Carl Bromberg Presenting Gift
to Chief Justice Mark L. Wolf

Tom Engellenner and Leslie Meyer-Leon

Dorothy Wu, Ken Milik, Jerry Peters

Jane White, Elbert Chiang, Jon Sparks,
Jeanne Tanner

Matt Lowrie, Greg Sieczkiewicz,
Jennifer Zarutskie
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Current Patent Reform and its Repercussions on the Bio/Pharma Industry
By Jamie Wisz, Esg., Donna Meuth, Esq., and Shann Kerner, Ph.D., Esq., Wilmer Cutler Pickering and Dorr LLP
The U.S. patent system is undergoing

Specifically, the revised rules provide

liminary injunction against the USPTO,

major changes that may have a large

that for an applicant to file more than

preventing the new rules from going

impact on the biotechnology and phar-

two continuation applications or more

into effect. GSK argued that the USPTO

maceutical industries. The United

than one Request for Continuing Exami- lacked the authority to issue the rules,

States Patent and Trademark Office

nation, the applicant must make a

the USPTO lacked the authority to apply

(“USPTO”) recently passed new and

showing as to why the amendment,

the rules retroactively, the new rules

controversial regulations regarding pat-

argument or evidence being filed

were defective for failing to provide a

ent prosecution. These new regulations therewith could not have been previ-

notice and comment opportunity to the

were passed purportedly in order to

ously submitted. Biotech and pharma-

public, the new rules were vague, and

reduce the backlog of unexamined pat-

ceutical industries have come to rely on

the new rules were prohibited by the

ents in the USPTO and to promote

continuation applications to ensure pat-

United States Constitution. A briefing

quicker and more effective examination

ent protection for important commercial schedule has been set and a decision on

of patent applications. In addition to

products. Because the commercial rele- whether, or in what form, the rules will

the USPTO’s new regulations, various

vance of a pharmaceutical invention

pieces of legislation, including the

may not be clear until well into the drug court in 2008. While the rules would

“Patent Reform Act of 2007”, have been development phase, the ability to file

be implemented should be issued by the
apply to all industries, the substance of

introduced or discussed in Congress in

later continuations is extremely impor-

the rules as published were particularly

the past few years.

tant. By limiting this practice, the new

detrimental to the life science indus-

rules restricting continuations will sig-

tries.

Research intensive industries such as
pharmaceuticals and biotechnology,

nificantly hinder the patent prosecution

which rely on strong patent rights, are

practices of pharmaceutical and bio-

very concerned about the USPTO’s re-

technology companies.

cent changes as well as certain provi-

The new rules also require an appli-

Post-Grant Review
Bills introduced by Congress would
also drastically change the patent sys-

sions of patent reform. Understanding

cant to file an extensive examination

tem. One proposed reform involves the

these changes and proposals as well as

support document if an application con-

institution of a post-grant review pro-

their repercussions will be vital to these

tains more than 5 independent claims

ceeding. Under the current law, an

industries.

or 25 total claims. These rules nega-

issued patent may only be challenged

tively impact biotech and pharmaceuti-

via litigation or a reexamination. Based

rule changes and proposed legislative

cal companies which often rely on the

on the perception of low patent quality,

changes that could impact the pharma-

use of multiple claims to ensure that

Congress has proposed an administra-

ceutical and biotechnology industry.

different embodiments of a drug prod-

tive post-grant review proceeding to

uct are covered.

challenge the validity of issued patents.

This article focuses on some of the

USPTO’s New Regulations on Continuations and Claims
On August 21, 2007, the USPTO pub-

The USPTO’s rules were scheduled to

Such proceedings would require a lower

go into effect November 1, 2007. An

burden of proof to show invalidity than

inventor sued the USPTO in the District

in patent litigation where a patent is

lished new rules which included contro-

Court for the Eastern District of Virginia, presumed valid.

versial changes to patent prosecution.

asserting that the agency has exceeded

The current Senate bill establishes

Two key changes to the revised rules

its congressional rulemaking authority in two separate time periods for filing such

involve limitations on the number of

issuing the new regulations. Glaxo-

a post-grant request. It would provide

continuation applications and a limita-

SmithKline (GSK) also sued the USPTO

a so-called “first window” of twelve

tion on the number of claims that may

to challenge the new regulations and

months from the issue date of a patent

be filed.

the two cases were consolidated. On

to initiate a proceeding and a “second

October 31, 2007, GSK obtained a pre-
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The BPLA’S Advanced PCT Seminar
By George Jakobsche, Esq., Courtney Quish, Esq., and Lee Carl Bromberg, Esq., Bromberg & Sunstein LLP
On November 28 & 29, 2007, the
Boston Patent Law Association held its
annual Advanced Patent Cooperation

application

in

individual

country/

regional patent offices.
The Advanced PCT Practice seminar

ent applications and a Department of
Commerce Bronze Medal for developing and implementing the PCT Interna-

Treaty (PCT) Practice seminar. Under

is designed for patent attorneys, pat-

tional Search and Preliminary Examina-

the PCT, an applicant can file a single

ent administrators, patent agents, pat-

tion Guidelines. Both presenters were

international patent application and

ent paralegals and others seeking an

intimately familiar with rules and pro-

defer decisions and costs related to

in-depth understanding of the Patent

cedures under the PCT and presented

filing and prosecuting the application

Cooperation Treaty (PCT) and practice

the material clearly and with appropri-

in individual country or regional patent

thereunder. The 2006 PCT seminar

ate humor. The presenters were able

offices for, in most cases, 30 months

was presented by Yolande Coeckel-

to provide insight and practical advice

from the application’s priority date.

bergs and Carol Bidwell. Ms. Coeckel-

regarding both the USPTO and the

During this “international phase,” the

bergs is a national of Belgium and is

EPO as searching and examining au-

applicant receives a search report list-

head of the PCT Seminar Coordination

thorities.

ing prior art and a written opinion re-

Section, PCT Legal Division, at the

garding patentability. The applicant

World Intellectual Property Organiza-

the procedural aspects of patent prac-

may amend the application, file argu-

tion (WIPO), in Geneva, Switzerland.

tice during the international phase and

ments, “demand” a preliminary exami-

Ms. Bidwell is now a U.S. consultant on

during transition into the national

nation and receive a preliminary report

PCT matters for WIPO. Prior to accept-

phase. Topics included timelines, filing

on patentability. This procedure gives

ing this position, she had been the

requirements,

the applicant time and an opportunity

supervisor of the Office of PCT Legal

selection of a receiving office in which

to evaluate the market for the inven-

Administration in the U.S. Patent and

to file an international patent applica-

tion, choose jurisdictions in which pat-

Trademark Office (USPTO), during

tion and selection of an office to con-

ent protection is desired and assess

which time she was awarded a U.S.

duct the search, prepare the opinion

the likelihood of obtaining patent pro-

Department of Commerce Silver Medal

and, if demanded, prepare the pat-

tection, before paying filing fees and

for development of U.S. regulations

entability report. U.S. applicants can

translation costs associated with enter-

and international standards for the

now choose the USPTO, European

ing the national phase, i.e. filing the

submission of sequence listings in pat-
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Calendar Of Events

Upcoming Event: A Roundtable Discussion on Patent Reform and Post Grant
Review

Thursday, January 31
A Roundtable Discussion on
Patent Reform and Post Grant Review

Thursday, January 31, 2008
The focus of the roundtable will be the Post Grant Review proposals currently under
consideration in Congress, including H.R. 1908 and S. 1145. In particular, the Committee plans to form a working group to review and critique the PGR proposals and if appropriate seek changes. A summary and review of the current proposal is planned and
handouts will be provided. This is a great opportunity for the Committee and the BPLA
to begin a dialog and participate in the process.

Thursday, March 6
Managing IP in the Face of Secrecy
Orders & Export Controls
Friday, March 14 -Tuesday, March 18
35th Annual AIPLA Giles Rich
Memorial Moot Court Competition
Friday, May 2, 2008
Annual Judges Dinner
at the Federal Courthouse
Monday, July 7, 2008
Annual Summer Outing - Boston
Red Sox v. Minnesota Twins
Wednesday, December 3, 2008
2008 Annual Meeting

Lunch will also be provided.
Please feel free to invite your colleagues, if they are not already BPLA members.
What: Roundtable Discussion: Post Grant Review and Patent Reform
When: Thursday, January 31, 2008 from 11:00am - 2:00pm
Where: The University of Massachusetts Club, 225 Franklin Street, 33rd Floor, Boston
Cost: $65.00 Members and $95.00 Non-members
Please RSVP to Tracy Holt at tracy.holt@finnegan.com on or before Thursday, January 24th.
If planning to attend, please mail your check to Tracy Holt at:
Finnegan, Henderson, Farabow, Garrett & Dunner, L.L.P.
55 Cambridge Parkway, Suite 700
Cambridge, MA 02142
*Make check payable to the Boston Patent Law Association

2007 Annual Meeting Photos (Continued)

Voting for a Board Seat

Lee Bromberg Receiving a Gift from the
BPLA for his service
as President

Andrea Kendrick Voting
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Patent Litigation in the Eastern District of Texas

By Doug Doskocil, Esq., Goodwin Procter LLP
On December 11, 2007, the Litigation Committee held a

Court is unlikely to transfer, circumstances where it may

seminar on Patent Litigation in the Eastern District of Texas.

transfer, and how to maximize the chance of success if you

Patent litigation in the Eastern District of Texas is one of the

do move. Steven Katz, a Principal at Fish and Richardson,

hottest topics in intellectual property. It has been written up

presented tips on how to maximize chances for success

in the New York Times and the notion of defending a patent

when litigating for the patentee in the Eastern District, in-

case there can strike fear into the hearts of defendants. By

cluding how to present arguments to the Court and to a

reputation, the jurisdiction is highly favorable for patentees

jury. Mr. Katz recently obtained a jury verdict for the pat-

and can yield enormous verdicts.

entee in the Eastern District. Mark Matushak, a partner and

Matt Lowrie, a Partner at Lando, Lowrie & Anastasi, mod-

core member in the Intellectual Property Litigation group at

erated the discussion. Doug Doskocil, a partner at Goodwin

Wilmer Hale, explained helpful tips for how to maximize the

Proctor, outlined the courts, time frame, and local rules for

chances for success when litigating on behalf of an accused

the Eastern District, and provided statistics on the outcomes

infringer, from the moment discovery is joined, through

of motions and verdicts in patent cases in the Eastern Dis-

trial. Mr. Matushak also recently handled a case in the

trict. Sarah Chapin Columbia, a partner and co-head of the

Eastern District, obtaining a jury verdict of noninfringement

Boston Intellectual Property Practice Group of McDermott,

and invalidity. A question and answer question followed,

Will & Emery, discussed motions to transfer cases out of the

which included many interesting and useful war stories from

Eastern District, including the circumstances where the

the district.

Working from afar: the Challenges of Telecommuting
By Celia Leber, Esq., Fish & Richardson, P.C.
When I first took a few files home so
I could have some time to ski, I never
imagined that I would spend the better

neighborhood in the high desert of Ore-

ing able to work efficiently. Learn as

gon, with far fewer distractions.

much as you can about what is available

Having spent more than ten years

part of my career working hundreds and working remotely, I would like to share

to you and how to use it.
Plan ahead, and try not to get too

eventually thousands of miles from my

a few insights that may help you tele-

close to a deadline before picking up a

colleagues in Boston. That was back in

commute more efficiently.

file or looking at the file online. This is

1994, when the ink was barely dry on

This may or may not be something

my law diploma. Two years later I mar- you have control over, but first and
ried and relocated to rural Maine, and

good advice for every lawyer, of course,
but is especially important if you may

foremost I've found it important to work need to have something sent to you, or

started a new adventure - full-time tele- with a good, reliable and knowledgeable may need to consult with a colleague or
commuting from a spare room in my

administrative assistant. I'm fortunate

new home.

to have an assistant who is trustworthy

Some of the people with whom you

The view from my office window in

client long distance.

and conscientious, key traits when you

interact may never need to know that

the woods of Maine offered its share of

are working together long-distance.

you are working from a home or remote

surprises. Once, in the midst of a

While a good assistant is important even office. But if you are asked, or if the

phone call, I watched a huge Great

if you are in the office full-time, it is

information would be helpful, be upfront

Horned Owl swoop down from a tree

imperative if you are going to telecom-

about your situation. Good communica-

and scoop up a squirrel in its talons.

mute a large portion of the time.

tion is always appreciated. Also, go out

Another day, a colleague patiently held

Firm infrastructure makes a big differ- of your way to make sure that your

the line while I ran out and shooed a

ence as well. Access to electronic files

marauding moose out of my vegetable

and documents, good IT support, library

garden. These days I live in a suburban services via e-mail, all contribute to be-
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The Challenges of Telecommuting

tractions while you are working, and to be able to step away

(Continued from page 7)

from work when you are not working.

venience for your colleagues, co-workers or clients. Think

tween your workplace and your home life, so that you don't

about how you can make it easy for others to work with you.

find yourself drifting back to your office continually to do

Figure out how you can create some virtual distance be-

When delegating work and supervising others, be sensitive

"one more thing." Plan some down time. This is becoming

to the difficulties inherent in critiquing work and teaching

more of an issue even for those who don't telecommute, with
long distance. Giving instruction in a helpful, efficient way by technology making it easy to be on call 24/7. But for the
phone and e-mail is still a challenge for me. However, more telecommuter the issue is magnified.
and more options are available to help you collaborate --

Telecommuting can be isolating. Remember Jack Nichol-

from tracking your changes in documents to sharing docu-

son in The Shining? If you find yourself typing "All work and

ments in web meetings and using other technology such as

no play makes Jack a dull boy." over and over, get out and

Instant Messaging software. Again, explore the options

see some friends. If you live far from your workplace and

available to you. Be aware of the tone of your communica-

telecommute full time, make sure you have some social out-

tion if you use e-mail, which can seem brusquer than you

let to take the place of workplace collegiality. Even just get-

intended.

ting out of the office to run some errands or take a walk can

When working remotely, even with a good firm infrastructure IT isn't able to drop by your desk, so be prepared to do

help you feel connected to the outside world.
Given some of the challenges involved, is telecommuting

a little troubleshooting on your own. Be prepared to main-

worth it? For me, the answer is a resounding yes. I'm able

tain your own office equipment too. A good quality scanner,

to do the work that I love in an environment that I love. You

copier and fax machine will make your life much easier. A

might find it a great lifestyle choice as well - like most deci-

dedicated phone line for work-related calls is also a must, as

sions it comes down to balancing the pros and cons for your

is a reliable and fast Internet Service Provider.

own situation. You will also want to consider whether the

If you are planning to spend a significant amount of time

nature of your practice is amenable to working long-distance.

working from home, it's important to have a dedicated office

Consider how much face-to-face interaction is needed, and to

space. This allows you to configure your office in an ergo-

what extent your clients and colleagues will be willing (and

nomic and efficient way and allow you an adequate work-

able) to accommodate a long-distance relationship. Think

space, and prevents work-related documents from getting

too about your own personality and whether telecommuting

lost or mixed in with non-work-related "stuff." It's also im-

is likely to be a good fit for you. Good luck!

portant to be able to close the door - both to minimize dis-

We would like to thank our accountants for providing the Boston Patent Law Association with
outstanding service over the years

Suzanne M. Monahan, CPA
Kelly A. McLaughlin, CPA
David M. Walsh, CPA
1 Batterymarch Park, Suite 101
Quincy, MA 02169-7454
617-769-9600
www.daviesmonahan.com
With approximately 15 years in providing accounting, auditing, tax, and consulting services, we attribute our long-term
success to understanding our clients’ needs and providing high-quality, timely service.
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Patent Reform on the Bio/Pharma Industry
(Continued from page 5)

window” allowing a request to be filed at any time during the life of the patent by a requester who has received notice alleging infringement. The institution of a “second window” in such post-grant proceedings would arguably diminish the value of
patents and cause uncertainty in patent rights.
The House bill only allows post-grant review petitions to be filed during the first twelve months after issuance. By not
including a “second window,” the bill favors greater certainty in patent rights. This is particularly important for pharmaceutical and biotechnology companies where significant investment in research is made and a product will be released, if ever,
years after the patent has issued.
Inequitable Conduct
Congress also proposes to change standards for inequitable conduct. Currently, defendants often assert that the patent at
issue should be held unenforceable based upon alleged “inequitable conduct” by the patentee in obtaining the patent. A
defense of inequitable conduct requires proof that the patent holder intentionally misrepresented or concealed material information from the USPTO. Because of the uncertainty and wide use of the defense, some judges have called the defense a
“plague” on the patent system.
The amended Senate bill includes a provision providing that the party alleging inequitable conduct must prove, by clear
and convincing evidence, that material information was misrepresented or omitted from the patent application with the intent to deceive. The standard of materiality (not cumulative and important to a reasonable patent examiner) is similar to
current legal precedent. A concern with this standard for pharmaceutical companies and other patent holders, however, is it
could lead to a patent being held unenforceable even if not a single claim in the patent is found invalid.
The House bill codifies the judicially-made doctrine of inequitable conduct and incorporates the USPTO standard of
materiality. Intent to deceive the Office must be proven separate from materiality. Where inequitable conduct is found, a
judge may impose sanctions ranging from denial of equitable relief and lost profits to holding the patent or related patents
unenforceable. It is unclear whether such a reform will successfully reduce the number of inequitable conduct allegations.
Conclusion
Research intensive industries such as biotechnology, must keep a close watch on the imminent changes, which may
weaken their patent rights. The final rules issued by the USPTO will significantly change how biotech and pharmaceutical
patents are prosecuted if they go into effect as originally published. These rules will dictate much narrower and quicker
prosecution. In Congress, the House has approved a bill and consideration by the Senate is ongoing. For the pharmaceutical and biotechnology industries, patent reform supporting strong patent rights would be favored. This would include legislation that provides limited opportunities to challenge patents and reduces the impact of inequitable conduct assertions.
Patent reform should be closely followed to see how the debates progress.

THE BPLA’S Advanced PCT Seminar
(Continued from page 6)

Patent Office (EPO) or Korean Intellectual Property Office spite of due care or was unintentional, although, in the na(KIPO), although the EPO will examine an application only if tional phase, national and regional offices may, depending on
the EPO conducts the search. The KIPO may be an attractive local rules and laws, accept explanations under one or both
choice, given its relatively low cost and quick turn around of these criteria.
time. Attendees also learned that an applicant who fails to

The 2008 Advanced PCT Seminar will take place in Novem-

file a PCT application within 12 months of its priority date ber 2008. Materials from the 2007 PCT seminar are available
may now, within limits, restore the right of priority during the for a nominal fee. Please contact activities@bpla.com to refollowing two months by showing that the applicant’s failure quest a copy.
to file the application within the priority period occurred in
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Career Opportunities
COUNSEL
Abbott Laboratories

Follow your aspirations to Abbott for diverse opportunities, competitive salaries, great benefits, a 401(k) retirement savings
plan, a company paid pension plan and profit sharing, all with a company providing the growth and strength to build your
future.
Description:
•

Prepare and prosecute patent applications (small molecule therapeutics, purification, and pharmaceutical preparation technologies) in support of a worldwide pharmaceutical business.

•

Conduct validity, freedom-to-operate, and due diligence analyses.

•

Advise client with respect to impact of patent laws/regulations on pharmaceutical products.

•

Draft and provide comments and/or approve various types of contracts and licenses.

Qualifications:
JD and USPTO registration.
•

Small molecule patent preparation and prosecution experience (minimum of 5 years) required.

•

Law firm experience and/or in-house pharmaceutical experience preferred, but not required.

•

Excellent oral and written communication skills.

•

PhD in chemistry, biochemistry, or biology preferred.

Abbott welcomes and encourages diversity in our workforce. EEO/AA
If you would like to apply for this position, please visit www.abbott.com, click on "Careers," and enter requisition number 48426 in the Keyword Search.

PATENT ATTORNEY/AGENT
Finnegan, Henderson, Farabow, Garrett & Dunner, L.L.P.

JOB POSTINGS

The Cambridge office of Finnegan, Henderson, Farabow, Garrett & Dunner, L.L.P. is
currently seeking a registered patent attorney (1-5 years) or patent agent with a mechanical engineering/biomedical engineering background for its fast-growing medical
device practice. Patent prosecution and opinion experience is preferred.

To add a job posting
to our on-line list of Career
Opportunities

Our compensation package includes highly competitive starting salaries, an attractive
package of benefits, and significant professional development opportunities.

for 3 full months,
and to be listed in a quarterly

To apply, please forward your résumé, writing sample, transcripts, and a list of references to:

BPLA Newsletter,
please e-mail your job posting
and contact information to:

Professional Recruitment Coordinator
Finnegan, Henderson, Farabow, Garrett & Dunner, L.L.P.
55 Cambridge Parkway, Suite 700
Cambridge, MA 02142
attyrecruit-CAM@finnegan.com
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Career Opportunities (Continued)
PATENT ATTORNEY

TECHNICAL SPECIALIST

Hiscock & Barclay, LLP
Hiscock & Barclay, LLP an established full
service law firm with offices in Albany,
Buffalo, Rochester, Syracuse, NYC, Massachusetts and Toronto seeks full time
patent attorneys with a minimum of 3-5
years of patent prosecution experience
to join our growing IP Group in Syracuse,
New York. Candidates will have prior law
firm or in-house experience and a strong
background in Electrical, Chemical, or
Mechanical Engineering, Computer Science, Software, Semiconductor Technology, Physics, Biology, Molecular Biology.
Advanced degree or equivalent industry
experience are preferred.
Required:
License to practice in New York or the
willingness and ability to be so licensed.

Lahive & Cockfield, LLP
Technical Specialist in Biotechnology/
Chemistry Practice Group sought by
Lahive & Cockfield, LLP, a law firm specializing in intellectual property, and
business and trade regulatory matters,
to work with attorneys and agents to
critically evaluate scientific inventions,
including biotechnology and biomedical
research for the purpose of determining
the patentability of a novel invention or
the potential infringement of a client's
existing patent by others.
Requirements include:
•

Ph.D. degree or equivalent in Molecular Cell Biology, Biochemistry
or relevant biological science

Law degree from an accredited law
school and high academic achievement
in technical and law program.
Registration to practice before the
USPTO.
Demonstrated ability to work directly
with clients and develop and execute
service strategies.
Strong verbal and writing skills.
Generous benefit package. Salary commensurate with experience. Interested
candidates are requested to submit resume, cover letter, transcript and writing
samples in confidence to:
Michael A. Oropallo, Esq.
Hiring Partner
Hiscock & Barclay, LLP
One Park Place
300 South State Street
Syracuse, NY 13202-2078

•

Very strong scientific background

•

High level of knowledge of complex, current technologies used in
scientific research

•

Firm understanding of basic concepts in Molecular Cell Biology,
Biochemistry and Genetics

Qualified applicants should send their
resumes to:
Jean Ward
Human Resources Director
Lahive & Cockfield, LLP
One Post Office Square
Boston, MA 02109

IP SECRETARY
Proskauer Rose LLP

The Boston office of prestigious national law firm is looking to fill a full-time
support position in the IP Department. Named the fastest growing law firm in
Boston for the past two years, we have an overall need for support for attorneys/technology specialists in both the IP litigation and patent prosecution areas. Responsibilities include, but are not limited to, court and PTO filings
(including e-filings), as well as assisting in the preparation of various correspondence, litigation documents, patent applications, information disclosure statements, assignments, responses to office actions, and amendments to claims.
Our ideal candidate is proactive, detail-oriented, and has the ability to
work independently and possesses excellent communication skills. A minimum of
2 years experience required in both patent prosecution and intellectual property
litigation is desired. This position offers a positive and supportive environment
as well as competitive salary and benefits package.
Qualified candidates can send
resume to:
Elisa Luongo
Proskauer Rose LLP
One International Place
Boston, MA 02110-2600
Phone: (617) 526-9794
Fax: (617) 526-9899

Or
e-mail:

Ipattorney@hiscockbarclay.com
Please reference ad number BP101

e-mail: eluongo@proskauer.com

12

Boston Patent Law Association Newsletter - January 2008
Career Opportunities (Continued)
PATENT ATTORNEY
Hiscock & Barclay, LLP
Hiscock & Barclay, LLP an established full service law firm
with offices in Albany, Buffalo, Rochester, Syracuse, NYC,
Massachusetts and Toronto seeks full time patent attorneys
with a minimum of 3-5 years of patent prosecution experience to join our growing IP Group in Syracuse, New York.
Candidates will have prior law firm or in-house experience
and a strong background in Electrical, Chemical, or Mechanical Engineering, Computer Science, Software, Semiconductor
Technology, Physics, Biology, Molecular Biology. Advanced
degree or equivalent industry experience are preferred.

• Demonstrated ability to work directly

• Law degree from an accredited law school and high aca-

Or:
e-mail: Ipattorney@hiscockbarclay.com

with clients and develop and execute service strategies.
• Strong verbal and writing skills.

Generous benefit package. Salary commensurate with experience. Interested candidates are requested to submit resume,
cover letter, transcript and writing samples in confidence to:

Michael A. Oropallo, Esq.
Hiring Partner
Required:
Hiscock & Barclay, LLP
One Park Place
• License to practice in New York or the willingness and abil- 300 South State Street
ity to be so licensed.
Syracuse, NY 13202-2078

demic achievement in technical and law program.
• Registration to practice before the USPTO.

Members on the Move

Please reference ad number BP102

VP/DIRECTOR OF INTELLECTUAL PROPERTY
RXi Pharmaceuticals

Do you have a new job?
Made a lateral move lately?
Been promoted?

We want to hear about your
news. The Boston Patent Law
Association is adding a new section to our newsletter to keep
our members
informed.
Please send your job-related
news to:

Location: Worcester, Massachusetts

tions, licensing and research agreements,
RXi Pharmaceuticals, a discovery-stage

copyright and trademark applications and

biopharmaceutical company based in

material transfer agreements), and inter-

Worcester, MA, is seeking VP/Director of

facing with outside legal counsels among

Intellectual Property to support our RNAi

other responsibilities.

therapeutics program. The candidate
must have a technical background in cell

Qualifications: registration to practice

biology, molecular biology, chemistry

before the U.S. Patent Office; registration

and/or biochemistry.

to represent clients before the European

vice-president@bpla.org
so that we can include an
announcement in our next
newsletter.

legal documents (e.g., patent applica-

Patent Office; familiarity with internaRXi Pharmaceuticals is pursuing the de-

tional patent law and with means of filing

velopment and commercialization of pro-

foreign patent applications; prior experi-

prietary therapeutics based on RNA inter-

ence in biopharmaceutical patent and

ference (RNAi) for the treatment of seri-

licensing matters; and the ability to be

ous human diseases. Responsibilities of

flexible and responsive to the needs of a

the company’s VP/Director of Intellectual

dynamic, growing corporation.

Property will include managing complex
patent, copyright, and trademark issues;

To apply, please submit cover letter, re-

representing RXi in intellectual property

sume, and list of references to:

transactions; and drafting and negotiating admin@rxipharma.com
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Career Opportunities (Continued)
TRADEMARK PARALEGAL

PATENT ATTORNEY/AGENT

Biogen Idec

Elmore Patent Law Group

The Trademark Paralegal will play a vital role in managing the in-house trademark
function within the corporate legal team. In addition, the paralegal will provide legal
support in connection with the company's worldwide trademark portfolio, including
trademark registration, and maintenance of domain names. Additional responsibilities will include conducting, reviewing and analyzing trademark searches; preparing,
filing and maintaining trademark applications and registrations; preparing and submitting Section 8 and 15 affidavits and renewals; helping with policing and defending
company trademarks, including support for trademark oppositions and litigations;
assisting with the administration of the trademark database, maintaining the trademark docket and drafting letters and responses to office actions; and providing guidance to internal business clients on proper trademark use and preparing trademark
guidelines as needed.
Candidates must have at least 5-10 years experience as a trademark/copyright paralegal in a law firm or company (preferably both). Strong organizational skills, outstanding verbal and written communication skills, the ability to set priorities, meet
deadlines and manage multiple projects, as well being detailed orientated are required. Strong computer skills, including knowledge of the CPI database, Word,
Lotus Notes, Excel and PowerPoint are necessary. Understanding of legal concepts,
terminology, principles and procedures, as well as discretion regarding confidentiality
of internal information is required. Bachelor's degree and/or paralegal certificate
required.
To apply, please forward your resume and a list of references to: Jill Brahm, Lead
Recruiting Partner, Biogen Idec, 14 Cambridge Center, Cambridge, MA 02142, Tel.:
617-914-4670, jill.brahm@biogenidec.com

Elmore Patent Law Group located in
Chelmsford, MA and specializing in the
field of pharmaceuticals and life sciences
is seeking a patent attorney or patent
agent with a strong organic or medicinal
chemistry background and at least two
years of experience. Salary and Benefits
are competitive with the “Boston area.”
Please provide your resume by regular
mail or email to:
Jennifer Rogers
Elmore Patent Law Group, P.C.
209 Main Street
North Chelmsford, MA 01863
978-251-3509 (o)
978-251-3973 (f)
jennifer.rogers@elmorepatents.com

MANAGER, INTELLECTUAL PROPERTY
ConforMIS, Inc.
Job location: Greater Boston, MA
An in-house patent professional is needed for a dynamic and rapidly growing, mid-stage venture funded medical device company.
This key person will report to the Director of Intellectual Property, and will be responsible for day-to-day management and expansion of a large and rapidly growing patent portfolio. Our company has pioneered and is delivering a breakthrough approach to orthopaedics and sports medicine via image-derived, minimally-invasive orthopedic implants.

Responsibilities include:
•
•
•
•
•

Preparing and prosecuting new patent applications, in close collaboration with the Company’s inventors, partners and engineers
Managing and prosecuting our Company’s existing IP portfolio of 200+ cases, in collaboration with outside IP counsel
Conducting patentability and freedom to operate studies
Patent review and analysis for senior management
Day-to-day IP support for our Company’s business and research endeavors, including close involvement in copyright, trademark,
branding and litigation

Education, training and experience:
•
•
•
•

MS or PhD degree in life sciences or engineering preferred.
2+ years experience in patent preparation and prosecution, preferably in medical devices, orthopaedics or engineering.
Admission to practice before the USPTO highly desirable.
Excellent communication, interpersonal and writing skills.

Please submit cover letter and resume to:
Director of Human Resources
ConforMIS, Inc.
2 Fourth Avenue
Burlington, MA 01803
E-mail: HR@conformis.com
www.conformis.com
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BPLA Committee Chairs
ACTIVITIES & PUBLIC RELATIONS
activities@bpla.org
Monica Grewal, Esq. (617) 526-6223
AIPLA MOOT COURT

international@bpla.org
Deirdre E. Sanders (978) 341-0036
John N. Anastasi (617) 395-7000
LICENSING

mootcourt@bpla.org

licensing@bpla.org

Thomas M. Johnston (617) 573-5805

Paul D. Burgess (781) 674-7816

Amy Brosius (617) 542-5070

Michael Bergman (617) 868-8871

Jonathan Mutch (617) 859-2722
AMICUS

LITIGATION
litigation@bpla.org

amicus@bpla.org

Martin O’Donnell (617) 951-2500

Erik Paul Belt (617) 443-9292

Douglas C. Doskocil (617) 570-1215

Robert M. Abrahamsen (617) 646-8256
ANTITRUST LAW
antitrust@bpla.org
Justin J. Daniels (617) 573-4826
Steven M. Bauer (617) 526-9700
BIOTECHNOLOGY
biotechnology@bpla.org
Shann Kerner (617) 526-6192
Christine M. Wise (978) 341-0036
CHEMICAL PATENT PRACTICE
chemical@bpla.org
James T. Olesen, Ph.D (617) 452-1600
Peter Lando (617) 395-7000
COMPUTER LAW
computer@bpla.org
John J. Stickevers (617) 443-9292
Steven J. Henry (617) 646-8238
CONTESTED MATTERS
contestedmatters@bpla.org
Susan Glovsky (978) 341-0036
Michael McGurk (617) 452-1600
COPYRIGHT LAW
copyright@bpla.org
Stephen Y. Chow (617) 854-4000
Anne Marie Longobucco (617) 263-2600
CORPORATE PRACTICE
corporate@bpla.org
Walter F. Dawson (978) 452-1971
William DeVaul (781) 860-8559
David J. Cerveny (781) 418-1103
ETHICS AND GRIEVANCES
ethics@bpla.org
Timothy A. French (617) 521-7015
Gregory J. Sieczkiewicz (617) 832-1705
INTERNATIONAL & FOREIGN PRACTICE

MEDICAL DEVICES PRACTICE
medicaldevices@bpla.org
Eric P. Raciti (617) 452-1675
Neil P. Ferraro (617) 573-7867
PATENT LAW

The Boston Patent Law Association (BPLA) is an
association of intellectual property professionals,
providing educational programs and a forum for the
interchange of ideas and information concerning
patent, trademark, and copyright laws. Through a
volunteer Board of Governors and committees, it
organizes and hosts educational seminars, social
events, and conventions, and comments on rules,
legislation, and judicial decisions impacting the
profession. Visit the BPLA at www.bpla.org.
Membership in the BPLA is available to attorneys
and other professionals practicing intellectual
property law within the Federal First Judicial Circuit
(Maine, New Hampshire, Massachusetts, Rhode
Island and Puerto Rico). Applications for
membership can be obtained from our web site at
www.bpla.org. Full membership for 2008 (available
only for attorneys practicing within the First Circuit)
costs $115.00, Associate membership (available to
non-attorney intellectual property professionals)
costs $105.00. Mailing list-only affiliation costs
$60.00. Members who renew before February 1st
are eligible for $25.00 early renewal discount.

patents@bpla.org
Doris Fournier (617) 348-1814
Joseph A. Capraro, Jr. (617) 526-9700
PATENT OFFICE PRACTICE
patentofficepractice@bpla.org
Donna M. Meuth (617) 526-6010
Inna S. Landsman (617) 367-4600 x242
PRO BONO
probono@bpla.org
Alan McKenna (617) 267-2300
Mary Rose Scozzafava (617) 526-6015
TRADE SECRETS
tradesecrets@bpla.org
Claire Laporte (617) 832-1210
Vickie L. Henry (617) 832-1185
TRADEMARKS & UNFAIR COMPETITION

The BPLA Newsletter is published four times a year
by the Boston Patent Law Association. Articles
appearing in the newsletter represent the views of
the authors and do not necessarily carry the
endorsement of the BPLA.
Editor-In-Chief: Lisa Adams, Esq.
Contributors:
Lisa Adams, Esq.
Leslie Meyor-Leon Esq.
J. Grant Houston, Esq.
Neil Ferraro, Esq.
Jamie Wisz, Esq.
Donna Meuth, Esq.
Shann Kerner, Esq.
George Jakobsche, Esq.
Courtney M. Quish, Esq.
Celia Leber, Esq.
Website Committee
Publisher: Andrea Dwyer, Staff Advantage

trademarks@bpla.org
John L. Welch (617) 395-7072
Mark D. Robins (617) 345-6176
WEBSITE COMMITTEE
website@bpla.org
Joseph M. Maraia (617) 526-9885
Gregory J. Sieczkiewicz (617) 832-1705
Mark B. Solomon (978) 341-0036 x3435
YOUNG LAWYERS & LAW STUDENTS
younglawyers@bpla.org
Giordana Belenchia (617) 439-2517
Aaron E. Connor (617) 990-2806
Scott J. Gerwin (617) 646-8243

Interested in playing a more active role in a committee?
Please contact the committee chair if you are interested in joining, switching, or
taking a more active participatory role in a committee.
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Letters to the editor, articles and job postings are
encouraged.
E-Mail all correspondence to:
vice-president@bpla.org
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