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PRESIDENT’S MESSAGE
By Leslie Meyer-Leon, Esq., IP Legal Strategies Group
On behalf of the BPLA, I invite you to give the PTO substantive rule making Rather, we would like to hear what
attend a “Town Meeting On Patent
authority. And a new presidential
each of you has to say, and I look
Reform” on September 10, 2008, from administration will soon be appointing forward to seeing you there.
3- 5:30 pm, at the Westin Hotel,
new leadership to run the PTO -conveniently next door to the AIPPI’s hopefully leaders with IP experience,
The BPLA has had a busy quarter in
World Congress. We have invited policy and who understand the importance of many noteworthy areas. The Amicus
makers from the campaigns of both
IP to the US economy and to the well Committee filed a brief in June in the
John McCain and Barack Obama to
being of small business entrepreneurs. First Circuit appeal of In re Engage,
attend the Town Meeting, so that they
Inc., seeking to overturn rulings of the
may listen and learn from the
Being the purest form
Bankruptcy Court and
experience of those of you who practice of democratic
the District of
intellectual property law on a daily
governing, a town
Massachusetts that
basis, and who see first hand the
meeting is a valuable
the Massachusetts
importance of sound, balanced
format for many to
attorney's lien statute
intellectual property policies on the
voice their opinions.
does not provide
business ventures of their clients. The The “Town Meeting On
patent attorneys with
moderator will be our own David Conlin Patent Reform” will be
a security interest in
of Edwards, Angell, Palmer & Dodge
industry-neutral and
the patents and
LLP, who is a former president of the non-partisan (we have
patent applications
BPLA and serves as Town Moderator for invited representatives
they have prosecuted.
the Town of Nahant.
from both major
A copy of the BPLA’s
parties). I hope you
amicus brief is
The spring’s rapid flow of patent reform will take a few hours
available on the
appears to have ebbed, giving us an
from your busy
amicus committee
opportunity to contribute our voices to schedule to make your
section of the BPLA
web site. I wish to
a more reasoned debate. Although the voice heard, as you and
President Leslie Meyer-Leon
PTO awaits a decision in its appeal to your colleagues attempt
congratulate Activities
the CAFC in Tafas v. Dudas, 530 F.
to impart on our next generation of
Chair Monica Grewal and her assistant,
Supp. 2d 786 (E.D. Va. 2008), the
prospective policy makers the
Janice Roussel, of WilmerHale for a
prospect of major changes to
seriousness of the changes that are
truly fantastic job putting on the Annual
Judges Dinner in May. My appreciation
continuations and claims practice has being proposed. With hope of
not died. The progress of The Patent encouraging as many voices as
also goes to BPLA Board members Joe
Reform Act of 2007 (H.R. 1908 and
possible, no admission will be charged Maraia and Greg Sieczkiewicz, who
S.1145) has stalled, but is sure to be
to attend this event. We are not asking worked with Monica and Janice to put
the campaign representatives to debate together a fun summer outing at
taken up again after the election,
possibly with the issue of whether to
each other or to give presentations.
Fenway Park.◊
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CALENDAR OF EVENTS
Wednesday, October 8, 2008
RECENT DEVELOPMENTS IN ANTITRUST LAW
Presented by the Antitrust Law Committee

Tuesday, October 14, 2008
RECENT DEVELOPMENTS IN CORPORATE PRACTICE LAW
Monday, September 8, 2008
HOW DOES INVENTIVE STEP COMPARE WITH
OBVIOUSNESS AFTER KSR?

Presented by the Corporate Law
Committee

TOWN MEETING ON PATENT REFORM

Wednesday, October 22, 2008
LOOKING INTO THE CRYSTAL BALL HOW TO PROSECUTE PATENTS TODAY THAT WILL BE ENFORCEABLE
FOR TWENTY YEARS

Westin Hotel, 3-5:30pm

Presented by the Patent Office Practice Committee

Monday, September 15, 2008
ETHICAL ISSUES FACING TODAY'S IP ATTORNEYS

Friday, October 24, 2008
THE TTAB COMES TO BOSTON

Presented by the Ethics & Grievances Committee

Presented by the Trademarks and Unfair Competition
Committee

Presented by the International & Foreign Practice Committee
Wednesday, September 10, 2008

Wednesday, September 24, 2008
MULTI DISTRICT LITIGATION CHALLENGES IN THE PATENT CONTEXT

Thursday, November 20 - Friday, November 21, 2008

ANNUAL PCT SEMINAR

Presented by the Patent Law Committee

Presented by the BPLA

Tuesday, September 30, 2008
RECENT DEVELOPMENTS IN CHEMICAL LAW

For further information,
go to www.bpla.org.

Presented by the Chemical Patent Practice Committee

MEMBERS ON THE MOVE
»Amy E. Mandragouras has been named Chair of Lahive & Cockfield’s Executive Committee. Ms. Mandragouras succeeds Giulio A. DeConti and is the first woman to chair this committee. Lahive & Cockfield is the only intellectual property
law firm in the Boston area with a woman in this position.
»Scott R. Bialecki has moved as a partner to the Intellectual Property Group of the full service firm of Holme Roberts &
Owen, LLP, where he will co-chair the firm’s Asian Practice Group and continue to work in the areas of intellectual property
litigation, antitrust and other regulatory matters.

»David Barron has been appointed VP, Global IP Counsel at Invensys. David
takes responsibility for this challenging role covering the various laws, policies
and standards governing the Group’s intellectual property.

»Antoinette G. Giugliano has expanded her offices and is located at 100
Cummings Center, Suite 454-C, Beverly, MA 01915. Her firm is now called AGG
Intellectual Property Law and can be found on the web at
www.ProtectInventions.com.
»Christopher E. Everett has made a lateral move from Proskauer Rose LLP’s
Boston office to Foley & Lardner LLP’s Boston office.

»Todd A. Sullivan has been made a new Partner of the law firm of Hayes
Soloway, P.C., Intellectual Property Worldwide in their New Hampshire office.
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Members on the Move
Do you have a new job?
Made a lateral move lately?
Been promoted?
We want to hear about your news.
Please send your job-related news to:
vice-president@bpla.org
so that we can include an
announcement in our next
newsletter.
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The BPLA Remembers Charles Yardley Chittick
By Ingrid Beattie, Esq., Mintz, Levin, Cohn, Ferris, Glovsky and Popeo P.C.
Yardley Chittick, who was the oldest living patent attorney in the United States, died on Friday, July 18, 2008. He was
107.
Mr. Chittick delighted in remaining active in alumni and professional associations. He lived at a retirement community
in Concord, New Hampshire and was a regular visitor to his alma maters, MIT and Phillips Academy.
The BPLA was honored to have Mr. Chittick as a guest at our 2005 Annual Meeting. He regaled us with endless entertaining stories about his life and career. When asked about the secret to his longevity, Mr. Chittick smiled and told
about his success as a track star and lifelong love of running. A particularly humorous story was his recounting of a job
interview in 1925 with Thomas Edison. The grueling interview process included a written examination consisting of 150
questions, ranging from current events (“Who is the present Secretary of the Navy?”) to math problems (“How many
square feet in an acre?”) to geography (“What is the capital of Peru?) to literature (“Who wrote “The Aeneid”?) to chemistry (“If hydrochloric acid is mixed with sodium hydroxide what do we get?”). Mr. Chittick passed the test but declined
the job offer.
Mr. Chittick went to George Washington University Law School and practiced law until he was 85 years old.◊
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THE BPLA ANNUAL JUDGES DINNER
On Friday evening, May 2, 2008, the Boston Patent Law Association held it's annual dinner to honor of the federal judiciary. Judges
from the Court of Appeals for the First Circuit, the Massachusetts Supreme Judicial Court, the United States District Court for the
District of Massachusetts, and the United States District Court for the District of Vermont gathered with approximately two hundred
BPLA members and their guests at the John J. Moakley United States Courthouse, on Boston’s waterfront. The guests were treated
to great food, drink, and entertainment.
At this year’s dinner, BPLA President Leslie Meyer-Leon presented the Distinguished Public Service Award to United States District
Judge Patti B. Saris for her outstanding service and contributions to the legal profession. Judge Sarris is active on various committees. She was appointed Chair of the Defender Services Committee of the Judicial Conference which deals with indigent criminal
representation in the federal courts. She serves on the Harvard Board of Overseers. She works on the American Bar Association
Task Force on Pretrial Release and Speedy Trials. Judge Saris is also the liaison to the Federal Courts Education Project which educates school children about the courts. She lectures for the Massachusetts Continuing Legal Education program, for the Boston Bar
Association, and for various other national legal programs. She has co-authored various publications, including Massachusetts Evidence: A Courtroom reference, and with Hon. Abner Mikva, Congress: The First Branch of Government. She has lectured at Harvard
Law School, Boston University Law School and Suffolk Law School.
The evening concluded with entertainment from comedian Jimmy Tingle. Jimmy Tingle was born and raised in Cambridge, Massachusetts. The social, political and economic diversity of that city laid the groundwork for his development as a performer and satirist.
He started performing in 1980 during the early stand up comedy scene in Boston and quickly rose through the ranks from open-mike
performer to paid engagements, headlining at comedy clubs, theaters and colleges nationwide. He is now regarded as one of the
top social commentators and humorists in the country.
We want to thank everyone for coming and making the event so enjoyable.◊

Courtney Quish, Dan Meyer, Deirdre Sanders,
Mark Solomon

Judge Saris, Leslie Meyer-Leon

Judge Harrington, Joan Regan, Jack Regan

Linda Asher, Ilan Barzilay, Steven Saunders, Susan Saunders, Allan Rugg
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Dr. Mark Pferrer, Mrs. Harrington, Constance Martin,
Judge Harrington, Magistrate Judge Bowler

Donald LaRoche, Timothy Fazio

Deirdre Sanders, Ingrid Beattie, Leslie Meyer-Leon
Chief Judge Wolf, Jack Regan, Judge Gorton

Brian Nguyen. Brian Moriarty, Lindsay Hopkins

Grant Houston, Mike Yamauchi, Evelyn Yamauchi
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Congratulations To Constance Martin

Chief Justice John G. Roberts, Constance Martin, Justice Joseph A.
Greenaway

On June 2, 2008, following the annual
meeting of the Supreme Court Historical
Society at the Supreme Court, Justice
Kennedy presented the Hughes-Gossett
Prize for best student article to Constance Martin. Constance Martin, who is
a member of the BPLA, wrote the essay
while she was a student at Rutgers University School of Law for a seminar
taught by New Jersey Federal Judge
Joseph A. Greenaway, then an adjunct
faculty member. The article, entitled
“The Life and Career of Justice Robert
H. Jackson,” was published in the March
2008 issue of the Journal of Supreme
Court History. Constance is a graduate
of Rutgers, as well as of Harvard/
Radcliffe College and Duke University’s
Fuqua School of Business. After clerking
for the Hon. Edward F. Harrington of the
District Court of Massachusetts, she
joined Fish & Richardson P.C. as a litigation associate in September 2007.◊

Boston Patent Law Foundation Sponsors Science Fair Prize
On Saturday, May 3, 2008 the Massachusetts Science & Engineering Fair awarded a First Place prize to Courtney Onofrio of Hopkinton. Sponsorship for the prize, including a cash award of $1500, was provided by the Boston Patent
Law Foundation. Michael Bergman, 2008 Co-Chair of the BPLA Licensing Committee, was present to make the award.
Ms. Onofrio, an 11th grade student at Hopkinton High School, won the prize for her biology project which focused on
testing the ability of turmeric to slow the progression of Parkinson's Disease in a Drosophila model. The Boston Patent
Law Association and its membership congratulate Ms. Onofrio on her achievement!
The statewide Science & Engineering Fair was held at the Massachusetts Institute of Technology, and included entries
by almost 400 participants. A wide variety of disciplines were represented including Behavioral Sciences, Biochemistry, Biology, Chemistry, Computers, Earth and Space Science, Engineering, Environmental Science, Mathematics, and Physics and
Electronics.
BPLA member, and former President, Timothy French of Fish &
Richardson P.C. was also present at the awards ceremony. Mr.
French presented the Frederick P. Fish Patent Awards, sponsored by
Fish & Richardson. The winners of the Fish Awards will receive patent preparation, filing and prosecution services. In addition, the
Fish Awards include monetary awards for the winners. The Boston
Patent Law Association and Boston Patent Law Foundation commend the attorneys of Fish & Richardson, and all of the program's
sponsors, for their leadership in supporting the Massachusetts Science & Engineering Fair. Further information on the Science Fair
can be found at www.scifair.com.◊
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Courtney Onofrio and Michael Bergman
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BPLA SUMMER OUTING
The Boston Patent Law Association held its Annual Summer Outing at Fenway Park on Monday, July 7, 2008.
Prior to the game a portion of the membership toured
historic Fenway Park and later met up with other members
at Jillian's for some pregame festivities. At game time,
over 300 members and guests were in attendance to see
the Boston Red Sox take on the Minnesota Twins. Diasuke
Matsuzaka took the mound for the Red Sox while Scott
Baker took the hill for the Twins. Both pitchers were brilliant yielding no runs in seven innings of work. Hideki
Okajima replaced Matsuzaka in the eighth inning and Brian
Bass replaced Baker. Okajima continued the shutout and
ultimately wound up with his second win of the season
after Manny Ramirez drove in Dustin Pedroia for the first
and only run of the game. Jonathan Papelbon closed out
the game for his 26th save and preserved the 1-0 shutout
in the process.
We want to thank everyone for coming and making the
outing so enjoyable.◊

SAVE THE DATE
ANNUAL PCT SEMINAR
On November 20th and 21st, 2008 the
BPLA will host its annual PCT Seminar at
the Doubletree Guest Suites Boston/
Waltham, 550 Winter Street, Waltham,
MA. This educational seminar is designed for patent attorneys, patent administrators, patent agents, patent paralegals, and others seeking an in-depth
understanding of the Patent Cooperation
Treaty (PCT).
The seminar will be taught by representatives from WIPO and focus on the
PCT, including the following topics:
filing of an international application,
correction of defects, recording of
changes relating to the applicant, the
agent or the inventor, international
search and written opinion by the International Searching Authority, filing of
amendments, the International Bureau,
international publication of the international application, international preliminary examination and the international
preliminary examination report (IPER),
national phase requirements, withdrawals, summary of the latest Rule changes
and future developments.
Additional information about this event
will be forthcoming.

SEEKING NEW COMMITTEE CHAIRS
By Mark B. Solomon, Esq., Hamilton, Brook, Smith & Reynolds P.C.
We need a few good committee chairs!
Under By-Law Article X: Standing Committees, committee chairs for 20 standing
committees of the BPLA are appointed in November, effective at the December
annual meeting each year. Appointments are for not more than 3 years. It is
contemplated that appointments will be staggered so that there will always be
an experienced co-chair of the committee.
It is the duty each year of the Boston Patent Law Association's President-elect to
review and select new committee co-chairs. I accordingly request that each
committee chair provide me with an indication of their interest in appointment
under Article X to continue in their role, or alternatively to switch to a new committee or to step down. In addition, I invite all members of the BPLA who have
an interest in serving as a committee co-chair to express their interest to me,
preferably by email (Mark.Solomon@hbsr.com). For new members interested in
serving as a chair, please provide me with a brief summary of any experience or
ideas you have that would aid my decision when placing you.
The standing committees are:
Activities and Public Relations
AIPLA Moot Court
Amicus
Antitrust
Biotechnology
Chemical Patent Practice
Computer Law
Contested Matters
Copyright Law
Corporate Practice
Ethics and Grievances
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International and Foreign Practice
Licensing
Litigation
Medical Devices
Patent Law
Patent Office Practice
Pro Bono
Trademarks and Unfair Competition
Trade Secrets Law
Website
Young Lawyers and Law Students
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Indemnification for Patent Infringement Under The Uniform Commercial Code
By Keith J. Wood, Esq., and Alexis A. Liistro, Esq., Hamilton, Brook, Smith & Reynolds, P.C.
Suppose your client purchased a product
from a seller, such as to incorporate the
seller’s product into your client’s product
as an Original Equipment Manufacturing
(OEM) device, and your client now faces
the prospect of a patent infringement
lawsuit from a third party patent owner
alleging that the third party’s patent
covers the product your client bought.
In such a case, it is worth considering
whether your client has a claim against
the seller for indemnification. Causes of
action for indemnification can exist
based on express agreements or the
Uniform Commercial Code (“U.C.C.”).
U.C.C. §2-312(3) (2005) provides:
Unless otherwise agreed a
seller who is a merchant regularly dealing in goods of the
kind warrants that the goods
shall be delivered free of the
rightful claim of any third person by way of infringement or
the like but a buyer who furnishes specifications to the
seller must hold the seller
harmless against any such
claim which arises out of compliance with the specifications.

clause into any contract for sale of
goods from a seller, and the seller
should try to use express language to
exclude the warranty provided under
U.C.C. §2-312(3).
U.C.C. §2-312(3) limits the availability of
indemnification to purchases from “…a
seller who is a merchant regularly dealing in goods of the kind….” U.C.C. §2312(3). Under the U.C.C., the term
“merchant” is defined as “a person who
deals in goods of the kind or otherwise
by his occupation holds himself out as
having knowledge or skill peculiar to the
practices or goods involved in the transaction…” See U.C.C. §2-104(1). Further, the text of §2-312(3) requires a
certain type of merchant, i.e., one who
regularly deals in “goods of the kind.”

The policy behind the warranty against
infringement in the U.C.C. is that sellers
are in a superior position and have
greater knowledge than buyers to determine whether the sellers’ product infringe another’s intellectual property
rights. According to the Official Comment 3 of U.C.C. §2-312, the indemnity
obligation applies to a dealer selling
through its usual course of business, but
not to a dealer that is not recognized by
This warranty against infringement prothis provision of the U.C.C. Bender’s
vision of the U.C.C. may prove useful to
U.C.C. Service, Dusenberg, King, Gabriel
your client in any state that has adopted
& Henning, Sales and Bulk Transfers
similar provisions. This article discusses
§5.04, Warranty Against Claim of Inspecific provisions of the U.C.C. and case
fringement (Matthew Bender & Co.)
law to provide guidance for interpreting
(2007). The comment language describthis warranty provision.
ing a dealer selling through its usual
course of business includes not only a
The first portion of §2-312(3) includes
retail dealer, but also a wholesaler and a
the provision “[u]nless otherwise
agreed,” and other sections of the U.C.C. manufacturer of goods. Id.
also explain that express agreements will
Comment 4 of the Official Comments to
overrule any implied limitations or war§2-312 states that “[s]ubsection (3) proranties, as in U.C.C. §2-317(3), which
vides the warranty against infringement.
states that “[e]xpress warranties disUnlike the warranty of title, this warranty
place inconsistent implied warranties.”
is limited to sellers that are merchants
Therefore, when a buyer attempts to
that are ‘regularly dealing in goods of
use the implied warranty of §2-312(3) to
the kind’ sold.” Comment 4 further
assert indemnity against a seller, the
states that “[w]hen the goods are part
buyer should first ensure that there are
of the seller’s normal stock, and are sold
no express agreements to the contrary
in the normal course of business, it is
between the buyer and the seller. Furthe seller’s duty to see that no claim of
ther, a buyer of goods should consider
infringement of a patent or trademark by
inserting an express indemnification
a third party will impair the buyer’s title.”
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Comment 4 further states that “[a] sale
by a person other than a dealer, however, raises no implication in its circumstances of the warranty.”
U.C.C. §2-312(3) further limits the availability of indemnity by providing that
“the goods shall be delivered free of the
rightful claim of any third person by way
of infringement or the like….”
Construction of the phrase “shall be delivered” requires consideration of the
timing of delivery relative to when a
claim of patent infringement is raised,
and relative to when the patent in question issued. Prior to the creation of the
U.C.C., case law indicated that no implied warranty existed if an issue of infringement arose any time after the
goods were delivered to a buyer. See
e.g., Distillers Distributing Corp. v. Sherwood Distilling Co., 180 F.2d 800, 802
(4th Cir. Md. 1950); Wagner Sign Ser-

vice v. Midwest News Reel Theatres,
Inc., 119 F.2d 929, 931 (7th Cir. Ill.
1941); General Chemical Co. v. Standard
Wholesale Phosphate & Acid Works,
Inc., 101 F.2d 178 (4th Cir. Md. 1939).
The courts held that “no such warranty
arises in the absence of specific knowledge on the part of the seller that a patent application had been pending at the
time of sale.” Id.; Bender’s U.C.C. Service, Sales and Bulk Transfers §5.04, 3,
Warranty Against Claim of Infringement,
quoting Implied Warranties Against In-

fringement in the Sale of Goods-Patents
Issuing Prior to Sale-Patents Issuing
Subsequent to Sale, 27 Geo. Wash. L.
Rev. 673, 688, 698 (1959) (wherein the
reasoning is presented through an
analogous line of cases because no
cases directly on point had arisen).
While there is little information to guide
buyers in a situation regarding delivery
of goods, one commentator suggested
that “[i]f the drafters intended explicitly
to change the earlier cases dealing with
title generally, then a court should deem
it necessary for the text of the statute to
be clear on the point. In the absence of
such clarity, it should not be assumed
(Continued on page 9)
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Implied Warranty Against Infringement, eration of what is meant by the term
16 Intell. Prop. & Tech. L.J. at 9; see
“infringement” in the context of the
also Cover v. Hydramatic Packing Co., 83 U.C.C. See U.C.C. §2-312(3). While the
(Continued from page 8)
F.3d 1390, 1394 (Fed. Cir. 1996).
U.C.C. does not explicitly define
“infringement,” the Official Comments
that any such change was intended.”
Commentators and courts have read an
make reference to and specifically menBender’s U.C.C. Service, Sales and Bulk
issue of ripeness into the “rightful claim”
tion trademark and patent claims. See
Transfers § 5.04, Warranty Against
sub-part of §2-312(3). While some deClaim of Infringement, 3. Therefore, the
U.C.C. §2-312(3), Official Comment 3.
fendants have tried to argue that an
commentator proposes that a “seller’s
Due to this reference, some courts have
indemnification claim under U.C.C. §2liability should be limited to those thirdheld that U.C.C. §2-312(3) generally
312(3) may be brought only after the
party claims that existed at the time of
does not apply to copyright infringement
underlying infringement claim has been
delivery of the goods or of which it had
claims. See, e.g., Pure Country Weavadjudicated, this is not the majority rule.
ers, Inc. v. Bristrar, Inc., 410 F. Supp.
notice if they arose subsequently.” Id.
See generally, Pyramid Plastics, LLC v.
2d 439 (W.D.N.C. 2006). Nevertheless,
Roundhouse Prods., Inc., 2005 U.S. App.
When considering construction of the
most courts have found that the term
phrase “shall be delivered,” it is imporLEXIS 7916 (9th Cir. Cal. 2005). Specifi“infringement” in U.C.C. §2-312(3) covtant to recognize that the implied warcally, the court in Phoenix Solutions, Inc.
ers an expansive assortment of claims,
ranty against infringement only extends v. Sony Electronics, Inc., 2007 U.S. Dist.
including copyright, trademark and patto goods transferred from a supplier to a LEXIS 89874, 9–10 (N.D. Cal. 2007),
ent claims. See Bender’s U.C.C. Service,
buyer. U.C.C. §2-312(3) neither reguindicated that the official comments to
Sales and Bulk Transfers §5.04, Warlates, nor provides a warranty for, any
the U.C.C. appear to reject the position
ranty Against Claim of Infringement, 3,
conduct after the buyer purchases the
that an indemnification claim under
citing Dolori Fabrics, Inc. v. Limited,
goods, even if such conduct infringes a
U.C.C. §2-312(3) may only be brought
Inc., 662 F. Supp. 1347 (S.D.N.Y. 1987).
third-party’s intellectual property rights. after the adjudication of the underlying
See Motorola v. Varo, Inc., 656 F. Supp. infringement claim. See generally,
U.C.C. §2-312(3) does provide a defense
716, 718–719 (N.D. Tex. 1986). There- U.C.C. §2-312, Official Comment 4. The for the seller where a buyer “furnishes
fore, U.C.C. §2-312(3) does not provide court in Phoenix Solutions, Inc., stated
specifications to the seller.” If a buyer
a buyer with a claim for indemnification that “the buyer’s remedy arises immedi- requests that a seller manufacture
against a seller if the buyer’s conduct
ately upon receipt of notice of infringesomething to the buyer’s specifications,
after delivery is the cause of any inment.” 2007 U.S. Dist. LEXIS 89874, at then the buyer is not entitled to be infringement, because the goods have
9–10.
demnified under §2-312(3). Official
already been transferred and/or delivComment 4 to U.C.C. §2-312 states that
Comment 5 of the Official Comments to
ered. See U.C.C. §2-312, Official Comthere is no implied warranty against
§2-312 states a position that is similar to
infringement when a “buyer orders
ment 4. As a consequence, a buyer’s
the Ninth Circuit’s holding in Phoenix
goods to be assembled, prepared or
activities that relate to anything other
Solutions, Inc. by indicating that “…the
than goods, such as the buyer’s use of
manufactured on the buyer’s own specicases which recognize the principle that
the purchased goods, are not subject to
fications.” See generally, Bonneau Co.
infringement violates the warranty of
v. AG Indus., Inc., 116 F.3d 155 (5th Cir.
the warranty provided in U.C.C. §2title but deny the buyer a remedy unless
312(3).
1997).
he has been expressly prevented [(i.e.,
Construction of the phrase “rightful
evicted)] from using the goods are reIn addition to satisfying the language of
claim” requires consideration of whether jected. Under [Article 2 of the U.C.C.]
U.C.C. §2-312(3), a buyer must comply
“the claimant has a reasonable belief its ‘eviction’ is not a necessary condition to with the notice and timing requirements
claim is ‘rightful’ within the meaning” of the buyer’s remedy since the buyer’s
of the U.C.C. in order to be indemnified
U.C.C. §2-312(3). Bender’s U.C.C. Serremedy arises immediately upon receipt under §2-312(3). The U.C.C. requires
vice, Sales and Bulk Transfers §5.04,
of notice of infringement….” See U.C.C. that a buyer being sued for infringement
Warranty Against Claim of Infringement, §2-312(3), Official Comment 5. A Third provide notice of the litigation to a seller
2. One case that construes the phrase
Circuit case provides further explanation, of the goods within a reasonable time
“rightful claim” is 84 Lumbar Co. v. MRK indicating that §2-725 of the U.C.C. ap- after the buyer receives notice of the
Technologies, Ltd. 145 F. Supp. 2d 675 plies to breach of warranty actions and
litigation. Failure to comply with this
(W.D. Pa. 2001), in which the court
“[t]he statute provides that a cause of
requirement can result in the buyer’s
stated that “whatever a ‘rightful claim’ is action accrues when the breach occurs
claim(s) being barred. The U.C.C. does
would fall somewhere between purely
and that a breach of warranty occurs
not define “reasonable amount of time.”
frivolous claims, at one end, and claims when tender of delivery is made.” See
See U.C.C. §§2-312, 2-607. The statute
Bobo v. Page Eng’g Co., 285 F. Supp.
where liability has been proven, at the
of limitations provided for indemnificaother.” Id. at 680. The court cited the
664 (W.D. Pa. 1967), aff’d, 395 F.2d 991 tion claims is longer than the four year
Federal Circuit, which stated in dictum
(3d Cir. 1968).
statute of limitations under the U.C.C.
that a “rightful claim” does not require a
for contract of sales claims. U.C.C. §2Construction of the provision “by way of
(Continued on page 12)
finding of absolute patent liability. See
infringement or the like” requires considIndemnification for Patent Infringement
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A Patent Lawyer At Guantanamo Bay
By Jerry Cohen, Esq., Burns & Levinson LLP
Dual legal careers in patent law and pro bono activity
led me to service as a volunteer defense attorney for detainees at Guantánamo Bay Naval Station, Cuba ("GTMO") when
the War on Terror morphed into a War on the U.S. Constitution. My training and experience in patent law had an effect
on the perspectives I took to the task and the impressions I
gained over several years of immersion in it.

ecutive Branch with legislation restricting torture, but stripping habeas from federal district court jurisdiction and creating limited and sole review of CSRT proceedings in GTMO for
the D.C. Circuit Court of Appeals under the Detainee Treatment Act ("DTA"). In June 2006, the U.S. Supreme Court
held in Hamdan v. Rumsfeld that the CSRT process violated
the Uniform Code of Military Justice, the Geneva Conventions
and the international law of war. Congress responded in
As we all know some 775 prisoners taken from diverse
December 2006 with the Military Commissions Act ("MCA")
locations at various times, but mostly near the Afghanistanclarifying application of DTA and further limiting judicial rePakistan border in late 2001 - early 2002, were sent to
view of detainee status. All the detainees' habeas cases in
GTMO. Fewer may know that the major purpose of this loca- the district court were stayed and the D.C. Circuit started its
tion was the use of 'aggressive' methods to gain intelligence work moving along at the glacial pace of a patent interfer- not for punishment, not for keeping dangerous people off
ence.
the battlefield, but intelligence. Still fewer know that GTMO
detention is the tip of the iceberg. Of the 775 detainees sent
Flash back to 2003-2004 as lawyers began to gain courto GTMO, 505 were released after 3-6 years confinement
age and interest in the strange regimens of GTMO, variously
and of the remaining 270, 80 are said to be slated for milicalled the "U.S. Devil's Island," "US Gulag," "US Inquisition,"
tary commission trials (more likely 10-20) and 64 have been all with some basis. Large firms, small firms and solos, fedcleared for release after seven years as soon as the U.S. can eral public defenders, law school professors and even this
find a country willing to take these stigmatized "enemy com- patent lawyer became interested and involved. Coordinated
batants" a/k/a "worst of the worst" ("WOWs"). In destinaby several human rights institutions we attended training
tion countries (usually home countries) released detainees
sessions in Washington, New York and in England, communiwere interrogated and mostly released to civilian life with
cated by phone and email and gained a collective learning
some degree of supervision. Some were tortured or othercurve and cooperative engagement while affording indewise persecuted in those countries.
pendent representation to detainees.
In June 2004 the U.S. Supreme Court decided Rasul v.
Bush giving detainees a right to habeas corpus or an adequate equivalent. Rasul's case was argued by 80 year old
retired Chief Judge of the Third Circuit U.S. Court of Appeals.
I was present when Judge Gibbons, a conservative Republican appointee, told a group of GTMO defense lawyers, "I had
to get involved because my country had gone crazy." The
Department of Defense responded to its loss in Rasul with a
hastily drawn plan for Combatant Status Review Tribunals
("CSRTs") to be made up of military officer panels, a personal (non-lawyer) representative for the detainee (without
privileged communication), a presumption of guilt and allowance of hearsay evidence and coerced evidence. Detainees
were allowed to call witnesses "if available," but it turned out
that these designated witnesses were unavailable, even if
also detained at GTMO. Not surprisingly over 95% of detainees were found to be enemy combatants in the CSRT proceedings. And in some of the cases where they were found
not to be ECs, the panels were commanded to implement do
-overs (Mulligans) to try for the "right" result. Meanwhile
torture techniques honed over 20 years at Fort Bragg, Fort
Huachuca and other bases (as part of the SERE program on
how to resist torture) were refined at GTMO and exported to
Iraq and some of the results of this "technology transfer"
were seen at Abu Ghraib. Controversy over applicability or
not of the Geneva Convention swirled in Congress and within
the Executive and Judicial branches.
In 2005 a compliant Congress tried to bail out the Ex-
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In late 2004, U.S. district courts in D.C. reached opposite results in two groups of cases. In a group of cases
styled Al-Odah v. Bush, Judge Joyce Hens Green rejected a
government motion to dismiss, holding that the detainees
had stated a course of action while in another group of
cases, Boumediene v. Bush, Judge Richard Leon said that,
while the detainees were entitled to go to court under Rasul
the detainees had no substantive rights to assert; he therefore granted the government's motion to dismiss. A painfully
slow appellate process ensued in Al-Odah and Boumediene
and in late 2006 a 2-1 D.C. Circuit panel decision affirmed
Boumediene and reversed Al-Odah on the basis that the intervening DTA/MCA had removed district court jurisdiction.
The Circuit denied en banc review. A petition for certiorari
was initially rejected in Spring of 2007 but sua sponte the
U.S. Supreme Court reversed itself and granted cert' a few
months later and the case now known as Boumediene, was
briefed and argued later in 2007 with a focus on whether
Congress had improperly suspended habeas corpus contrary
to Article 2, par. 9, of the U.S. Constitution. In my visits to
GTMO I pointed my clients to the progression, however slow,
of the Boumediene case. Finally in late June of 2008 (these
GTMO cases always seem to be among the last cases of a
Supreme Court term), the Court ruled 5-4 in Boumediene
that Congress wrongfully suspended habeas and that federal
courts could proceed to consider the habeas petitions of the
detainees. The District Court in D.C. got the message and
(Continued on page 11)
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(Continued from page 10)

charge and without any idea of when it
will end, if ever.

I am co-counsel (with Stewart
Eisenberg of Western, Massachusetts)
for two detainees, born in North Africa
The work of attorneys has included who were European itinerant laborers
regular visits to GTMO to advise their
through the 1990s and were each sold
clients, searches for information in the
to the U.S. Army for $5,000 bounties by
U.S. and abroad, legal research through Pakistani hosts in late 2001. Both had
British, Colonial and American history
gone to Afghanistan to avoid deportaprecedents and in generally accepted
tion from Europe and fled to Pakistan as
principles of international law, motions
the Northern Alliance advanced on Kain courts and requests to Department of bul. Both were cleared for release from
Defense regarding treatment. AttorGTMO, one in 2006 and one in 2007 but
neys worked under the ambit of elabo- "repatriation" was delayed while U.S.
rate protective procedures established
and designated transfer countries negoin the district court habeas proceedings tiated over assurances that detainees
and in Appeals Court MCA/DTA prowould be treated humanely. We've
ceedings, doing so at their own out of
explored asylum prospects in other
pocket expense advances (upwards of
countries and filed motions to get notice
$300,000 for some large firms, $30,000 and opportunity to argue if transfer to
for this patent attorney) and uncompen- an unsafe country becomes imminent.
sated time (several million dollars of
We've also worked at improving conditime value for the aggregate of over
tions of confinement.
600 attorneys). Much of the cost and
The study, pleadings, motions,
time goes into research, briefing, invesinvestigations,
visits, communications,
tigating, coordination, counseling and,
coordination
and
overall engagement
not least, the elaborate procedures for
have
been
a
great
burden for us and all
getting security clearance for attorneys
the other detainee attorneys. But there
and their translators, applying for and
have been satisfactions of helping to
getting "orders" allowing entry to DOD
shape more humane treatment by the
Southern Command Theatre/GTMO
jailers, better medical care for our clibase for the lawyers and their translaents
(not as much as we sought, but
tors for each visit (only after booking
some),
achievement of long delayed
non-refundable flight tickets), all-day
judicial
scrutiny, getting the Executive
trips to and from GTMO from lawyers'
offices from Maine to Oregon, New York Branch to reexamine its policies, greater
respect for legal rights and processes, a
to San Francisco, chaperoned and
searched/screened access to the detain- restoration of faith in reparability of
flaws in the American justice system
ees, separate clearance of lawyers'
and most of all, bringing attention to a
notes via a clearance team at a secret
search for the truth. I often refer to the
facility in the D.C. area, drafting many
overall effort as a 'truth surge.' We also
of their motions at the secure facility
came to know and respect JAG defense
and a host of other nettlesome rules
officers who risked careers by doing
(some providential, some clearly not).
their jobs properly and enlisted personAs for the detainees, the condition of
nel of the guard force who went from
many has deteriorated. There have
WOW indoctrination to mature underbeen three suicides at GTMO and two
standing of the detainees and American
other deaths under unknown circumjustice. American gregariousness on
stances, hundreds of hunger strike
both sides also bridged the initial gap of
events, flare ups and suppressions,
decline of physical and mental health of formal aloofness between us and we
wish many of them well in continuing
detainees (some are by now clinically
insane) and occasional rises and falls of military and post-military careers.
hopes kindled and dashed as the conThe GTMO endeavor provides a
finement goes on into its seventh year
new appreciation of the relative peacein almost complete isolation without
proceedings there are now intense and
the situation is improving.

11

fulness of a civil law practice in the IP
space. A former President of the Boston Patent Law Association, the late
Joseph Weingarten, introduced a federal judge speaker at the Association's
annual dinner about twenty-five years
ago saying: "We (IP lawyers) lead a
charmed life. Nothing we do or fail to
do leads to a jail sentence or loss of
custody of a child. It's just about
money. But these federal judges we
honor each year..." He went on to outline the range of critical issues handled
by our federal judges in the First Circuit
and across the country. GTMO experience has immersed me in that larger
world of deeper crevasses than we see
in IP law. But it also made me realize
the reinforcement of the rule of law in
IP and other property or business case
categories depends on and contributes
to rule of law principles forged in the
cases concerning human rights and
proper functioning of all branches of
government. It is a seamless whole.
***
All Americans know the dangers of
terrorism from abroad and within the
U.S. that were manifested before, during and after the 9/11/01 attacks. We
also know the limits of intelligence gathering and the inevitable mistakes in the
fog of war. We have taken for granted
our own freedoms, including protection
from detention without charge as values
long admired world-wide. But projection of American power abroad has
brought undue change in freedoms and
governance. Detaining people indefinitely without charge and without scrutiny by a proper tribunal of the jailer's
right to detain is not acceptable. Such
activity, together with undue erosions of
civil liberties of American citizens generally brings us to a point of reassessment. One recalls the plaint of the U.S.
Army officer during the Vietnam War:
"We had to destroy the city in order to
save it." Today, American lawyers and
many other Americans are working hard
for better methods and better results.
Their efforts bring hope as to the GTMO
situation and as to many other areas of
damage to American freedom needing
an effort comparable to the GTMO truth
surge.◊
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Quick Success With Accelerated Patent Examination
By Robert M. Asher, Esq., Bromberg & Sunstein LLP
Entrepreneurs Laura Catena and Elissa
Hambrecht devised a new beverage concept. It combined the convenience of
brewing one’s own drink with the ability to
sip the beverage through a straw. They
had the foresight to realize that if it were
successful, their venture might be overwhelmed by a well-capitalized copyist. The
inventive design of a cup, sieve and straw
would be immediately apparent to anyone
wishing to imitate it. Patent protection was
essential. Unfortunately, the USPTO is
bogged down with an unprecedented backlog of work, adding years to the pendency
of most patent applications. Without a
patent, the inventors would be hardpressed to prevent a knockoff of their
product.
The inventors decided to try taking advantage of the USPTO’s new accelerated examination process. A patent application
was filed June 8, 2007. Just five months
later, prosecution of the patent application
was completed and the application allowed. Instead of waiting two, three, four
or more years for a first office action, Catena and Hambrecht are now owners of
U.S. Patent No. 7,337,705.

special granted. This involves satisfying
the petitions Examiner with a supplemental
search and any further supplementation of
The accelerated examination process is not the AESD that the Examiner requires. Genwithout its detractions. The process is
erally, within a couple months of the grantexpensive, particularly in the early filing
ing of the petition, the Examiner on the
stage. Remember - several years of patent merits will either arrange an interview or
prosecution are crammed into just a few
send out an office action.
months’ time. Moreover, the USPTO imposes significant additional burdens on the For Catena and Hambrecht, we received an
office action and shortly thereafter arpatent applicant, including conducting an
ranged to speak with the Examiner. We
extensive prior art search and drafting a
were able to work out an amendment to
detailed accelerated-examination support
the claims that was acceptable to the Exdocument (“AESD”). The prior art search
must be directed to the claims of the appli- aminer. This produced the Notice of Allowance.
cation.
application gives the inventors the best of
both worlds – speed and breadth.

Therefore, the claims, limited to twenty,
must be written before the final search is
completed. A further search is often required at the request of the USPTO upon
reviewing the petition to make special.
The AESD must provide a detailed identification of every limitation in the claims that
is disclosed by each of the most closely
related prior art references. Further, applicant must explain what makes each of the
claims patentable over the references.

In addition, for each limitation in the
The patent strategy did not throw all their claims, applicant must show where the
support for that limitation can be found in
eggs in this one basket. A continuation
patent application was filed to pursue addi- the patent specification. Great care must
be taken with regard to all these statetional broad protection for claims that
could not fit in the accelerated application. ments being put on the record of the patent application. Thus, preparation of an
With patent in hand, the inventors can
AESD is time-consuming and costly.
allow the continuation to proceed at an
ordinary pace. The combination of an
Prosecution of the application is brisk. The
accelerated application and continuation
first hurdle is getting the petition to make

Indemnification for Patent Infringement

that it does not incorporate the infringing
article or the cost of obtaining a license
from the patent holder for use of the infringing product. See generally U.C.C. §2714.

While the process of seeking accelerated
examination is quite onerous, the prospect
of a quick decision on a patent application
may in some circumstances make it worthwhile. Certainly, the effort is more manageable for simpler mechanical inventions
where prior art is more easily evaluated.
When a patent is required quickly, there
may be no alternative. An inventor may
not assert patent infringement and successfully stop infringers without an issued
patent. Also, inventors seeking financing
while often benefiting from having patent
applications pending, may be able to differentiate their venture over other ventures
competing for capital by showing a patent
in hand.
The excitement of a quick patent is hard to
beat. For Catena and Hambrecht the focus
can now shift to bringing a protected product to market.◊

versely, if your client is a seller of goods,
you should counsel your client to be
knowledgeable of the contents of the
(Continued from page 9)
U.C.C. provision and to consider drafting
725(1) states that “an action for breach of
an express warranty regarding any inthe warranty of non-infringement may not
fringement of intellectual property rights
It is important that any party involved in
be commenced more than six years after
directly in the seller’s contract for the sale
the sale of goods be aware of the potential
tender of delivery of the goods to the agof goods. In either situation, counsel
protection available to them under the
grieved party.” U.C.C. §2-725(3)(d)
should consider the uses of U.C.C. §2U.C.C., as enacted by various states. If
(2005) (emphasis added).
312(3) and whether its warranty against
your client is a buyer and is entitled to use infringement is relevant to your client’s
Although U.C.C. §2-312(3) does not allow the implied warranty against infringement
case.◊
a buyer to avoid an infringement lawsuit
under the U.C.C., you should counsel your
altogether, it may allow the buyer to reclient to consider the possibility of a claim The authors would like to thank Susan G.
cover damages from a seller, including: (1) for indemnification against a seller of inL. Glovsky, Esq., Mark B. Solomon, Esq.,
attorney’s fees and expenses, (2) the cost fringing goods using state law and, if nec- and Deirdre E. Sanders, Esq., Hamilton,
of settlement of judgment, and/or (3) the essary, to provide the requisite timely
Brook, Smith & Reynolds, P.C., for their
cost of retooling the buyer’s product so
notice to the seller of the goods. Concontributions to this article.
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Career Opportunities
CORPORATE INTELLECTUAL
PROPERTY CAREER ASSOCIATE
(ENGINEERING)
Ropes & Gray LLP
Ropes & Gray LLP is one of the nation's
most respected law firms. For more than
140 years, we have forged strong client
relationships by providing extraordinary
legal services with an emphasis on mutual
respect, teamwork, innovation and the
highest ethical standards.
We are currently seeking Career Associates to join the Engineering Practice of
our Corporate Intellectual Property Practice Group resident in either Boston or
New York. The Career Associate position
is a non-partnership track position. The
Career Associates will be expected to
become involved, initially under supervision, in matters such as patent prosecution for engineering and software based
inventions. Experience in sophisticated
patent prosecution is preferred, including
handling an active docket of United States
and international patent prosecution;
appeals to the Board of Appeals; conducting patentability and FTO assessments;
helping on IP due diligence during mergers and acquisitions; and dealing with
assignments of patent portfolios being
transferred from one entity to another.
Qualifications: Strong academic record; a
degree in electrical engineering, physics,
or a related field (advanced degree preferred); demonstrated excellence in writing and strong oral communication skills;
2 to 4 years of experience in the context
of a major law firm; self-starter and diligent; capable of handling multiple matters
at one time; a team player who works
well in a collegial environment and who is
able to assess and be responsive to the
views, attitudes and values of others;
demonstrated ability to train, motivate
and develop capable junior patent agents;
and appropriate references. All applicants
must be a member of a state bar and the
U.S. Patent and Trademark Office.
Please submit your resume, transcript and
cover letter (mentioning this job title in
your cover letter) via email to
Lateralhiring@ropesgray.com

PATENT ATTORNEY
Chapin Intellectual Property Law, LLC
Chapin Intellectual Property Law, LLC is a
mid-sized Intellectual Property / Patent law
firm located 20 minutes West of Boston in
Westborough, MA off the MA Pike. We are
seeking additional experienced (2 years+
from law firm / corporation) CS / EE / Equiv.
patent attorneys (2 openings at the moment)
and/or patent agents or technology specialists to work with a large corporate client base
in areas of software, electronics and communications technologies in a casual firm environment.

have practiced at many of the large Boston
firms prior to joining our team. Other benefits include individual health and dental coverage paid in full by firm (BCBS is current
provider, family plans are available), Fidelity
401K with guaranteed 3% matching firm
contribution, short term disability insurance,
long term disability insurance, flexible medical spending plan, free soda, coffee and
snacks. We recently expanded our class-A
office space and provide a modern office
environment with a great view, cafeteria in
building, and an excellent support staff and
Excellent credentials are expected - including state of the art computer systems/network
solid work experience, academics, writing
with up to date docketing and billing softand communications skills. This is a great
ware. The best benefit however is the casual
chance to secure a position in a suburban
low stress atmosphere and great attitude of
firm that has an excellent reputation for qual- everyone who works here. We have an excelity work and good clients. A formal degree in lent team of friendly people and are looking
Computer Science (CS) and/or Electrical
for more to assist with new and existing
Engineering (EE) or related area is required, clients that love our quality work.
as well as engineering work experience preferably including software, electronics or com- This is a great opportunity to join a casual
puter-related development, and at least 2
(jeans and button down shirts are the norm)
years of solid Patent Attorney work experiyet cutting-edge IP law firm of senior level
ence. Experience in patenting software and/ patent professionals that produce top-quality
or computer related technologies in one or
patent work for excellent paying clients.
more of the following areas is beneficial:
Direct client involvement is assured. The
Software Application Development, Netfirm has expanded into the Bio-tech and
works/Data Communications, Internet devel- Chemistry patent areas as well – if interopment, Database, Data Storage systems,
ested, please inquire.
Circuit Design, Graphics, and Analog or Digital Signal Processing.
We are located in the Westborough Office
Park in Westborough at the intersection of
We have an excellent client base of large and Rtes. 9, 495 and the Mass. Pike, providing a
small companies. Example clients include
stress-free suburban commute. Give-up the
Cisco Systems, Oracle, Adobe, EMC, Sun
stressful downtown Boston commute/train/
Microsystems, MIT, Motorola, Thermo Fisher parking hassles and overloaded formal bigScientific and others, as well as numerous
firm weekend and late night work environmid-sized corporations, venture capital firms, ments for a much more-relaxed setting, while
and start-ups. We also have several mechani- still maintaining a very high quality patent
cal, chemical, bio-tech and medical device
law practice and handling work for top-tier
clients. In addition to drafting and prosecuclients with a great team of friendly and fun
tion, we provide due diligence, opinions,
people.
licensing, trademarks and many other IP
services to our clients. Those with a litigation Applicants only, no recruiters please. Email
practice are encouraged to apply as well. Our resume and writing sample (include issued/
benefits are excellent. Just as larger firms
published patent numbers, if available) to:
do, we offer night law school tuition reimbursement for technology specialists or patEmail: Hiring@Chapin-IP-Law.com
ent agents. Though portable clients are not
Email Subject: Patent ATTORNEY position
required, our firm encourages and even assists with marketing and client development
Chapin Intellectual Property Law, LLC
and offers a generous client origination
Westborough Office Park
credit.
1700 West Park Drive
Westborough, MA 01581
Compensation is very competitive with large www.chapin-ip-law.com
firms and all patent attorneys in the firm
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Career Opportunities (Continued)
PATENT ATTORNEY
Morse, Barnes-Brown & Pendleton, PC
Morse, Barnes-Brown & Pendleton, PC, a Waltham-based leading business and technology law
firm, seeks senior patent attorney to join a growing patent prosecution and counseling practice. Our firm has demonstrated a commitment to facilitating a satisfying and fulfilling professional life for our lawyers, and to providing a collegial work environment with the sophistication and challenge of the large downtown firms.
The successful candidate will possess technical expertise in engineering, computer software
and business methods; preferred candidates will have an Electrical Engineering degree. He or
she must also have the skills and motivation to take the lead in building an engineering-based
patent practice as part of the firm’s broad IP practice. Portable business required. Existing
practices of 2-5 attorneys are invited to reply.

CORPORATE INTELLECTUAL
PROPERTY CAREER ASSOCIATE
(LIFE SCIENCES)
Ropes & Gray LLP
Ropes & Gray LLP is one of the nation's
most respected law firms. For more than
140 years, we have forged strong client
relationships by providing extraordinary legal
services with an emphasis on mutual respect, teamwork, innovation and the highest
ethical standards.

We are currently seeking Career Associates
to join the Life Sciences Practice of our Corporate Intellectual Property Practice Group
Send resume to: Laurie J. Macdonald, Firm Administrator, Morse, Barnes-Brown & Pendleton,
resident in either Boston or New York. The
P.C., 1601 Trapelo Road, Waltham, MA 02451. Fax: 781-622-5933. Email:
Career Associate position is a nonlmacdonald@mbbp.com EOE. Principals only.
partnership track position. We represent
research-based companies that develop and
manufacture pharmaceuticals and biopharINTELLECTUAL PROPERTY ATTORNEY
maceuticals, research tools, and medical
Gelesis, Inc.
devices. The Career Associates will be expected to become involved in matters, such
Gelesis is a small, Boston-based start-up dethe rest of the management team
as drafting, filing, and prosecuting patent
veloping breakthrough technologies for the
applications in the Life Sciences technolotreatment of obesity and other unmet medical Requirements:
gies; advising Life Sciences clients on their
•
Strong
academic
record;
degree
in
a
life
needs. The company has received venture
patent portfolios, including their design,
sciences
or
chemistry
funding from top investor groups and is in the
maintenance, licensing and enforcement;
process of moving its lead product into clinical • Demonstrated excellence in writing and
considering the scope and validity of adstrong
oral
communications
skills
trials. The company is led by an experienced
versely held patents; participating in the IP
• Five plus years experience working on
and dynamic management team. The Intelaspects of financings, private and public
medical
device/biotech/pharma
patent
lectual Property attorney will guide patent
(including mergers, sales or purchases of
drafting,
strategy,
and
prosecution
strategy and work with the Chief Technology
• Familiarity with life sciences technology and assets, and acquisitions), and other transacOfficer and outside counsel to secure the
issues of patent application and claim draft- tions; and assisting in actions to enforce or
company’s scientific developments.
defend patents.
ing
Responsibilities:
• Self-starter and diligent; capable of hanQualifications: Strong academic record;
• Draft and file applications and prosecute
dling multiple matters at one time
degree in a Life Sciences or Chemistry disci• The ideal candidate will conduct IP work
patents
pline (advance degree preferred); demon• Craft a strategy for the Gelesis patent portwhile at the same time contributing to
strated excellence in writing and strong oral
folio including design, maintenance, licensother activities of the management team
communications skills; three years or more
ing and enforcement
including other legal and business activities
experience as a Technical Advisor or lawyer
• Perform full prior art searches of the techwhen time allows
working on biotech-pharma patent prosecunologies of competitors and of portfolios
• All applicants must be member of a state
tion and evaluation; familiarity with life sciconsidered for licensing; work closely with
bar and the U.S. Patent and Trademark
ences technology and issues of patent applithe management team on due diligence
Office
cation and claim drafting in that technology;
and licensing deals
self-starter and diligent; capable of handling
Sara
S.
Dauber,
CFA
• Participate in the IP aspects of financings,
multiple matters at one time; a team player
Director
and
Project
Manager
private and public (including mergers, sales
who works well in a collegial environment
Gelesis, Inc.
or purchases of assets, and acquisitions)
and who is able to assess and be responsive
222
Berkeley
Street,
Suite
1040
• Assist in actions to enforce or defend patto the views, attitudes and values of others;
Boston, MA 02116
ents
demonstrated ability to train, motivate and
617-482-2333
x24
• Coordinate with an outside law firm to
develop capable junior associates; and apsdauber@gelesis.com
complete these activities
propriate references. All applicants must be
• Work independently and cooperatively with
member of a state bar and the U.S. Patent
and Trademark Office.

JOB POSTINGS

To add a job posting to our on-line list of Career Opportunities for 3 full months, and to be
listed in a BPLA Newsletter, please e-mail your job posting and contact information to:
vice-president@bpla.org
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Please submit your resume, transcript and
cover letter (mentioning this job title in your
cover letter) via email to
Lateralhiring@ropesgray.com
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ACTIVITIES & PUBLIC RELATIONS

INTERNATIONAL & FOREIGN PRACTICE

activities@bpla.org

international@bpla.org

Monica Grewal, Esq. (617) 526-6223

Deirdre E. Sanders (978) 341-0036

AIPLA MOOT COURT
mootcourt@bpla.org

John N. Anastasi (617) 395-7000
LICENSING

Thomas M. Johnston (617) 573-5805

licensing@bpla.org

Amy Brosius (617) 542-5070

Paul D. Burgess (781) 674-7816

Jonathan Mutch (617) 859-2722

Michael Bergman (617) 868-8871

AMICUS

LITIGATION

amicus@bpla.org

litigation@bpla.org

Erik Paul Belt (617) 443-9292

Martin O’Donnell (617) 951-2500

Robert M. Abrahamsen (617) 646-8256

Douglas C. Doskocil (617) 570-1215

ANTITRUST LAW
antitrust@bpla.org
Justin J. Daniels (617) 573-4826
Steven M. Bauer (617) 526-9700
BIOTECHNOLOGY
biotechnology@bpla.org
Shann Kerner (617) 526-6192
Christine M. Wise (978) 341-0036
CHEMICAL PATENT PRACTICE
chemical@bpla.org
James T. Olesen, Ph.D (617) 452-1600
Peter Lando (617) 395-7000
COMPUTER LAW
computer@bpla.org
John J. Stickevers (617) 443-9292
Steven J. Henry (617) 646-8238
CONTESTED MATTERS
contestedmatters@bpla.org
Susan Glovsky (978) 341-0036
Michael McGurk (617) 452-1600
COPYRIGHT LAW
copyright@bpla.org
Stephen Y. Chow (617) 854-4000
Anne Marie Longobucco (617) 263-2600
CORPORATE PRACTICE
corporate@bpla.org
Walter F. Dawson (978) 452-1971
William DeVaul (781) 860-8559
David J. Cerveny (781) 418-1103
ETHICS AND GRIEVANCES
ethics@bpla.org
Timothy A. French (617) 521-7015
Gregory J. Sieczkiewicz (617) 832-1705

MEDICAL DEVICES PRACTICE
medicaldevices@bpla.org
Eric P. Raciti (617) 452-1675
Neil P. Ferraro (617) 573-7867
NEW LAWYERS & LAW STUDENTS
newlawyers@bpla.org
Giordana Belenchia (617) 439-2517
Aaron E. Connor (617) 990-2806
Scott J. Gerwin (617) 646-8243
PATENT LAW
patents@bpla.org
Doris Fournier (617) 348-1814
Joseph A. Capraro, Jr. (617) 526-9700
PATENT OFFICE PRACTICE
patentofficepractice@bpla.org
Donna M. Meuth (617) 526-6010
Inna S. Landsman (617) 367-4600 x242

The Boston Patent Law Association (BPLA) is an
association of intellectual property professionals,
providing educational programs and a forum for the
interchange of ideas and information concerning
patent, trademark, and copyright laws. Through a
volunteer Board of Governors and committees, it
organizes and hosts educational seminars, social
events, and conventions, and comments on rules,
legislation, and judicial decisions impacting the
profession. Visit the BPLA at www.bpla.org.
Membership in the BPLA is available to attorneys and
other professionals practicing intellectual property law
within the Federal First Judicial Circuit (Maine, New
Hampshire, Massachusetts, Rhode Island and Puerto
Rico). Applications for membership can be obtained
from our web site at www.bpla.org. Full membership
for 2008 (available only for attorneys practicing within
the First Circuit) costs $115.00, Associate
membership (available to non-attorney intellectual
property professionals) costs $105.00. Mailing listonly affiliation costs $60.00. Members who renew
before February 1st are eligible for $25.00 early
renewal discount.
The BPLA Newsletter is published four times a year
by the Boston Patent Law Association. Articles
appearing in the newsletter represent the views of the
authors and do not necessarily carry the endorsement
of the BPLA.
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Letters to the editor, articles and job postings are
encouraged.
E-Mail all correspondence to:
vice-president@bpla.org
©2008 BPLA—All rights reserved.
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Interested in playing a more active role in a committee?
Please contact the committee chair if you are interested in joining, switching, or
taking a more active participatory role in a committee.
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President Leslie Meyer-Leon, IP Legal Strategies Group, P.O. Box 1210, Centerville, MA 02632-1210
ph 508-790-9299, fax 617-790-1955, LMeyer-Leon@abanet.org

President-Elect Mark B. Solomon, Hamilton Brook Smith Reynolds, P.O. Box 9133, Concord, MA 01742-9133
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Vice President Lisa Adams, Nutter, McClennen & Fish LLP, World Trade Center West, 155 Seaport Blvd.
Boston, MA 02210-2604, ph 617-439-2550, fax 617-310-9550, ladams@nutter.com

Treasurer J. Grant Houston, Houston Eliseeva, LLP, 4 Militia Drive, Suite 4, Lexington, MA 02421
ph 781-863-9991, fax 781-863-9931, grant.houston@ghme.com

Secretary Neil P. Ferraro, Wolf, Greenfield & Sacks, P.C., 600 Atlantic Avenue, Boston, MA 02210-2206
ph 617-646-8267, fax 617-646-8646, nferraro@wolfgreenfield.com

Member (Immediate Past-President) Lee Carl Bromberg, Bromberg & Sunstein LLP, 125 Summer Street,
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Member Joseph M. Maraia, Foley Lardner, LLP, 111 Huntington Avenue, Boston, MA 02119
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Member Donna M. Meuth, Wilmer Cutler Pickering Hale and Dorr LLP, 60 State Street, Boston, MA 02109
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