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totaling nearly 300 people.

President Mark B. Solomon
One of the many great reasons for
living in New England is to experience
a change in seasons. Particularly,
when winter ends, spring begins, and
summer finally arrives, the warm
weather feels much better than if the
climate were the same all year long.
June, if you recall, was filled with rain,
and it took until mid-July for summer
to arrive fully. When summer finally
did arrive, we adapted to it as we
always do, which included, for many
of our members, attending the BPLA
Red Sox game on Friday, July 24,
2009, where we shared the
excitement of a winning game with
colleagues, families, and friends,

Another traditional spring/summer
event enjoyed by BPLA members and
guests is the BPLA Annual Dinner to
honor the Federal Judiciary, which
was held this year at the John
Moakley Court House at Boston's
waterfront on May 1, 2009. In this
beautiful setting, 14 judges, honored
guests, and many members of the
BPLA spent a festive evening, which
featured our presenting the BPLA
Distinguished Public Service Award to
this year's recipient, Judge Richard G.
Stearns; Chief Judge Mark L. Wolf’s
honoring his friend and former
colleague, Judge Reginald Lindsay;
and our keynote speaker, Dr. James
Green from NASA, presenting a
riveting presentation about the
present and future state of our solar
system.
In June, Chief Judge Wolf and Judge
Woodlock requested all of the local
Bar Associations to submit Nominees
to serve on a Merit Selection Panel to
recommend prospective candidates for
the United States Magistrate Judge
vacancy on the Untied States District
Court for the District of Massachusetts
in Boston. We nominated five of our
members to the Court to serve on this
panel. Thank you to all who agreed to
serve, if selected. On behalf of the

BPLA Board and membership, I am
proud to announce that one of our
own Past Presidents and current
Committee Co-Chair of the Contested
Matters Committee, Susan Glovsky,
has been selected to serve as the
Chair of the Merit Selection Panel. The
balance of the thirteen-person panel is
composed of nominees submitted by
other Bar associations.
Along with all the weather changes,
this year we have had changes in our
community, including transitions of
employment and changes in names of
both long-standing and relatively
recently-formed law firms. In spite of
such changes, our community ties us
together as colleagues and will stand
the test of time. The BPLA can serve
as a forum to maintain or renew our
ties and friendships.
Further, this year we have
experienced changes in patent law
through recent court decisions, such
as In re Bilski decided by the CAFC, an
now before the Supreme Court. With
respect to the changes in the practice
of patent law, we are again
appreciative of the Amicus Brief
Committee, chaired by Erik Belt and
Robert Abrahamsen, for organizing
the drafting of an Amicus Brief
(Continued on page 6)
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Amicus Brief Submitted in In re Bilski at the Supreme Court
By Mark B. Solomon, Esq., Hamilton Brook Smith Reynolds
On August 5, 2009, the BPLA Amicus Brief Committee submitted an Amicus Brief to the US Supreme Court in the In re
Bilski case. The Amicus Brief states that the Supreme Court should reject the Federal Circuit’s machine-ortransformation test, declare that this Court’s precedent requires only that a method claim define a new and useful
invention (rather than an abstraction) to be patent-eligible subject matter, and remand for application of that rule to
the claims at issue. Alternatively, if the Court believes that remand is unnecessary and that Bilski’s claims define only a
patent-ineligible mental process or fundamental idea—e.g., an abstraction such as the concept of hedging risk, lacking
adequate limitation to a specific application—it should strike those claims on that ground while still rejecting the inflexible test enunciated by the Federal Circuit. Special thanks to the authors of the Amicus Brief, Steven J. Henry (Past
President and current Computer Law Committee Co-Chair), Ilan N. Barzilay, Joel R. Leeman, John Stickevers
(Computer Law Committee Co-Chair), and Jakub M. Michna, and to the Amicus Brief Committee Chairs, Erik Belt and
Robert Abrahamsen.
Prior to the U.S. Supreme Court’s taking the case, In re Bilski was heard by the Court of Appeals of the Federal Circuit
(CAFC). The BPLA also submitted an Amicus Brief to the CAFC on April 7, 2008. That Amicus Brief stated that the
BPLA favors a strong and well administered patent system that is fair to all parties and that fosters innovation and
promotes competition. We recognize that a system that is too lax or that is improperly administered strays from these
objectives, but we do not believe that constraining Section 101 is either legally proper or justified by the Bilski claims
or any other claim we can imagine. The prohibition on laws of nature, ideas and natural phenomena already strikes
the right balance. This Court should reiterate that an invention, be it expressed as a method or apparatus, that produces a useful result is eligible for patent protection under Section 101. See the BPLA website to access the full
Amicus Brief.◊

Calendar of Events
Friday, September 18

International and Foreign Practice Committee Seminar
Wednesday, September 23

Contested Matters Commmittee Seminar
Tuesday, October 13

Biotechnology Committee Seminar
Thursday, November 5 - Friday, November 6

Annual PCT Seminar
For more information
go to www.bpla.org

Wednesday, December 2

2009 Annual Meeting

BPLA Judges
Dinner

See inside for
article and more
photos.
Chief Judge Mark Wolf, Mark Solomon,
Patrick Quinlan

Joseph Maraia, Lisa Adams,
Michael Bergman
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BPLA SUMMER OUTING
The BPLA Annual
Summer Outing took
place on Friday, July
24, 2009 at Fenway
Park. After a very
rainy day, the skies
cleared up in the
evening, and nearly
300 BPLA members,
families, and friends
attended a game
Scoreboard
between the Boston
Red Sox and the
Baltimore Orioles. Our president, Mark Solomon,
participated on the field in a pre-game Leader of the Pack
ceremony. The centerfield scoreboard welcomed the BPLA
at the end of the 5th inning. Starter Brad Penny earned
the 3-1 win, supported by closer Jonathan Papelbon who,
with bases loaded, made the final out in the ninth inning
with a 98 mph swinging strikeout to return the Red Sox to
their winning ways! A great time was had by all!
Special thanks to the BPLA Secretary, Joseph Maraia, for
scheduling the game; BPLA Activities Chair, Patrick
Quinlan for designing and coordinating the summer outing
t-shirts; and Kristine Ferrigno for collecting orders and
distributing
the t-shirts
and tickets.◊

Neil Ferraro and his son, Lucas

Tom Arria, Mark Solomon, Joe Maraia

Ralph Tremontozzi and his son, Darren

Amy Partington and Patrick Quinlan
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THE BPLA ANNUAL JUDGES DINNER
The Boston Patent Law Association (BPLA) hosted its Annual Dinner in honor of the Federal Judiciary on Friday, May 1,
2009. The event, which was held at the John Joseph Moakley Courthouse in Boston, was well attended by BPLA
members and honored guests, including Judges from Massachusetts,
Vermont and Washington, D.C., as well as the President of the New York
Intellectual Property Law Association (NYIPLA). The beautiful setting
overlooking Boston’s harbor, excellent food and drink, as well as musical
entertainment by the Billy Novick Duo all contributed to a very enjoyable
evening.
Following the cocktail reception, Mark Solomon, BPLA President 2009,
opened the evening with welcoming remarks and went on to present the
BPLA 2009 Distinguished Public Service Award to the Honorable Richard G.
Stearns. The evening continued with
recognition of the members of the
BPLA
Moot
Court
Committee,
presented by Jonathan Mutch. Chief
Judge Mark Wolf honored his friend
and colleague, Judge Reginald
Lindsay, who passed away on March
12, 2009, with a few words followed
Hon. Richard Stearns and
by a moment of silence. Mark
Mark Solomon
Solomon then presented certificates of
appreciation to the members of the
BPLA Intellectual Property (IP) Cases Task Force, followed by Lee Carl Bromberg,
BPLA President 2007, who spoke about the work of the IP Cases Task Force,
which led to the adoption of Local Rule 16.6, Scheduling and Procedures for
Patent Cases in November 2008.
The awards ceremonies were followed by a riveting presentation titled “The
Revolution in Planetary Science – Rewriting the Textbooks” by the keynote
speaker, Dr. James Green, Planetary Science
Division Director of NASA Headquarters. Dr.
Chief Judge Mark Wolf
Green spoke about the revolution that is
occurring in planetary science today, which is questioning many of the fundamental
facts we were taught in school at an early age. His findings were accompanied by
amazing photos and videos from recent NASA planetary missions.
We want to thank everyone for coming and making the event so enjoyable.◊

Mark Solomon and Dr. James Green

Hon. Richard Stearns
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Dr. James Green
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THE BPLA ANNUAL JUDGES DINNER PHOTOS

Hsuanyeh Chang, Hak Chang, Nikhil Patel,
Patrick Quinlan

Hon. Richard Stearns, Kevin Prussia,
Marsha Zierk, Sumangali Krishnan

Donna Meuth, Susan Glovsky, Steven Glovsky,
Grant Houston

Marsha Zierk, Hon. Kenneth Neiman,
Jan Dumond Neiman

Hon. Jerome Niedermeier and
Patrick Niedermeier

Ingrid Beattie, James Hogle,
Doreen Hogle
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President’s Message Cont.
(Continued from page 1)

submitted to the Supreme Court in the In re Bilski case.
Those among us who are actively practicing patent law
have undoubtedly experienced a change in practice with
respect to statutory subject matter, and we have had to
learn to adapt, albeit with the caveat that the In re Bilski
case has not yet been fully decided.
Another way for BPLA members to get together and to
help each other is by attending seminars. We must thank
our devoted Committee Chairs for organizing and
publicizing these events. Recent seminars included: on
June 17, Justin Daniels and Benjamin Stern of the Antitrust
Law Committee held an event entitled “The Price Is Right:
One Solution to the SSO Patent License Collusion
Problem”; on June 16, John Stickevers and Steven Henry
of the Computer Law Committee hosted a seminar entitled
“Computer-Related Inventions In Europe--A European
Examiner's Perspective,” which was presented by seven
European Patent Examiners practicing in the computerrelated arts; on May 7, Hak Chang and Shann Kerner of
the Biotechnology Law Committee hosted their seminar
entitled “Biological Sequences: Do's and Don'ts For
Freedom-To-Operate and Patentability Searches.”

There are also upcoming committee seminars. In
September, the International and Foreign Practice
Committee and the Contested Matters Committee have
scheduled seminars, and, in October, the Biotechnology
Committee will hold another seminar. We have also
scheduled the annual BPLA PCT seminar to take place on
November 5 and 6, 2009. Details for all of these events
will be forthcoming on the BPLA website as soon as they
are available.
By participating in leadership roles through submitting
articles to the BPLA, proposing seminar topics to the
Committee Chairs, and offering to be a speaker or panelist
at a BPLA seminar, those among us who have been in the
IP community for many years can share their wisdom and
experience as mentors to those of us who are newer in
this field; those who are newer in this field can ask
questions of those they view as mentors, which keeps
mentors challenged and engaged. On behalf of the BPLA
Board, I would like to remind our members that the BPLA
encourages members’ input to help the BPLA continue to
change in positive and diverse ways to keep the BPLA a
valuable resource for its membership to fulfill mission of
education, service, and community. I look forward to
seeing you at events and seminars this fall.◊

Hon. Alan Lourie, Michael Reinemann,
David Thibodeau
Patti Stearns, Erik Belt, Leslie Meyer-Leon

Anthony Giaccio and David Brook

Chief Judge Mark Wolf, Deirdre Sanders, Yakov Sidorin
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Intellectual Property Awareness in a Country Steeped in Traditional Knowledge
By Monica Grewal, Esq., Wilmer Cutler Pickering Hale and Dorr LLP
I had the good fortune and pleasure of participating in the
George Washington University Law School India Project.
The Project organized an intellectual property and
corporate law delegation to New Delhi, India for four days
in February 2009, in association with the US India Business
Council and the Confederation of Indian Industry. This IP
summit was organized in part as a diplomatic mission to
strengthen IP education in India, the world’s most
populous democracy as well as a substantive educational
exchange regarding the state of IP laws in the US and
India.

•
•
•
•
•

Justice Hima Kohli, Delhi High Court
Justice A.K. Sikri, Delhi High Court
Justice Sanjay Kishan Kaul, Delhi High Court
Judge Randall R. Rader, Court of Appeals of the
Federal Circuit, U.S.
Judge Toshiaki Iimura, Tokyo IP High Court

The closed-door Chatham House style forum provided for
a candid discussion regarding patents including the
considerations for having a specialized bench at the High
Courts; the impact of such specialized courts on the
development of the law, uniformity and the like; the extent
to which the presumption of validity governs a suit for
patent infringement; and whether courts factor public
interest considerations when granting or rejecting interim
injunctions or damages
in infringement cases.

The delegation included Frederick M. Lawrence, Dean of
the George Washington University Law School; Judge
Randall R. Rader, US Court of Appeals for the Federal
Circuit; John Whealan, Associate Dean for IP Law at
George Washington
University Law School;
Judge Toshiaki Iimura,
The Delhi High Court
IP High Court of Japan;
judges explained that
Q. Todd Dickinson,
there is an IP roster
Executive Director,
and tenure that spans a
American Intellectual
one year term for
Property Association
judges who handle IP
and former
matters and, as such,
Commissioner, United
believe this provides a
States Patent and
“specialized court”
Trademark Office; and
working on civil IPR
Dominic Keating, US IP
litigation already at the
Attaché for India; and
High Court. Justice
Gregory Kalbaugh,
David Nimmer, Professor at UCLA
Sikri mentioned that until
Associate Director and
three years ago there
Counsel, US India
Business Council and Raj Davé, Partner, Pillsbury Winthrop were no patent cases being presented. Now 70% of IP
cases are filed in the Delhi High Court. Judge Rader and
Shaw Pittman LLP who largely organized the summit.
Judge Iimura described their courts as having exclusive
jurisdiction over patent matters in the US and Japan,
Academics who participated in the summit included
Ananda Chakrabarthy (of Diamond v. Chakrabarthy fame), respectively, and are therefore specialized courts.
Distinguished Professor, University of Illinois; David
Nimmer, Professor, UCLA; and Martin Adelman, Professor, There was a fair amount of discussion regarding public
interest considerations when granting or rejecting interim
George Washington University Law School.
injunctions or damages in infringement cases. Judge
Rader’s insights weighed in favor of rewarding investment
The summit also benefited from the participation of
in technology and he endorsed a policy of favoring
counsel from industries such as Medtronic, Medimmune,
innovation. Judge Rader further discussed the state of the
Qualcomm and Intel.
post-eBay decisions in which permanent injunctions are
still issued upon findings of infringement in the US.
The summit began with a dialogue with the judiciary.
Justices Sikri, Kohli and Kaul discussed their experience in
Frederick M. Lawrence, Dean of the George Washington
IPR cases, which were not patent cases per se, where they
University Law School, moderated the dialogue on the
subject of patent, copyright, trademark and designs. The do analyze whether damages can compensate the plaintiff
(Continued on page 8)
judges who participated in the dialogue included:
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Intellectual Property Awareness (cont.)
(Continued from page 7)

and do grant interim injunctions if the compensation is
inadequate.
We had the benefit of having David Nimmer, professor at
UCLA, with us to provide a historical perspective of
copyright law and to compare and contrast aspects of
patent law.
The dialogue marked a productive start to the IP summit
symposium which then transitioned to sessions spanning
two days. The symposium sessions included substantive
panel discussions and presentations by practioners from
at least the US and India and in some instances Europe
and Japan regarding the following topics: differences in
copyright law; patentable subject matter in India and
other patent regimes; criteria for obviousness in India and
other patent regimes; pre and post grant challenges in
India and other patent regimes; regulatory options for
data protection in India and the Hatch Waxman Scheme
in the US; compulsory licensing vs. injunctions; Bayh-Dole
legislation in India; public-private R&D partnerships;
traditional knowledge and genetic resources and
protection of geographical indicators in India and the US;
and the Madrid trademark protocol.

The top Indian patent filing companies or institutions
include CSIR, Ranbaxy Laboratories, Dr. Reddy’s
Laboratories, Sun Pharmaceutical Industries, and Avestha
Gengraine, which are largely pharmaceutical companies or
from the biotechnology discipline which is in contrast with
the prominent US patent filing companies that tend to be
from the engineering disciplines such as IBM, MEI, HP.
Indian IT companies have not been active with respect to
patent filings. Under Indian Patent Law, patentable
subject matter excludes a mathematical or business
method or a computer program per se or algorithms.
Further, computer readable medium such as hard disks
and floppies are not considered as being hardware. The
combination of novel software and old hardware is still
being debated even though process and system claims
are allowed.
As Mr. Anand further explained, even though Indian
patent filings have increased about 3 ½ times while
foreign filings have increased about 8-10 times in the last
15 years, patent grants have not increased as much. In
many cases applicants do not file request for
examinations resulting in several applications being
abandoned. Further, pre-grant oppositions cause delays
to issue patents.
Changing Attitudes

For example, the session that I chaired and participated in
was directed to the factors that contribute to patentable
subject matter in the US, India, Japan and Europe and the
latest challenges in these various countries. Our
multinational panel included Noreen C. Johnson, Vice
President, Chief Patent Counsel, Medtronic Spine &
Biologics; Pravin Anand, Managing Partner, Anand &
Anand; Philip R. Wadsworth, Vice President & Legal
Counsel – Global IP, Qualcomm Inc.; Heinz Bardehle,
Partner, Bardehle Pagenberg Dost Altenburg Geissier and
Judge Toshiaki Limura, Tokyo IP High Court, Japan.

Major IT companies like TCS & Infosys have been inactive
in the past but are not opposing open source demands for
weaker patent law. There is a recognition that strong IP
law will help build a stronger regime.
The need still exists to build up the patent filing culture
and strengthen the law. For pharma patents, the preand post-grant oppositions provide too many bites at the
apple.

PART II – VISIT TO DELHI INDIAN PATENT OFFICE –
A few highlights from the panel discussion: The exclusions NEXT ISSUE ◊
to patentable subject matter under Indian patent law
include the following as described by Mr. Anand:
JOB POSTINGS
• Against Nature
• Scientific Principle
• Plants / Animals – Excluding Microorganisms
• Against Morality
• Computer Programme

per se
• Mere Mental Act
• Mere Admixture

•
•
•
•
•
•
•
•

Traditional Knowledge
Method of Agriculture
Medical Treatment
Incremental Innovation
Duplicate Devices
Copyright Works
Integrated Circuits
Presentation of
Information
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To add a job posting
to our on-line list of Career Opportunities
for 3 full months,
and to be listed in a quarterly BPLA Newsletter,
please e-mail your job posting and contact information to:
vice-president@bpla.org
(Fee is $300 per listing)
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Members on the Move
•

Matt Lowrie has joined Foley & Lardner, LLP

•

Lee Bromberg has joined McCarter & English, LLP

•

Erik Belt has joined McCarter & English, LLP

•

Susan G. L. Glovsky, Past President of the BPLA and Principal at
Hamilton Brook Smith Reynolds, is chairing the Magistrate Selection
Panel for the United States District Court in Boston. The Panel is
charged with reaching out to the community to obtain applications
for the Magistrate position. For more information and the application, please go to:
www.mad.uscourts.gov/general/announcements.htm

•

Tino Lichauco has joined Occhiuti Rohlicek & Tsao.

•

Yu Lu is now an associate at McCarter & English, LLP.

Do you have a new job?
Made a lateral move lately?
Been promoted?
We want to hear about your
news. Please send your jobrelated news to:
vice-president@bpla.org
so that we can include an
announcement in our next
newsletter.

Announcement
Jury Awards Record $1.67 Billion Verdict in Patent Infringement Suit
On June 29, 2009, a federal jury in the Eastern District of Texas awarded damages of $1.67 billion for
infringement of a patent entitled "Recombinant A2-specific TNFa Specific Antibodies” (U.S. Patent No.
7,070,775). In addition to returning the largest patent verdict in U.S. history, according to Bloomberg,
and finding the patent was infringed, the jury in Centocor Ortho Biotech, Inc. and New York University v. Abbott Laboratories et al. stated in its verdict that claims of U.S. Patent 7,070,775 were valid.

SAVE THE DATE
ANNUAL PCT SEMINAR
On November 5th and 6th, 2009 the BPLA will host its annual PCT Seminar. This educational seminar
is designed for patent attorneys, patent administrators, patent agents, patent paralegals, and others
seeking an in-depth understanding of the Patent Cooperation Treaty (PCT).
The seminar will be taught by representatives from WIPO and focus on the PCT, including the following topics: filing of an international application, correction of defects, recording of changes relating to
the applicant, the agent or the inventor, international search and written opinion by the International
Searching Authority, filing of amendments, the International Bureau, international publication of the
international application, international preliminary examination and the international preliminary examination report (IPER), national phase requirements, withdrawals, summary of the latest Rule
changes and future developments.
Additional information about this event will be forthcoming and will be posted on the BPLA website at
www.bpla.org as soon as it is available.
9
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AMENDED PUBLIC NOTICE FOR
APPOINTMENT OF NEW MAGISTRATE JUDGE

The Judicial Conference of the United States has authorized the appointment of a full-time United
States magistrate judge for the District of Massachusetts, serving in the Eastern Division, with a duty station
in the John Joseph Moakley United States Courthouse in Boston, MA.
The duties of the position are demanding and wide-ranging, including, but not limited to: (1) conduct
of most preliminary proceedings in criminal cases; (2) trial and disposition of misdemeanor cases; (3)
conduct of various pretrial matters and evidentiary proceedings on delegation from a district judge; and (4)
trial and disposition of civil cases upon consent of the litigants. The basic authority of a United States
magistrate judge is specified in 28 U.S.C. § 636.
To be qualified for appointment an applicant must
(1) Be, and have been for at least five years, a member in good standing of the bar of the highest court
of a state, the District of Columbia, the Commonwealth of Puerto Rico, the Territory of Guam, the
Commonwealth of the Northern Mariana Islands, or the Virgin Islands of the United States, and have
been engaged in the active practice of law for a period of at least 5 years (with some substitutes
authorized);
(2) Be competent to perform all the duties of the office; be of good moral character; be emotionally
stable and mature; be committed to equal justice under the law; be in good health; be patient and
courteous; and be capable of deliberation and decisiveness;
(3) Be less than seventy years old; and
(4)Not be related to a judge of the district court.
A merit selection panel composed of attorneys and other members of the community will review all
applicants and recommend to the district judges in confidence the five persons it considers best qualified.
A list of the members of the panel constituted by the Court is set forth in the attached Order. The court will
make the appointment following an FBI full-field investigation and an IRS tax check of the applicant selected
by the court for appointment. An affirmative effort will be made to give due consideration to all qualified
applicants, including women and members of minority groups. The current annual salary of the position is
$160,080. The term of office is eight years.
Application forms and more information on the magistrate judge position in this Court may be
obtained from the Clerk of Court, Sarah Allison Thornton, U.S. District Court, District of Massachusetts,
1 Courthouse Way, Suite 2300, Boston, MA 02210. The application form also is available on the Court’s
Internet website at: www.mad.uscourts.gov. Submitted applications (original and 14 copies) shall be
marked “CONFIDENTIAL,” signed by the applicant personally and must be received on or before October
15, 2009 to be considered.
All applications will be kept confidential, unless the applicant consents to disclosure, and all
applications will be examined only by members of the merit selection panel and the Judges of the Court. The
panel’s deliberations will remain confidential.

Sarah Allison Thornton

August 11, 2009

Clerk of Court
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Job Opportunities
IP Attorneys
Hamilton, Brook, Smith & Reynolds, P.C.
You can have it all! Be a part of a dynamic IP practice and avoid the hassles
of the urban commute.
Boston area intellectual property law firm seeks experienced IP attorneys with
established practices in IP litigation or patent prosecution. Join our qualityfocused culture and continue to grow your practice with the help of our sophisticated support systems.
Qualified candidates should have a minimum of eight years experience as an
IP attorney and a strong existing practice base and must share our commitment to excellence. Existing practices of 2 – 5 attorneys are also encouraged
to reply. Email or fax cover letter and resume to:
Deirdre Sanders, Esq., Job Code: HBSR_IPProf53
Hamilton, Brook, Smith & Reynolds, P.C.
530 Virginia Road, PO Box 9133, Concord, MA 01742-9133
Email: sanders.legalrecruiting@hbsr.com Fax: 978-341-0136
We offer a competitive salary and excellent benefits. Please visit our web site
at www.hbsr.com.

Senior Patent Attorney – Oncology and Infection
AstraZeneca
Boston, MA

medicinal chemistry

In this position, you will be responsible for global intellectual property
matters in Oncology and Infection.
The selected candidate will create
and maintain global patent portfolios
for Research, Development and Sales
projects, perform contract review and
due diligence on research and licensing opportunities, and take an active
Intellectual Property role in project
teams from early development
through patent expiration.

•Significant experience preparing
and prosecuting small molecule
patent applications
•Global patent experience in the
pharmaceutical industry preferred
At AstraZeneca, we put people first.
Whether it’s the patients we help or
the employees who make everything
we do possible.

Send cover letter and resume to:
AstraZeneca
•BS/MS in Organic Chemistry and 1800 Concord Pike
P.O. Box 15437
JD required; PhD in Organic
Wilmington, DE 19850-5437
Chemistry preferred

Qualifications:

•7+ years of patent experience

AstraZeneca is an equal opportunity
employer.

•Background in organic/
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Senior Patent Attorney
– Neuroscience
AstraZeneca
Wilmington, DE
In this position, you will be responsible for global intellectual property
matters in Neuroscience. The selected candidate will create and
maintain global patent portfolios for
Research, Development and Sales
projects, perform contract review
and due diligence on research and
licensing opportunities, and take an
active Intellectual Property role in
project teams from early development through patent expiration.
Qualifications:
•BS/MS in Organic Chemistry
and JD required; PhD in Organic
Chemistry preferred
•7+ years of patent experience
•Background in organic/
medicinal chemistry
•Significant experience preparing and prosecuting small molecule patent applications
•Global patent experience in the
pharmaceutical industry preferred
At AstraZeneca, we put people first.
Whether it’s the patients we help or
the employees who make everything
we do possible.
Send cover letter and resume to:
AstraZeneca
1800 Concord Pike
P.O. Box 15437
Wilmington, DE 19850-5437
AstraZeneca is an equal opportunity
employer.
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Job Opportunities (Continued)
Senior Patent Counsel - Chemistry
Eisai Research Institute
Eisai Co., Ltd. is expanding the North American intellectual property department based in Andover, Massachusetts. This department serves all North American research sites, prosecutes globally, and collaborates with colleagues and clients in Europe and Japan. We are currently recruiting for two Associate Senior Patent Counsel/
Senior Patent Counsel – Chemistry positions.
A well-qualified candidate possesses an advanced degree in organic chemistry or closely related field such as
formulations or process chemistry, has been a member in good standing of at least one state bar in the US since
2001 or earlier, and has been registered with the USPTO since 2001 or earlier. The ideal candidate will have at
least ten years of legal experience, including opinions and broad product portfolio management, in both law firm
and pharmaceutical industry settings.
Eisai is Japan’s fourth largest pharmaceutical company.
Please visit our website at www.eisairesearch.com
Please submit your cover letter and resume in confidence to:
Human Resources
Eisai Research Institute
4 Corporate Drive
Andover MA 01810
hr_eri@eri.eisai.com
fax 978-681-8731

Senior Patent Litigation Attorney
AstraZeneca
Wilmington, DE

•

Comprehensive knowledge of patent litigation and
procedures and the ability to apply that knowledge
to achieve established company goals
Litigation-team management experience
Patent litigation experience in Hatch-Waxman matters or cases involving pharmaceutical or biotechnology arts preferred
An educational background in biology, biochemistry, chemistry or a related field preferred
Registration with the US Patent and Trademark
Office preferred

In this position, you will provide strategic litigation and
legal advice to various AstraZeneca senior management, business teams and R&D organizations regarding
US and global intellectual property litigations and related global intellectual property issues. The selected
candidate will be responsible for setting strategies and
managing a caseload of multiple patent lawsuits and
claims in the US and Canada, as well as personally
managing and leading teams comprised of internal and
external resources to achieve cost-effective and successful outcomes.

Send cover letter and resume to:

Qualifications:
•
JD degree and 6-8 years of employment in patent
litigation as a private practice litigation attorney or
in-house litigation counsel

AstraZeneca
1800 Concord Pike
P.O. Box 15437
Wilmington, DE 19850-5437
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Job Opportunities (Continued)
IP Paralegal Coordinator

Patent Counsel

Ropes & Gray LLP

ImmunoGen, Inc.

Boston, MA
About Ropes and Gray:
Ropes & Gray is a leading national and
increasingly international law firm. It is
consistently recognized as a top-ten
player in its Private Equity, Investment
Management, Intellectual Property,
Government Enforcement, Life Sciences and Complex Business Litigation
practices, among others.

ImmunoGen, Inc., a biopharmaceutical company that develops targeted
anticancer therapeutics, is seeking a
Patent Counsel capable of developing
and implementing strategies that will
allow ImmunoGen to protect and exploit its proprietary interests and obtain freedom to operate for its product
candidates and technologies. The successful applicant will report to our
Vice President & General Counsel and
will work closely with ImmunoGen’s
senior leadership, multiple internal
functional groups, and outside counsel.

JOB DESCRIPTION:
Assists the IP Paralegal Manager in
coordination of the day-to-day operational activities of patent and tradeRequirements
mark filing paralegals. Duties will include assessment of workflow and
• 5-7 years patent practice experience
work assignments, staff coverage and
in biotechnology pharmaceuticals;
trouble shooting to ensure smooth
prior in-house experience a plus
daily operations. The Coordinator will
• J.D. from an accredited U.S. law
act as a resource, facilitator, leader and
school
mentor in order to effectively support
• Registration to practice before the
the needs of the IP practice group. In
U.S. Patent & Trademark Office and
addition, the Coordinator will assist
admission to at least one state bar
with recruiting, training and develop(Massachusetts preferred)
ment of paralegals. The IP Paralegal
• Advanced degree (M.S. or Ph.D.) in
Coordinator provides back-up to team
chemistry, biochemistry or biology
members when necessary.
• Ability to communicate effectively
with scientists as well as business
EDUCATION, EXPERIENCE AND SKILLS
and legal professionals, internal and
REQUIRED:
Bachelor's degree and minimum of 5
years IP prosecution experience. Previous supervisory experience preferred.
Working knowledge of IP systems and
process essential. Good communication
skills, ability to work collaboratively,
think creatively and take initiative.

external to ImmunoGen, including
senior management
• Ability to distill complexity with clarity and precision and to act decisively
• Ability to develop effective working
relationships in a collegial environment
• Ability to exercise discretion and
sound judgment in decision-making
with limited supervision
• Prior responsibility supervising a
staff of patent attorneys/agents
preferred
ImmunoGen, Inc. offers an excellent
salary and benefits package including
100% paid health and dental insurance, 401(k) and tuition assistance.
Please send a detailed resume to:
Human Resources Department,
ImmunoGen, Inc., 830 Winter
Street, Waltham, MA 02451
Fax: 781-895-0611
E-mail:
resumes@immunogen.com
Please reference this ad in response

Contact: Andrea Posada
HR Specialist
617-854-2336
Ropes & Gray LLP
One International Place,
Boston MA 02110
Andrea.Posada@ropesgray.com

Lee Bromberg, Hon. Richard Stearns, Pam Bromberg
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Job Opportunities (Continued)
Principal Patent Attorney
AstraZeneca
Wilmington, DE
In this position, you will be responsible for global intellectual property matters in Neuroscience. The selected candidate
will create and maintain global patent portfolios for Research, Development and Sales, counsel clients on patent law
and practice, perform contract review and due diligence on licensing opportunities, and manage outside counsel.
Qualifications:
BS/MS in Organic Chemistry required; PhD in Organic Chemistry preferred
JD (US); Qualified EPA (Europe)
10+ years of patent experience or 5+ years of post-qualification experience (Europe)
Background in organic/medicinal chemistry
Highly experienced in US and European Patent Law and Litigation matters
Significant experience preparing and prosecuting small molecule patent applications within or for the pharmaceutical
industry
• Global patent experience in the pharmaceutical industry preferred

•
•
•
•
•
•

Send cover letter and resume to:
AstraZeneca
1800 Concord Pike
P.O. Box 15437
Wilmington, DE 19850-5437

Greg Sieczkiewicz, Erik Saarmaa, Hon.
Jerome Niedermeier, Ken Milik
Ellen Harrington, Hon. Edward Harrington,
Hon. Robert Collings, Patricia Woodlock

Molly Conlin and David Conlin

Pam Bromberg, Erik Belt, Lee
Bromberg, Hon. Richard Stearns
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BPLA Committee Chairs
ACTIVITIES & PUBLIC RELATIONS

INTERNATIONAL & FOREIGN PRACTICE

activities@bpla.org

international@bpla.org

Patrick Quinlan, Esq. (978) 341-0036

Deirdre E. Sanders (978) 341-0036

AIPLA MOOT COURT
mootcourt@bpla.org
Thomas M. Johnston (617) 573-5805
Jonathan Mutch (617) 859-2722
AMICUS
amicus@bpla.org
Erik Paul Belt (617) 449-6506
Robert Abrahamsen (617) 646-8256
ANTITRUST LAW
antitrust@bpla.org

John N. Anastasi (617) 395-7000
LICENSING
licensing@bpla.org
Paul D. Burgess (781) 674-7816
Michael Bergman (617) 868-8871
LITIGATION
litigation@bpla.org
Martin O’Donnell (617) 951-2500
Douglas C. Doskocil (617) 570-1215

Justin J. Daniels (617) 573-4826

MEDICAL DEVICES PRACTICE

Steven M. Bauer (617) 526-9700

medicaldevices@bpla.org

BIOTECHNOLOGY
biotechnology@bpla.org
Shann Kerner (617) 526-6192
Hak Chang (978) 441-0036
CHEMICAL PATENT PRACTICE

Eric P. Raciti (617) 452-1675
Neil P. Ferraro (617) 573-7867
PATENT LAW
patents@bpla.org

chemical@bpla.org

Doris Fournier (617) 348-1814

James T. Olesen, Ph.D (617) 452-1600

Joseph A. Capraro, Jr. (617) 526-9700

Peter Lando (617) 395-7000
COMPUTER LAW

PATENT OFFICE PRACTICE
patentofficepractice@bpla.org

computer@bpla.org

Emily Whelan (617) 526-6567

John J. Stickevers (617) 443-9292

Debra Milasincic (617) 227-7400

Steven J. Henry (617) 646-8238
CONTESTED MATTERS
contestedmatters@bpla.org
Susan Glovsky (978) 341-0036
Michael McGurk (617) 452-1600
Donna Meuth (617) 526-6010
COPYRIGHT LAW
copyright@bpla.org
Stephen Y. Chow (617) 854-4000
Anne Marie Longobucco (617) 263-2600
Amy Brosius (617) 542-5070
CORPORATE PRACTICE
corporate@bpla.org
Walter F. Dawson (978) 452-1971

PRO BONO

The BPLA Newsletter is published four times a year
by the Boston Patent Law Association. Articles
appearing in the newsletter represent the views of the
authors and do not necessarily carry the
endorsement of the BPLA.
Editor-In-Chief: Grant Houston, Esq.
Contributors:
Mark B. Solomon, Esq.
Monica Grewat, Esq.

Publisher: Andrea Dwyer, Staff Advantage

Alan McKenna (617) 267-2300
Mary Rose Scozzafava (617) 526-6015
TRADE SECRETS
tradesecrets@bpla.org
Claire Laporte (617) 832-1210
Vickie L. Henry (617) 832-1185
TRADEMARKS & UNFAIR COMPETITION
trademarks@bpla.org
John L. Welch (617) 395-7072
Mark D. Robins (617) 345-6176
NEW LAWYERS & LAW STUDENTS
younglawyers@bpla.org

David J. Cerveny (781) 418-1103

Giordana Belenchia (617) 439-2517

ethics@bpla.org

Membership in the BPLA is available to attorneys and
other professionals practicing intellectual property law
within the Federal First Judicial Circuit (Maine, New
Hampshire, Massachusetts, Rhode Island and Puerto
Rico). Applications for membership can be obtained
from our web site at www.bpla.org. After February
1st, full membership for 2009 (available only for
attorneys practicing within the First Circuit) costs
$115.00, Associate membership (available to nonattorney intellectual property professionals) costs
$105.00. Mailing list-only affiliation costs $60.00.
Members who renew before February are eligible for
$25.00 early renewal discount.

probono@bpla.org

William DeVaul (781) 860-8559
ETHICS AND GRIEVANCES

The Boston Patent Law Association (BPLA) is an
association of intellectual property professionals,
providing educational programs and a forum for the
interchange of ideas and information concerning
patent, trademark, and copyright laws. Through a
volunteer Board of Governors and committees, it
organizes and hosts educational seminars, social
events, and conventions, and comments on rules,
legislation, and judicial decisions impacting the
profession. Visit the BPLA at www.bpla.org.

Aaron E. Connor (617) 990-2806
Scott J. Gerwin (617) 646-8243

Timothy A. French (617) 521-7015
Gregory J. Sieczkiewicz (617) 526-9734

Interested in playing a more active role in a committee?
Please contact the committee chair if you are interested in joining, switching, or
taking a more active participatory role in a committee.
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Letters to the editor, articles and job postings are
encouraged.
E-Mail all correspondence to:
vice-president@bpla.org
©2009 BPLA—All rights reserved.

Boston Patent Law Association
c/o Mr. David Walsh
Davies & Monahan, P.C.
One Batterymarch Park, Suite 101
Quincy, MA 02169-7454
Telephone: (617) 973-5021
www.bpla.org
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BOARD OF GOVERNORS OF THE BOSTON PATENT LAW ASSOCIATION

President Mark B. Solomon, Hamilton Brook Smith Reynolds, 530 Virginia Rd., P.O. Box 9133, Concord, MA 01742
ph 978-341-0036, fax 978-341-0136, mark.solomon@hbsr.com

President-Elect Lisa Adams, Nutter, McClennen & Fish LLP, World Trade Center West, 155 Seaport Blvd.
Boston, MA 02210-2604, ph 617-439-2550, fax 617-310-9550, ladams@nutter.com

Vice President J. Grant Houston, Houston Eliseeva, LLP, 4 Militia Drive, Suite 4, Lexington, MA 02421
ph 781-863-9991, fax 781-863-9931, grant.houston@ghme.com

Treasurer Neil P. Ferraro, Wolf, Greenfield & Sacks, P.C., 600 Atlantic Avenue, Boston, MA 02210-2206
ph 617-646-8267, fax 617-646-8646, nferraro@wolfgreenfield.com

Secretary Joseph M. Maraia, Foley & Lardner, LLP, 111 Huntington Ave., Boston, MA, 02119
ph 617-342-4000 fax 617-342-4001, jmaraia@foley.com

Member (Immediate Past-President) Leslie Meyer-Leon, Sunstein Kann Murphy & Timbers LLP , 125 Summer
Street, Boston, MA 02110, ph 617-443-9292, fax 617-443-0004, lmeyer-leon@sunsteinlaw.com

Member Donna M. Meuth, Wilmer Cutler Pickering Hale and Dorr LLP, 60 State Street, Boston, MA 02109,
ph 617-526-6010, fax 617-526-5000, donna.meuth@wilmerhale.com

Member Gregory J. Sieczkiewicz, Theracrine, One Memorial Drive, Cambridge, MA 02142,
Ph 617-218-1605, gsieczkiewicz@theracrine.com

Member Erik Paul Belt, McCarter & English LLP, 265 Franklin Street, Boston, MA 02110,
Ph 617-449-6500, ebelt@mccarter.com
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