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us for guidance and counsel.

President Mark B. Solomon
2009 has been another successful
year for the Boston Patent Law
Association (BPLA). Despite current
economic troubles in the U.S. and
world economies, the BPLA has
maintained its high standards for
education, service, and community.
This is in no small part due to our
committed Board of Governors,
Committee Chairs, and members,
who have come together as a
community and have maintained a
focus on improving our organization
and
individual
practices
for
continued success for all who look to

The BPLA calendar of events this
year was full again. We held twenty
seminars this year; co-sponsored
seminars with other organizations;
organized brown bag lunches, a
summer outing, Judges Dinner,
regional Moot Court Competition,
and Writing Competition; submitted
two Amicus Briefs to the Courts and
one Comment to the USPTO; and
activated four new initiatives, all
during a difficult economic time. The
volume of this activity is a tribute to
the strength of our organization and
the tireless volunteer efforts of our
Board of Governors, Committee
Chairs and individual members. On
behalf of the entire membership, I
truly appreciate all their hard work,
and the hard work of their firms,
staff
members,
BPLA
service
providers, and others who have
made this year successful on so
many levels.
Every BPLA president during his or
her final months in office is busier
than ever working to complete his or
her goals for our organization. This
year, I set a few ambitious goals for
reaching out beyond the borders of

the BPLA to expand opportunities for
our current and future membership
and to make our local intellectual
property
community
more
competitive in the national and
international markets. These goals
manifested themselves as initiatives
that included: reinstituting the
Inventors Weekend at the Museum
of Science, which has not occurred
since 1991; activating the IP Cases
Task Force to begin work on the
next Local Rule to be proposed to
the Massachusetts Federal Judiciary;
creating an IP Advisor position to
advise the Governor’s Council or
other Commonwealth Office on IP
matters; and establishing a USPTO
pilot expansion office here in
Massachusetts. See article on Page
4.
The foregoing initiatives are just
some of what we as an organization
are doing to help stimulate the local
economy. These initiatives have not
slowed
other
functions
our
organization serves for its members.
For example, the Amicus Brief
Committee, co-chaired by Erik Belt
and Robert Abrahamsen, submitted
two Amicus Briefs in the In re Bilski
(Continued on page 2)
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case this year, the most recent one
of which, authored by Steve Henry,
Ilan Barzilay, Joel Leeman, John
Stickevers and Jakub Michna,
having been submitted in August
2009 in the case that is now before
the U.S. Supreme Court.
We have had many seminars for our
membership in the last several
months, including the BPLA’s first
ever Webinar held on September
10, entitled, “The Inside Scoop on
Accelerated Examination,” which
was organized by the Patent Office
Practice Committee, chaired by
Emily Whelan and Debra Milasincic,
which featured Jack Harvey and
Robert Asher as speakers. The
Computer Law Committee, cochaired by John Stickevers and
Steve Henry, and the Patent Office
Practice Committee, held a Brown
Bag joint Committee lunch meeting
on September 11 to discuss new
interim examination instructions
relating to patent-eligible subject
matter, which ultimately led to
Comments being submitted to the
USPTO on behalf of the BPLA. The
International and Foreign Practice
Committee, co-chaired by Deirdre
Sanders and John Anastasi, held a
seminar on September 18, entitled
“Significant Changes in European
and Chinese Patent Law: What you
need to know.” All in attendance
learned about recent rules changes
in those foreign jurisdictions and
were also informed by the Chinese
associates of a mandate in China
that by 2020 China will be exporting
much more technology than it will
be
importing.
The
Contested
Matters Committee, co-chaired by
Susan Glovsky, Michael McGurk, and
Donna Meuth, held a seminar on
September 23, entitled “Strategic
Uses
of
Re-examination
in

Litigation,” which included a view of
re-examination in the eyes of the
Court by Judge Nathaniel Gorton
and included lively participation by
several of our members in the
audience who had experience in
using re-examination as a strategy
during litigation. On October 6,
Leslie Meyer-Leon, Immediate Past
President, held a seminar entitled
“Stem cells: Patent Strategies in
Europe and the United States,”
which included European patent
attorney George Schlich and Leslie
Meyer-Leon as speakers with very
interesting
discussions
with
attendees. On October 13, the
Biotechnology Law Committee, cochaired by Shann Kerner, Hak
Chang, and Konstantin Linnik,
conducted a seminar entitled, “The
Shifting Landscape of Patent Law
and its Impact on the Biotechnology
Industry,” with guest speakers Dr.
Leda Trivinos, Dr. Iain Cockburn,
Barbara Fiacco and Donna Meuth,
who provided excellent insight and
practice tips.
Grant Houston and I participated in
AIPLA Roundtables with other
regional IP organization leaders in
September
and
October.
On
November 5 and 6, the Activities
Committee, chaired by Patrick
Quinlan, held our annual Advanced
PCT Seminar, at which we were
fortunate to have had Carol Bidwell
and Matthias Reischle share their
wealth of knowledge of PCT practice
to all who were in attendance. On
November
12,
the
Litigation
Committee, co-chaired by Martin
O’Donnell and Douglas Doskocil,
presented
a
seminar
entitled
“Mediate or Fight -- Why Mediation
is Gaining Traction in Patent Cases.”
On December 4, we will be holding
our Annual Meeting at the Hyatt
Regency Hotel in Boston (formerly
the Hotel Suisse).
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My personal thanks goes out to my
firm,
Hamilton
Brook
Smith
Reynolds, for supporting me in my
year as BPLA President, with a
particular thank you to Deirdre
Sanders, who served as an informal
adviser to me, contributed to efforts
in reaching out to various political
leaders, worked with me in
considering the various issues with
which I have been presented in the
course of leading this year’s
initiatives,
and
took
the
photographs that have appeared
alongside the President’s Messages
in the 2009 BPLA Newsletters.
Thank you also to Patrick Quinlan,
Activities and Public Relations Chair,
who took on a challenging role and
handled many aspects of the Judges
Dinner, the entire summer outing,
the Advanced PCT Seminar, and
many other tasks, with a positive
attitude and sense of diligence,
enabling him to achieve excellent
results. Finally, as I am sure all of
the Past Presidents have discovered,
their respective assistants for BPLA
matters are likely the most
important persons with whom they
work on behalf of the BPLA. For me,
that is no exception. I am truly
appreciative of all of the work that
my assistant for the BPLA, Kristine
Ferrigno, has helped me with in
handling the multitude and variety
of activities and initiatives the BPLA
has undertaken this year. Kristine
has been an outstanding assistant
for me in handling BPLA matters the
past two years while I served as
President-Elect and Vice-President,
but
has
risen
above
any
expectations I could have had in her
abilities to assist me during this year
as President. From preparing
agendas for Board meetings,
handling day to day activities,
assisting me with the volume of incoming
and
outgoing
BPLA
(Continued on page 8)
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We would like to thank our accountants for providing the BPLA with outstanding service over the years

Suzanne M. Monahan, CPA
Kelly A. McLaughlin, CPA
David M. Walsh, CPA
1 Batterymarch Park, Suite 101
Quincy, MA 02169-7454
617-769-9600
www.daviesmonahan.com
With approximately 16 years in providing accounting, auditing, tax, and consulting services, we attribute our
long-term success to understanding our clients’ needs and providing high-quality, timely service.

MEMBERSHIP RENEWAL AVAILABLE NOW ON-LINE AT
WWW.BPLA.ORG FOR THE
MEMBERSHIP YEAR BEGINNING DECEMBER 1, 2009
Members wishing to renew their membership for association year 2010 can now do so on-line at www.bpla.org.
The online payment option is made available through PayPal. You do not need a PayPal account - payment is
made by entering your credit card information, but billing and payment are facilitated by PayPal. Once your payment is entered, your membership status will be automatically updated for the membership year. You will also
receive a statement from PayPal itemizing your transaction. New member applications continue to be handled
through a paper application.
Firms and companies also have the ability to renew members in bulk. Any member can renew members of his
or her firm or company. After you log in, click on the Firm login tab and a website-generated list of your firm's/
company's members up for renewal will appear. You can then click on those members you wish to renew or
select "all". Payment is made by entering your credit card information, as above. Once payment is entered, the
membership status of each selected firm/company member will be automatically updated for the current year,
and an itemized transaction statement listing all those members renewed at this transaction will be sent to your
e-mail address. Attempts to renew a member where the renewal is already in process are prevented. Members
wishing to renew using the paper renewal form can download and print the form located at
http://www.bpla.org/documents/BPLA_Renewal_Form.pdf

Members on the Move
•

Donna M. Meuth is now an Associate Senior Patent Counsel at Eisai Inc. in Andover, MA.

•

Jerry Kazanjian has joined Chapin Intellectual Property Law, LLC in Westborough, MA.

•

Joseph Milstein, Ph.D., Philip Zhang, Ph.D. and Duan Wu have founded the
firm of Milstein Zhang & Wu LLC in Newton, MA, http://www.mzwiplaw.com.

•

Alexander Adam, Christopher Albert and Alexis Liistro are now
Technology Specialists with Hamilton, Brook, Smith & Reynolds,
P.C.
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2009 BPLA Initiatives: Reaching Beyond Our Borders
By Mark B. Solomon, Esq., Hamilton Brook Smith Reynolds
As briefly presented in the President’s Message in this
edition of the BPLA Newsletter, we have been working
on four initiatives this year to reach out to leaders in
the local and national community to expand availability
of opportunities for our membership. These initiatives
include: reinstituting the Inventors Weekend with the
Museum of Science, proposing new Local Rules to the
Federal Judiciary, creating an IP Advisor position to the
Commonwealth’s government or a state administrative
body, and establishing a USPTO pilot expansion office
in Massachusetts.
Our initiative this year for reinstituting the Inventors
Weekend at the Museum of Science (MoS) has taken
many turns through many discussions with the
leadership at the MoS, including discussions with
Director Ioannis Miaoulis, Vice President of Education
Paul Fontaine, Director of Science and Technology
David Rabkin, Director of Corporate, Foundation, &
Government Relations Anne Cademenos, Program
Manager of Science and Technology M. J. Morse,
Senior Development Officers of Corporate, Foundations
and Government Relations Doug Burbo, and Director of
Corporate Relations and Communications Liz Callanan.
A special thank you to the Committee Chairs of our
New Lawyers and Law Students Committee, Giordana
Belenchia, Aaron Connor, and Scott Gerwin, and BPLA
member Arvind Jairam, the Committee Chair of the
Activities and Media Relations Committee, Patrick
Quinlan, for having participated in several conference
calls and for attending meetings at the MoS. Through
collaborative efforts with the MoS leadership, a jointly
organized program is coming into focus and will likely
be referred to as the Breakthroughs Program. After
plans are finalized, there will be announcements to
allow BPLA members to participate at many different
levels.
Our next Local Rules initiative was activated this year.
Lee Bromberg, Past President of the BPLA, has
accepted his continued role of leading the IP Cases
Task Force and is currently identifying, with the help of
Board member Erik Belt and other colleagues, an
appropriate issue in the realm of IP litigation to
address with the Massachusetts Federal Judicial Court
in the form of a new Local Rule. Once an appropriate
issue has been identified, a full IP Cases Task Force
will be convened to draft language to propose to the
Court to adopt as the next new Local Rule. Given the
success of the IP Cases Task Force in its proposal of
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now adopted Local Rule 16.6 in 2008, we look forward
to an announcement of the next proposed new Local
Rule.
Our initiative this year for creating an IP Advisor
position to advise the Governor’s Council or other
administrative body within the Commonwealth, such as
the Office of Business Development, has been a very
interesting and educational process. Among those
contacted to support that initiative include Governor
Patrick, the Undersecretary of the Office of Consumer
Affairs Barbara Anthony, and Representative Barry
Finegold. We expect this process will take additional
time and continued efforts by the BPLA Board of
Governors and possibly others within the BPLA and
outside of the BPLA.
Our initiative to establish a USPTO pilot expansion
office in Massachusetts began earlier this year and
continues on multiple fronts. On the Commonwealth
front, we have contacted the Governor’s Office, former
Senator Kennedy’s Office, current Senator Kerry’s
Office, Boston City Councilor Michael Ross’ Office, and
Representative Barry Finegold’s Office to provide local
political will. On the USPTO front, we have contacted
former Commissioner of Patents Jon Dudas and current
Commissioner of Patents David Kappos to begin
discussions. We are working to bring leaderships
together to find a way to establish a pilot USPTO
expansion office through finding benefits and common
goals for both parties. This process, while having
gained some momentum, is very early in its
development and will take continued efforts by the
BPLA Board of Governors and possibly other members
of the BPLA who want to be involved. The many issues
that are in front of us include addressing costs and
logistics issues and convincing the USPTO that having a
regional office to support its examiners who currently
hotel and telecommute will ultimately serve its
purpose, outweighing the costs and logistics issues.
One of the driving factors for pursuing this initiative is
the understanding that Massachusetts has a high
concentration and diversity of sciences, possibly higher
than anywhere else in the country, and, with that, a
wealth of scientists, engineers, and academic
institutions to provide a high quality talent pool from
which to draw future patent examiners, in addition to
all the many other benefits Massachusetts has to
offer.◊
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BPLA Comments on the Interim Guidelines for 101 Eligibility
By Steven Henry, Esq., Wolf Greenfield & Sacks P.C.

In terms of substantive content
issues, the comments began with an
expression of concern that the lack
of citations to authorities was
problematic, leaving Applicants and
Examiners to guess at the basis for
a number of statements in the
document and thwarting meaningful
discussion of whose interpretation of
the authority is to be preferred.
Then, on a related note, the
comments argued that the lack of
examples leaves Examiners too
much room to apply these Interim
Instructions inconsistently.

Instructions (as originally published
on the Office’s web site) may
identified as more confusing than
helpful in the examination process.
That sentence reads:
For data, mathematical manipulation
per se has not been deemed a
transformation; but, transformation
of electronic data has been found
when the nature of the data has
been changed such that it has a
different function or is suitable for a
different use.
In juxtaposition, the two clauses do
not make clear the analysis that
should be performed. All
manipulation of digital data is, in a
sense, mathematical operation on
that data. The comments pointed
out that even in the acclaimed Abele
decision, claim 6, which was found
to define statutory subject matter,
specified that each pixel value was
replaced by the average of the
values of its neighboring pixels. This
is a low-pass filtering operation and
may properly be characterized as
such, but it is also a purely
mathematical operation of addition
and division. What was important to
the court was that the data were
image data from a CT scanner, a
man-made, particular kind of
machine. However, the data were
image data at the start,
mathematically manipulated into
new image data, but always image
data. The processed data did not
have a different function and were
not suitable for a different use than
the input data.

With respect to specifics, the
comments argued that the
discussion of transformation of
matter as it relates to data was
confusing and unhelpful. In
particular, the sentence bridging
pages 5 and 6 of the Interim

So, if the sentence bridging pages 5
and 6 of the Interim Instructions
was intended to allude to the Abele
decision (alone or in combination
with others), the BPLA does not
think the sentence properly reflects
the case law. If other cases were

On October 6, the BPLA, acting
through the Computer Law
Committee and with some
participation from the Patent Office
Practice Committee, submitted
twenty pages of comments on the
Interim Examination Instructions for
Evaluating Subject Matter Eligibility
under 35 USC 101. The comments
generally fell into two categories:
(a) procedural, administrative law
issues and (b) the substantive
content of the Interim Instructions.
On the administrative law side, the
comments noted that the Interim
Examination Instructions were
promulgated without the procedures
required by presidential instruction,
and that the disclaimer of
supervision and enforceability are
inconsistent with instructions from
the President, and with the USPTO’s
obligations under the Administrative
Procedure Act and Patent Act.
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the basis for the statement, the
comments asked that they be
identified.
Our comments suggests that the
sentence bridging pages 5 and 6 of
the Interim Instructions will surely
spawn more disagreement in the
examination process than it will
avoid. For example, all signal
processing involves performing a
series of mathematical operations
on input data samples. All
encryption and data compression
techniques similarly involve
mathematical operations on data. All
of these processes are
transformative in that the output
data are not the same as the input
data. Sometimes the data
represents a physical signal such as
the output of a microphone or the
content of a text file, but not
always. One might define a new
filtering operation usable in a wide
variety of applications, and not want
to limit the scope of a claim to a
particular use of the method beyond
its application to electronic data.
Nothing in Bilski justifies a narrow
approach to data transformation or
specifies that the "nature" of the
data (whatever that means) must be
changed or that it must be suitable,
post-processing, for some different
use or function. Thus, the BPLA
disagreed with the Office’s
statement of the law and requested
citation of authorities.
An alternative formulation of
position also was offered:
"For data, both the machine and
transformation tests would be
available. A process may be
considered to be tied to a particular
machine when the data represents a
physical quantity obtained from a
man-made source. In re Abele, 684
(Continued on page 8)
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Proposed Amendment to the By-Laws for Election of Membership
The Board is proposing changes to the By-Laws to revise our membership categories, and to re-name one of our
standing committees.
Currently, Article III of the By-Laws lists three categories of membership: Active, Associate, and Life. The
proposed amendment to the By-Laws renames the Active and Associate categories, eliminates the requirement
that members reside or have a principal office in the First Federal Judicial Circuit, and provides all members with
voting rights.
Article X of the By-Laws sets forth the Standing Committees of the BPLA. The proposed amendment renames
the Committee on Corporate Practice as the Committee on In-House Practice. The Board believes that this title
more accurately reflects the intent of this committee.
Please direct any comments or questions to the Board.
The following amendments to the By-Laws will be presented for a vote at the annual meeting:
ARTICLE III: Membership
The membership of this Association shall consist of three classes of membership: Active Attorney, Associate Non
-Attorney, and Life.
ACTIVE ATTORNEY MEMBERS. Attorneys at law who are in good standing in any Court of record in the United
States, or any of the States or territories thereof, and engaged in the practice of patent, trademark, copyright or
other intellectual property law who reside or have a principal office in the First Federal Judicial Circuit as now
fixed by law shall be eligible for election to active attorney membership. Active Attorney Members shall have the
right to vote. Only Attorney Members who reside or have a principal office in the First Federal Judicial Circuit as
now fixed by law shall have the right to and hold office.
ASSOCIATE NON-ATTORNEY MEMBERS. Persons who do not qualify for Attorney membership and (1) Attorneys
at law who have the same qualifications as Active Members but who reside or have their only or principal office
elsewhere than the First Federal Judicial Circuit as now fixed by law shall be eligible for election to Associate
membership in the Association, (2) persons who are (1) registered in the United States Patent and Trademark
Office as entitled to represent applicants before the Patent and Trademark Office in the presentation and
prosecution of applications for patents and who reside or have a principal office in the First Federal Judicial
Circuit as now fixed by law shall be eligible for election to Associate Membership in the Association, (3) (2)
students who are enrolled and in good standing in an accredited law school in the First Federal Judicial Circuit as
now fixed shall be eligible for election to Associate Membership in the Association, (4) (3) paralegals who are
employed by, or provide services to, a firm or company engaged in the practice of patent, trademark, copyright
or other intellectual property law and who reside or have a principal office in the First Judicial Circuit as now
fixed by law, and (5) or (4) others (after specific consideration and election by the Board of Governors) who
have an interest in intellectual property law and who reside or have a principal office in the First Judicial Circuit
as now fixed by law, shall be eligible for election to Associate Non-Attorney Membership in the Association. NonAttorney Associate Members shall have the powers, privileges, and obligations of Active Attorney Members of
the Association except those that of voting and holding office.
LIFE MEMBERS. All Active Attorney and Associate Non-Attorney Members upon reaching the age of seventy shall
automatically become Life Members of the Association, Life Members shall continue to have all the powers,
privileges and obligations they had prior to becoming Life Members except that they shall be exempt from the
payment of dues.
(Continued on page 7)
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Proposed Amendment to the By-Laws
(Continued from page 6)

ARTICLE X: Standing Committees
The Chairpersons of the standing committees of the Association shall be appointed by the President-Elect
subject to approval of the Board of Governors no later than the meeting of the Board immediately preceding the
Annual Meeting. Each standing committee shall have one or more Chairpersons. Appointments of the
Chairpersons will be announced at the Annual Meeting, at which time their terms shall commence. The
Chairpersons shall serve (1) for not more than three years or (2) until their successors shall have been
appointed by the President.
The standing committees of the Association shall be as follows:
1.
2.
3.
4.
5.
6.
7.
8.
9.
10.
11.

Committee
Committee
Committee
Committee
Committee
Committee
Committee
Committee
Committee
Committee
Committee
Practice

on
on
on
on
on
on
on
on
on
on
on

Activities and Public Relations
AIPLA Moot Court
Amicus Activities
Antitrust
Biotechnology
Chemical Patent Practice
Computer Law
Contested Matters
Copyright Law
Corporate Ethics and Grievances
Ethics and Grievances In-House

12.
13.
14.
15.
16.
17.
18.
19.
20.
21.

Committee
Committee
Committee
Committee
Committee
Committee
Committee
Committee
Committee
Committee

on
on
on
on
on
on
on
on
on
on

International and Foreign Practice
Licensing
Litigation
Medical Devices
New Lawyers and Law Students
Patent Law
Patent Office Practice
Pro Bono
Trademark and Unfair Competition
Trade Secrets Law

Special committees may be appointed from time to time by the President.◊

NOTICE OF THE NOMINATING COMMITTEE’S RECOMMENDATION FOR
OFFICERS AND MEMBERS OF THE BOARD OF GOVERNORS
The Nominating Committee of Lee Bromberg, Ingrid Beattie, and Leslie Meyer-Leon recommends the
following members to serve as the Officers and Board of Governors of the Boston Patent Law Association for the upcoming year:
President Elect:
Vice President:
Treasurer:
Secretary:
Past President:
Board of Governors:

Grant Houston
Neil P. Ferraro
Joseph Maraia
Donna Meuth
Mark Solomon
Gregory J. Sieczkiewicz
Erik P. Belt
Monica Grewal

As President-Elect, Lisa Adams will take the office of President at the Annual Meeting.
The vote will take place at the Annual Meeting on December 4, 2009.◊
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BPLA ANNUAL MEETING
Friday, December 4, 2009,
11:00 P.M. - 2:00 P.M.
Hyatt Regency Hotel
One Avenue De LaFayette
Boston, MA 02111
(formerly the Hotel Suisse)

President’s Message Cont.
(Continued from page 2)

communications, applying her fantastic sense of creativity and artistry to this year’s Judges Dinner, and so many
other tasks, I cannot thank her enough.
We say farewell to Immediate Past President Leslie Meyer-Leon at this year’s Annual Meeting; her experience
and willingness to take on difficult tasks and address challenging issues will be missed by the Board. As one of
her final tasks while serving on the Board, Leslie, with Past Presidents Lee Bromberg and Ingrid Beattie, chaired
the Nominating Committee to nominate members for positions on the incoming Board, who will be voted in at
the Annual Meeting on Friday, December 4, 2009. Thank you to Lee and Ingrid, too, for serving on the
Nominating Committee.
As outgoing President, I am very thankful to the membership for entrusting me with the position this year and
supporting me with such enthusiasm. I look forward to serving on the Board as Immediate Past President after
handing over the traditional BPLA gavel to our incoming President, Lisa Adams, at the Annual Meeting.◊

Interim Guidelines
(Continued from page 5)

F.2d 902, 214 U.S.P.Q. 682
(C.C.P.A. 1982) (noting the data
were CT data). With respect to
transformation, the mathematical
manipulation of data per se, which
is to say numbers devoid of physical
significance, has not been deemed a
transformation. However, a process
has been found to provide the
required transformation when
electronic data per se have been
manipulated, if the processed data
have been so changed from input to
output that they have a different
attribute, nature or quality, or are
suitable for a different function or
use. In re Abele, 684 F.2d 902, 214
U.S.P.Q. 682 (C.C.P.A. 1982)
(noting the input data were
processed and rendered to a display

included:
1. provide clarifying text and
Moving on, the BPLA paper noted
examples throughout the
that the concept was not clearly
instructions;
presented that a claim drawn to
2. develop, for the examiners, form
statutory subject matter does not
paragraphs to track the flowcharts;
become non-statutory when the
3. elaborate on the interim
claim includes a non-statutory
instructions’ discussion of precomponent or a judicial exception.
emption as it relates to broadest
Without concrete examples,
reasonable interpretation;
examiners are given overly broad
4. reframe discussion of descriptive
leeway to reject as non-statutory
material to more properly address
what the Court has held to be
printed material;
statutory. It was pointed out that
5. elaborate on the interim
clarifying the instructions by means instructions’ discussion of
of examples would result in a more transformation of matter as it
efficient and faster examination
relates to data;
process.
6. include case citations in the text
of the instructions; and
Finally, suggestions were offered
7. consider promulgating two
relative to the permanent
versions of the instructions and
instructions that will replace this
incorporating the permanent
interim guidance. These suggestions instructions into the MPEP.◊

with reduced noise)."
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Significant Changes in European and Chinese Patent Law: What You Need to Know
by Alexander Adam, Esq., and Deirdre E. Sanders, Esq., Hamilton, Brook, Smith & Reynolds P.C.
On September 18, 2009, the BPLA International and
Foreign Practice Committee sponsored a seminar entitled,
“Significant Changes in European and Chinese Patent Law:
What you need to know.” The first half of the seminar
focused on understanding the current IP landscape in
China, with emphasis on recent Chinese patent law
developments and China’s litigation landscape in the last
12 months. The second half focused on changes in
European patent law, including an overview of recent
developments in European patent law, significant rule
changes and proposed changes to the patent litigation
system in Europe. The seminar was particularly timely
because the new Chinese patent law amendments have
just taken effect and because further changes to the EPC
are only a few months away.
After introductory
remarks by BPLA
president Mark Solomon,
Committee co-chair
Deirdre Sanders
introduced the speakers,
Luke Minford from
Rouse Beijing, PRC, and
David Barron, from
Wragge & Co., LLP, UK.
Also present and
supporting Mr. Minford’s
presentation in
questions of technical
matters was Ling Jin
along with other
delegates from Rouse
Beijing, PRC.
Understanding the
Current IP Landscape
in China

but always involve coordination with a government body.
He pointed out the growing importance of one particular
agency, the National Development and Reform
Commission, because it has the ability to approve or deny
such projects. Critical to any foreign company are, thus,
the guidelines and options issued by various government
bodies and agencies.

The response from industry

Mr. Minford showed that the industry response has been a
dramatic increase in domestic utility model and design
patent applications, as well as an increase in the number
of PCT filings. The utility model is generally favored by
domestic companies because it provides a quick way to
protect a particular
product. It offers 10
years of protection, a
fast registration without
substantive
examination, and a
presumption of validity
in court. According to
Mr. Minford, foreign
companies have not
quite caught on and
their patent
applications are still
largely for the
traditional invention
patent, which offers a
20-year term, and
covers not only
(from left to right) Chinese firm representative
products but processes,
Sheila Francis, Co-Chair John Anastasi, Chinese
but requires
firm speaker Luke Minford, Co-Chair Deirdre
substantive
Sanders, European firm speaker David Barron,
examination that
BPLA President Mark Solomon
typically takes years.

The path to innovation
Mr. Minford commenced his presentation with a brief
historical overview highlighting how the market
liberalization of the 1980s, the domestic restructuring of
the 1990s, and the central focus on innovation in China
today have directly resulted in the government’s
consequent implementation of a five-year plan to promote
innovation in China. As an example, he demonstrated a
direct link between the recent increase in filing of PCT
applications by Chinese entities and provincial government
plans and local government subsidies for such filings. With
regard to bringing technology into China, Mr. Minford
informed the audience that widespread incentives exist,
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Mr. Minford predicts that foreign direct investment will see
a shift of focus from cash investments to technology
transfer, spurred directly by the Ministry of Commerce
selection criteria that give great weight to the ability to
innovate.

Changes to the law
According to Mr. Minford, the third Amendment to the
Patent Law, which took effect October 1, 2009, supports
China’s drive for independent innovation. Among the many
changes, the Amendments introduce an “absolute novelty”
standard for patentability, meaning that prior art now
(Continued on page 10)
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innovation is real and happening now. He cautioned that
due diligence is critical when advising clients that want to
enter the Chinese market or seek IP protection in China.
In particular, Mr. Minford reminded the audience that the
Chinese courts are becoming increasingly competent. Key
for rights owners is, therefore, a robust civil litigation
strategy in China.

Changes in European & Chinese
Patent Law
(Continued from page 9)

includes publications and evidence of use or disclosure
from anywhere in the world. Mr. Minford sees this as a
clearly positive development for those foreign inventors
that have disclosed inventions abroad and have seen
these inventions patented by other persons in China.

Significant Changes in European Patent Law

The EPC 2000

Mr. Minford pointed out that a common strategy for
applicants looking to secure earlier patent rights for their
product inventions in China had been to apply for both an
invention patent and a utility model patent directed
towards the same invention. The Amendments now
require that both applications be filed on the same day. To
avoid double patenting issues, the regulations require the
applicant to make an election, thereby abandoning the
utility model, if the applicant wants to obtain an invention
patent.
Another important change is the new confidentiality or
security examination. This Amendment to the Patent Law
requires that any applicant that wishes to file a patent
application for an invention created in China in a foreign
jurisdiction may do so only after completing a Security
Review conducted by SIPO. Failure to file for Security
Review will result in loss of patent right.

Enforcement and the People’s Courts
Mr. Minford next characterized the dual system of
enforcement of rights in China. The administrative
remedies, according to him, are chosen in more than 90%
of cases because of the lower burden of proof (e.g.,
showing a sample of the infringing product), but they only
offer an injunction, not damages. With respect to the
People’s Courts, Mr. Minford lamented that, despite the
high number of IP civil actions (e.g., 4,047 patent cases
and 10,951 copyright cases in 2008) there is very little
publicly available information in relation to court decisions
in China. To change that, his firm, Rouse, created a free
online database of judgments of the People’s Courts
(www.ciela.cn). Analysis of the database, for example,
revealed that most courts issue a judgment within 12
months. Mr. Minford noted, however, that many foreign
rights owners are still reluctant to go to court because of
the combination of the evidentiary burden on the plaintiff
and the public nature of civil proceedings. Two new
changes in patent litigation regard the change to an
absolute novelty standard and the ability of a defendant to
make a “plea of prior art.”
Mr. Minford’s concluding remarks emphasized that the IP
landscape is changing because China’s commitment to
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Mr. Barron started out by introducing the European Patent
Convention 2000 (EPC 2000). Contrary to its name, the
EPC 2000 actually came into force in December 2007. The
aim of the EPC 2000 was to align the EPC with the WTO
TRIPS agreement and the Patent Law Treaty. In addition,
the EPC 2000 sought to remedy some of the perceived
defects in the existing system, such as inconsistency in
claim interpretation and the absence of a central
procedure to amend the claims of a granted patent for all
designated states. A centralized amendment procedure is
now available nine months after issue but the
amendments must not add new subject matter or broaden
claim scope.
According to Mr. Barron, two recent decisions by EPO’s
Administrative Council will result in significant changes to
the implementing regulations to the EPC. The new rules,
effective April 1, 2010, impose a non-extendable 24-month
time limit on filing divisional applications after the first
office action and new time limits for the response to the
search report.

EU Enforcement Directive
Next, Mr. Barron outlined the EU Enforcement Directive
aimed at setting out harmonized minimum standards for
IP enforcement, including preservation of evidence,
preliminary restraints and cost awards. The effect of the
Directive in the UK, a traditional common-law jurisdiction,
is likely limited but more significant in, for example,
Germany, a country which lacks a tradition of discovery.
Other judicial decisions have limited the availability of
cross-border injunctions, although a court can grant
extraterritorial injunctions for urgent preliminary relief
and, potentially, where the validity of a patent is not at
issue.

EU patent litigation system
Mr. Barron went on to give an update of the EU patent
litigation system and the quest for a Europe-wide
Community Patent. He voiced skepticism that the
(Continued on page 13)
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Renewing Trademark Registrations
By Alexis A. Liistro, Esq., John L. DuPré, Esq., and Mark B. Solomon, Esq.,
Hamilton, Brook, Smith & Reynolds, P.C.
Imagine that you are advising
your client regarding the renewal of
a trademark registration for a mark
that you originally registered just
under ten years ago. Your client is
the current owner of the registration
and wishes to maintain the
registration. What do you need to
do in order to best support your
client?
The first step is knowing what is
due and when. Determining when a
trademark registration is due for
renewal can be easily overlooked
because the only notification
provided by the United States
Patent and Trademark Office
(“USPTO”) is included in the initial
certificate of registration as
originally issued. 15 U.S.C. § 1058
(d) (1946). If the renewal is not
properly docketed, it could be
passed over accidentally. In order
for your client to maintain the
trademark registration, the owner
must renew the registration every
ten years from the date of
registration. While failure to
properly and timely file the
registration renewal application will
not cause an abandonment of your
client’s rights to the mark, it will
take away the benefits of federal
registration. If the renewal is
missed, your client is required to reregister in order to have these
benefits commencing the entire
trademark registration process from
the beginning, which is a timeconsuming and costly endeavor
compared to the renewal process.

While this may seem like “old
news,” we are currently coming up
on the ten- and twenty-year
anniversaries of these Acts, which
means that the registration renewal
filing dates for many marks are fast
approaching. Specifically, the
Trademark Law Revision Act of
1988, which took effect on
November 16, 1989, made it so that
all registrations issued under the
Trademark Act of 1946 (15 U.S.C.
§§1051 et seq.) §§ 1 and 44 will
remain in force for ten years (as
opposed to the previous 20-year
period). See Pub. L. No. 100-667,
102 Stat. 3935 (1988). Additionally,
the Trademark Law Treaty
Implementation Act of 1998
(hereinafter “TLTIA”), effective
October 30, 1999, changed the
required filings with regard to
trademark registration renewals,
specifically a Declaration of Use
and/or Excusable Nonuse of a Mark
under 15 U.S.C. §1058 (“§8
Declaration”) and Application for
Renewal of Registration of a Mark
under 15 U.S.C. §1059 (“§9
Renewal Application”) are now
required filings. Pub. L. No. 105-30,
112 Stat. 3064 (1998).

deadline for filing the §8
Declaration, so it is vital that your
docket properly reflects the cut-off
date for filing and that you notify
your client with ample time to make
any revisions to his current use or
non-use of his registered mark. See
Trademark Manual of Examining
Procedure (“TMEP”), §1604.04 (5th
ed. 2007), see also Frequently
Asked Question about Maintaining
Registration, http://www.uspto.gov/
web/trademarks/workflow/
prfaq.htm (last visited Sept. 29,
2009). If the required §8
Declaration is not filed, the
registration will be cancelled.

The Trademark Law Treaty, which
was implemented in the U.S. by the
TLTIA, expressly prohibits requiring
the owner of a registration to
submit a declaration indicating the
use of a mark in order to renew the
registration. Therefore, the previous
renewal provision under §9
requiring such an attestation was
removed. However, while there
appears to be no proof of use
required in a §9 Renewal
Application, such proof is required in
a Declaration of Use under §8,
which has the same time period for
A §8 Declaration must be filed by filing under the TLTIA as a §9
the record owner of the registration Renewal Application. See 15 U.S.C.
between the 5th and 6th years after §1058. Assuming that your client
the date of registration and by the
meets all of the requirements of
end of each successive 10-year
both §§8 and 9, a Combined
period after the date of registration. Declaration of Use and/or Excusable
Your client may file the §8
Nonuse/Application for Renewal of
Declaration up to one year prior to
Registration of a Mark under
the filing due date, or during a 6Sections 8 & 9 form was created by
month grace period following the
the USPTO to simplify the ten-year
In the past two decades, two
filing due date, if accompanied with declaration and renewal process.
important pieces of legislation have a grace-period surcharge. It should See 37 C.F.R. §2.166 (1999), PTO
been enacted that will affect your
be noted, that even the Director
Form 1963.
client’s registration renewal process. lacks authority to waive the
(Continued on page 12)
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Renewing Trademark
Registrations
(Continued from page 11)

In addition to other requirements,

see TMEP §1604 for a full list of
renewal and declaration
requirements, any §8 Declaration of
Use must verify that there is a bona
fide use of the mark in commerce.
Such use of the registered mark
must be made in the ordinary
course of trade, thus being
considered commercial use and not
a mere token use, nor can such use
be made merely to reserve a right in
the mark. See 1 Anne Gilson
LaLonde, Gilson on Trademarks
§4.03[2][a] (Matthew Bender). It
should be noted that this bona fide
use in commerce standard is not the
same as the continuous use in
commerce standard used for a
statement to obtain incontestability
under 15 U.S.C. §1065. Such an
affidavit is not the subject of this
article, but it could be relevant to
your client’s registration, and it
should be recognized that this
affidavit under §15 requires five
years of continuous use of the mark
in commerce before the affidavit
can be filed. See Gilson on
Trademarks §4.03, citing Urantia
Foundation v. Maaherra, 895
F.Supp. 1338 (D. Ariz. 1995).

cancelled. See Gilson on
Trademarks §4.03[2][a]. The owner
of the registration must prove that
the mark is currently being used
with respect to each product or
service listed in the registration, in
good faith, in the ordinary course of
trade. If your client cannot so
prove, then each product or service
that is not currently in use must be
omitted from the §8 Declaration of
Use. Id. But, once your client
removes the goods or services from
the renewal application, the renewal
is deemed to only be sought for the
actual goods or services listed, and
any omitted goods or services will
be deleted from the trademark
registration. See TMEP §1606.08(c).

you should also advise your client
that non-use of the mark for three
consecutive years would be
considered to be prima facie
abandonment of trademark rights.
See Gilson on Trademarks §3.02[9]
[a].

Among the helpful ideas to foster
a successful registration renewal
include docketing your client’s ten
year renewal date as early as
fourteen months before the
deadline in order to confer with your
client regarding the use of the mark
in commerce. Informing your client
well before the deadline and graceperiod with enough time to confirm
or implement bona fide use can be
vital to a successful and smooth
In addition to the statements in
renewal of a trademark registration.
the §8 Declaration, your client must Just because the renewals are only
file a specimen showing that the
due every ten years does not mean
mark is currently in use, preferably you should wait until the last minute
in the form of a label or packaging. to confirm the status of use of the
If this is not possible, the registrant trademark. If you wait too long,
must provide reasoning for any non- your client may not be able to
use of the mark. See 15 U.S.C.
renew a registration that your client
§1058(a) and 37 C.F.R. §2.161. The wishes to maintain because there
purpose of §8 is to remove unused will be insufficient time to take the
and abandoned marks from the
actions required to submit a renewal
Principal Register, and it is not
application.◊
intended to cancel registrations that
are not being used due to a
temporary interruption in the use of
Do you have a new job?
the mark because of circumstances
Made a lateral move lately?
beyond the control of the
Been promoted?
What happens if you remind your registration owner. See TMEP
client of the renewal deadline and
§1604.11, citing In re Moorman
your client advises you that the use Mfg. Co., 203 U.S.P.Q. 712 (Comm’r We want to hear about your
of the registered mark has ceased
Pats. 1979). If your client’s mark is
news. Please send your jobby the time it is due for a renewal? not currently in use in commerce,
related news to:
Your client cannot file the §8
but if there is a reasonable excuse,
Declaration of Use asserting use of the special circumstances can be
the mark when there is currently no explained in a §8 Declaration of
vice-president@bpla.org
use. Your client may decide to
Excusable Nonuse, showing that the
recommence use of the trademark
non-use was not done with the
so that we can include an
so that a §8 Declaration claiming
intention to abandon the mark. See
announcement in our next
15 U.S.C. §1058(b)(2). For
use of the mark in commerce can
newsletter.
be truthfully and timely filed at any examples of special circumstances
amounting to excusable non-use,
time before the expiration of the
grace period without being
see TMEP §1604.11. Additionally,
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Advanced Patent Cooperation Treaty (PCT) Seminar
By Mark B. Solomon, Esq., Hamilton, Brook, Smith & Reynolds, P.C.

(left to right) BPLA President Mark Solomon, BPLA International and Foreign Practices Committee
Chair Deirdre Sanders, Speaker Matthias Reischle, Speaker Carol Bidwell,
BPLA Activities Chair Patrick Quinlan
The BPLA’s Advanced PCT Seminar was held November 5-6, 2009. The Advanced PCT Seminar is a great opportunity to stay up-to-date with the constantly evolving PCT practice for all who are active in international patent prosecution and those who must make international filing decisions.
We were again fortunate to have had Carol Bidwell, consultant on the PCT, WIPO, previous Supervisor of the
USPTO, and Matthias Reischle, Deputy Director and Head of PCT Legal Affairs Section, PCT Legal Division,
WIPO, come to Boston to be our guest speakers. Ms. Bidwell and Mr. Reischle presented to the seminar attendees procedural and substantive aspects of PCT practice, including recent and upcoming changes. A special
thank you to Patrick Quinlan, BPLA Activities Chair, and his assistant, Kristine Ferrigno, for planning the seminar
and coordinating arrangements for the speakers.◊

national patent litigation systems in the UK and Germany
that have resulted in less complex cases and new limits to
the appeal process, respectively.

Changes in European & Chinese
Patent Law
(Continued from page 10)

Community Patent will become a reality within the next 10
-15 years. One major obstacle, according to him, is the
simple fact that the EU member states currently have 23
official languages. He noted, however, that a reform of
the EU litigation system is more likely in the short term.
Mr. Barron concluded by highlighting positive changes to
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Overall, the event was a great success, thanks to the
informative and vivid presentations of Mr. Minford and his
colleagues and Mr. Barron, and due to enthusiastic
audience participation and discussion following the
presentations. For more information on the seminar,
including materials, please contact Deirdre Sanders at
Deirdre.Sanders@hbsr.com.◊
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Federal Circuit Rules En Banc That 35 U.S.C. § 271(f)
Does Not Apply to Method Claims
by Matthew L. Fenselau, Esq., and Joseph M. Maraia, Esq., Foley & Lardner, LLP
On August 19, 2009, the Federal Circuit, sitting en
banc, limited the scope of 35 U.S.C. § 271(f), holding
that the statute “does not cover method claims.” Car-

supply the step of a method, Section 271(f) cannot apply to method or process patents.”

The Federal Circuit’s reading of the term “supplied” was
guided
by the Supreme Court’s recent decision in Mi2009 WL 2516346, No.’s 2007-1296 and 2007-1347
crosoft
Corp. v. AT&T Corp., 550 U.S. 437 (2007), in
(Fed. Cir. 2009) (en banc in part) (Lourie, J.). Notably,
which
AT&T
asserted a patent including both apparatus
this decision explicitly overturns the relatively recent
and
method
claims
for digitally speech recording. Mi2005 decision in Union Carbide v. Shell Oil Co., 425
crosoft
admitted
that
when its Windows software was
F.3d 1366 (Fed. Cir. 2005).
installed on a computer, the combined system formed
an apparatus covered by AT&T’s patent. However, the
Section 271(f) holds a party liable for patent infringement when the party “without authority supplies…all or Supreme Court held that Microsoft was not liable under
Section 271(f). The Supreme Court held that Microsoft
substantially all of the components” of a patented inhas not physically “supplied” the actual copies of the
vention for combination abroad. This statute was enacted by Congress to close the loophole created by the Windows software installed on the foreign computers.
Instead, Microsoft has shipped a master disk overseas,
Supreme Court’s decision in Deepsouth Packing Co.,
Inc. v. Laitram Corp., 406 U.S. 518 (1972), which held from which copies were subsequently made and inthat a manufacturer who shipped the components of a stalled on computers. The Supreme Court’s narrow
reading of “supplied” in Microsoft clearly impacted the
patented seafood processing machine for assembly
abroad was not liable for patent infringement because Federal Circuit’s reasoning in Cardiac Pacemakers.
“it is not infringement to make or use a patented prodThe Federal Circuit further supported its conclusion
uct outside of the United States.”
based on the legislative history of Section 271(f), which
In Cardiac Pacemakers, the patentee Cardiac filed suit the Court noted was “almost completely devoid of any
against St. Jude, alleging infringement of patents cov- reference to the protection of method patents.” The
ering implantable defibrillator technology. After a com- Court also relied on the strong presumption against
extraterritoriality set forth by the Supreme Court in the
plicated procedural history before the district court,
only a single claim to a method of use of a defibrillator Microsoft decision. The Court reasoned that this preremained at issue. The district court held that, pursuant sumption argues for a narrow reading of any statute,
such as Section 271(f), which extends the reach of U.S.
to the Federal Circuit’s 2005 holding in Union Carbide
that Section 271(f) applies to method claims, Cardiac’s patent law to actions taking place in other sovereign
nations.
potential damages included the sale of defibrillators
supplied from the United States for infringing use in
In view of this holding, practitioners should, whenever
other countries.
possible, pursue mixture of apparatus, method, and
system claims for any given invention. For many types
In reviewing the district court’s decision, the Federal
Circuit focused on the proper construction of the words of technologies, for example mechanical devices, this is
generally a straightforward task. However, for other
“component” and “supplied” in the statute. The Court
technologies, such as certain types of medical devices,
determined that the “components” of a method or
diagnostic kits, and the like, obtaining apparatus claim
process claim are the steps of the process, and not
coverage may be substantially more difficult than obcomponents of an apparatus used to carry out those
taining method claims. In such cases, practitioners
steps. Accordingly, for Section 271(f) to apply to a
process claim, a patentee would have to show that sub- should work closely with the inventors to identify any
stantially all of the intangible steps of the process were novel structural elements of the invention which would
support a patentable apparatus claim. Finally, when
“supplied” to other countries. However, the Federal
Circuit interpreted “supplied”, as used in the statute, to drafting method claims, practitioners should remain
mean the physical transfer of a tangible object. In view cognizant of whether all of the claimed method steps
can and will likely be performed domestically by a poof this, the Court concluded that “because one cannot
tential infringer.◊
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ANNUAL MEETING MINUTES
DECEMBER 3, 2008
BOSTON HARBOR HOTEL
I. Call to Order
President Leslie Meyer-Leon called the 84th Annual Meeting of the BPLA to order and welcomed all members in
attendance. Ms. Meyer-Leon introduced the head table including our guest speaker, Q. Todd Dickinson, Executive Director of the American Intellectual Property Association; Lee Bromberg, Immediate Past-President; Mark
Solomon, President-Elect; Lisa Adams, Vice President; J. Grant Houston, Treasurer; Neil Ferraro, Secretary; and
Board Members, Joe Maraia, Donna Meuth, and Greg Sieczkiewicz.
Ms. Meyer-Leon thanked our 129 newest members and introduced our past BPLA presidents that were in attendance.
II. Moment of Silence
Ms. Meyer-Leon asked for a moment of silence to recognize our deceased members, Robert Cesari, Yardley Chittick, Donal Tobin, Cynthia Soroos, and Rick Jordan.
III. BPLA Writing Competition Awards
Donna Meuth presented the 2008 BPLA/BPLF Writing Competition Awards. The First Place prize of $1000 was
awarded to Melissa Sikorski for her article “Willy Wonka’s Everlasting Gobstopper as a Never-Ending Trade Secret”. The Second Place prize of $500 was awarded to Lev Rozenblum for his article “The Name of the Game is
in the Claim”.
IV. President’s Report
Ms. Meyer-Leon requested a motion to accept an Amendment to the BPLA By-Laws relating to the Standing
Committees of the BPLA. Specifically, the Committee on Amicus Briefs was changed to the Committee on Amicus
Activities; the Committee on Contested Matters before the USPTO was changed to the Committee on Contested
Matters; the Committee on Young Lawyers and Law Students was changed to the Committee on New Lawyers
and Law Students; and the Committee on Medical Devices was changed from an ad hoc committee to a Standing Committee. The Amendment was passed.
Ms. Meyer-Leon acknowledged the hard work of this year’s Committees and Committee Chairs and gave special
thanks to:
•Activities Chairs – Monica Grewal and her assistant Janice Roussel
•AIPLA Moot Court Committee – Tom Johnston, Amy Brosius, and Jonathan Mutch
•Amicus Activities – Erik Belt and Robert Abrahamsen
•Antitrust – Justin J. Daniels and Steve Bauer
•Biotechnology Committee – Shann Kerner and Christine Wise
•Chemical Practice – James Olsen and Peter Lando
•Computer Law Committee – John Stickevers and Steve Henry
•Contested Matters Committee – Susan Glovsky and Michael McGurk
•Copyright Law – Stephen Chow and Anne Marie Longobucco
•Corporate Practice – Walter Dawson, William DeVaul, and David Cerveny
•Ethics and Grievances – Timothy French and Greg Sieczkiewicz
•International and Foreign Practice Committee – Deirdre Sanders and John Anastasi
•Licensing Committee – Paul Burgess and Mike Bergman
•Litigation Committee – Martin O’Donnell and Doug Doskocil
•Medical Devices – Eric Raciti and Neil Ferraro
(Continued on page 16)
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2008 ANNUAL MEETING MINUTES
(Continued from page 15)

•New Lawyers & Law Students – Giordana Belenchia, Aaron Connor, and Scott Gerwin
•Patent Law – Doris Fournier and Joe Capraro
•Patent Office Practice Committee – Donna Meuth and Inna Landsman
•Pro Bono – Alan McKenna and Mary Rose Scozzafava
•Trademarks and Unfair Competition Committee – John Welch and Mark Robbins
•Trade Secrets Law Committee – Claire Laporte and Vickie Henry
•IP Task Force – Lee Bromberg
V. Secretary’s Report
Mr. Ferraro presented the Secretary’s report. Mr. Ferraro entertained a motion for the waiver of the reading of
the Minutes of the 2007 Annual Meeting, which had been distributed to the membership prior to the meeting.
The motion was approved by the membership.
VI. Treasurer’s Report
Mr. Houston presented the Treasurer’s Report. A motion to accept the Report was entered, seconded and
passed.
VII. Report of the Nominating Committee
Ms. Meyer-Leon recognized Mr. Bromberg as the Chair of the Nominating Committee and invited Mr. Bromberg
to read the report of the Nominating Committee:
Lisa Adams, President-Elect
Grant Houston, Vice President
Neil Ferraro, Treasurer
Joseph Maraia, Secretary
Donna Meuth, Board Member
Greg Sieczkiewicz, Board Member
Erik Paul Belt, Board Member
VIII. Election of Officers and Board Members
A motion to accept the Nominating Committee’s recommendations was entertained, seconded and carried.
Pursuant to Article 7, Section 3 of the By-Laws, the President-Elect, Mark Solomon assumed the office of the
President. Ms. Meyer-Leon presented Mr. Solomon with the gavel.
IX. Presentation to the Past-President
Mr. Solomon presented Ms. Meyer-Leon with a gift in recognition of
her service as the 2008 BPLA President.
X. Speech by Q. Todd Dickinson
Ms. Meyer-Leon introduced our guest speaker, Mr. Q. Todd Dickinson. Mr. Dickinson spoke on the future of Global IP, the Transition
and New Administration, the State of the USPTO today and in the
future, and Patent Reform.
XI. Final Announcements by Mark Solomon
Mr. Solomon outlined his agenda for the BPLA in the upcoming year
and entertained a motion to adjourn the Annual Meeting. The motion
carried and the meeting adjourned.◊

JOB POSTINGS
To add a job posting to our on-line list of
Career Opportunities for 3 full months,
and to be listed in a quarterly
BPLA Newsletter,
please e-mail your job posting and contact
information to:
vice-president@bpla.org
(Fee is $300 per listing)
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Strategic Uses of Reexamination in Litigation
by Susan G. L. Glovsky, Esq., Hamilton Brook Smith Reynolds

(from left to right) Co-Chair Susan Glovsky,
Judge Nathaniel Gorton, Co-Chair Donna Meuth,
Co-Chair Michael McGurk

(from left to right) Co-Chair Susan Glovsky,
Judge Nathaniel Gorton, Co-Chair Michael
McGurk, Co-Chair Donna Meuth

On September 23, 2009, sixty members of the BPLA gathered in Boston to hear The Honorable Nathaniel Gorton
discuss “Strategic Uses of Reexamination,” joined by Susan Glovsky, Michael McGurk, and Donna Meuth,
co chairs of the Contested Matters Committee. After a networking lunch, Ms. Meuth began with an overview of
reexamination procedures, including ex parte and inter partes reexamination. Significant audience participation
from BPLA members handling leading recent precedent supplemented the panel’s presentation. Attendees further benefited from commentary by Judge Gorton on motions for a stay pending reexamination, particularly as it
relates to expectations that judges timely terminate cases and the statistics presented with respect to the pendency of reexaminations. The seminar provided networking opportunities and important insight for new members
and the most seasoned practitioners.◊

Stem Cells: Patent Strategies in Europe and the United States
This educational seminar covered topics related to
intellectual property as it pertains to protection of
stem cell technologies in the major markets of Europe
and the United States.

Speakers George Schlich of Schlich & Co., U.K.
and Leslie Meyer-Leon of
Sunstein, Kann, Murphy & Timbers LLP
17

George Schlich is a European Patent Attorney focusing on life sciences and pharmaceutical technologies
and, in particular, on stem cells. As well as running
his own practice, George is a Patent Counsel for Stem
Cell Sciences (UK), now a StemCells, Inc. company. At the EPO, George has been instrumental in
the development of stem cell prosecution practice,
acting for the applicant in the high-profile "Edinburgh
Patent" case relating to patentability of human ES
cells. George has written for several IP journals on
stem cell issues and is a patent advisor to Nature Reviews Drug Discovery.◊
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Job Opportunities
Senior Intellectual Property Counsel
Cabot Corporation
Location:
Billerica, MA
Position Summary:
•
Advises and represents the corporation on all legal matters within specific area of expertise (i.e., Intellectual Property
(IP) and related litigation, employment law, etc.)
•
Takes a lead role within corporation to develop and implement legal strategies within area of expertise that are
consistent with business and R&D objectives.
•
Typically advises and provides legal support to one or more global business units on all matters within own area of
expertise as well as other broader legal issues. Legal issues being reviewed are typically complex with significant
financial and/or legal impact to Cabot Corporation.
•
Advises Cabot executive management team on legal issues. Is able to participate in the management (leadership team)
of the business unit and provide legal and business advice.
•
Some travel required.
Key Areas of Responsibility:
-Provide expert legal counsel to assigned global business unit(s) within the corporation with respect to intellectual
property.
-Work within area of expertise to support achievement of strategic objectives (e.g., contract negotiation, litigation
management, etc.)
-Advise and counsel the corporation and business unit on all matters related to IP specialty, and in particular, advise
business unit on issues related to patents, copyrights, trademarks, trade secrets, licensing, negotiation, technology
transfer, freedom to operate, etc.)
-Assist Cabot Corporation in developing and implementing legal strategies consistent with business objectives (i.e.,
developing IP strategies and building a strategic patent portfolio.)
Contact:
Daniele Arnold
Daniele_Arnold@cabot-corp.com

Senior Patent Manager
Dana-Farber Cancer Institute
Job Description:
A member of the Office of General Counsel, reporting directly to the Institute's Associate
General Counsel for Intellectual Property. This position includes extensive interaction with the DFCI research community and
external patent attorneys.
Responsibilities include handling a variety of patent issues, including some or all of the
following: manage the DFCI patent portfolio, participate in the invention disclosure process, with the Associate General
Counsel for Intellectual Property, supervise and mentor the support staff, review law firm invoices and verify expenses for
individual matters, and trademark registration and enforcement.
Requirements:
•
Advanced degree in Life Sciences or equivalent substantive research experience.
•
Registration to practice before the US Patent & Trademark Office preferred.
•
Approximately 4-8 years patent management experience required. Preferably a combination of in-house and law firm
experience.
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AIPLA MOOT COURT
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amicus@bpla.org
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PATENT LAW
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PATENT OFFICE PRACTICE
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Susan G. L. Glovsky, Esq.
Steven Henry, Esq.
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probono@bpla.org
Alan McKenna (617) 267-2300
Mary Rose Scozzafava (617) 526-6015
TRADE SECRETS
tradesecrets@bpla.org
Claire Laporte (617) 832-1210
Vickie L. Henry (617) 832-1185
TRADEMARKS & UNFAIR COMPETITION

Amy Brosius (617) 542-5070

Mark D. Robins (617) 345-6176
NEW LAWYERS & LAW STUDENTS

Walter F. Dawson (978) 452-1971

younglawyers@bpla.org

William DeVaul (781) 860-8559

Giordana Belenchia (617) 439-2517

ETHICS AND GRIEVANCES

Mark B. Solomon, Esq.
Alexander Adam, Esq.
Deirdre E. Sanders, Esq.
Matthew L.. Fenselau, Esq.
Joe Maraia, Esq.

PRO BONO

trademarks@bpla.org

David J. Cerveny (781) 418-1103

The BPLA Newsletter is published four times a year by the
Boston Patent Law Association. Articles appearing in the
newsletter represent the views of the authors and do not
necessarily carry the endorsement of the BPLA.

Contributors:

Doris Fournier (617) 348-1814

John L. Welch (617) 395-7072

corporate@bpla.org

Membership in the BPLA is available to attorneys and
other professionals practicing intellectual property law
within the Federal First Judicial Circuit (Maine, New
Hampshire, Massachusetts, Rhode Island and Puerto
Rico). Applications for membership can be obtained from
our web site at www.bpla.org. After February 1st, full
membership for 2010 (available only for attorneys
practicing within the First Circuit) costs $115.00, Associate
membership (available to non-attorney intellectual property
professionals) costs $105.00. Mailing list-only affiliation
costs $60.00. Members who renew before February are
eligible for $25.00 early renewal discount.

Editor-In-Chief: Grant Houston, Esq.

patents@bpla.org

Anne Marie Longobucco (617) 263-2600

CORPORATE PRACTICE

The Boston Patent Law Association (BPLA) is an
association of intellectual property professionals, providing
educational programs and a forum for the interchange of
ideas and information concerning patent, trademark, and
copyright laws. Through a volunteer Board of Governors
and committees, it organizes and hosts educational
seminars, social events, and conventions, and comments
on rules, legislation, and judicial decisions impacting the
profession. Visit the BPLA at www.bpla.org.

Aaron E. Connor (617) 990-2806
Scott J. Gerwin (617) 646-8243

ethics@bpla.org
Timothy A. French (617) 521-7015
Gregory J. Sieczkiewicz (617) 526-9734

Interested in playing a more active role in a committee?
Please contact the committee chair if you are interested in joining, switching, or
taking a more active participatory role in a committee.
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Letters to the editor, articles and job postings are
encouraged.
E-Mail all correspondence to:
vice-president@bpla.org
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