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President’s Message
It appears spring has finally arrived,
and we have been blessed with good
weather and what seems to be an
improving economy. Hopefully the
weather will hold up, as we plan to
hold the cocktail reception at this
year’s Judges Dinner outside on the
waterfront at the John Joseph
Moakley United States Courthouse.
The Judges Dinner will be held on
June 4th and this year we will include
a wine pairing with each course. The
wines will be selected by our guest
speaker Tyler “Dr. Vino” Colman.
Colman is an American author with a
Ph.D. in political science from
Northwestern University, a wine
educator with New York University
and the University of Chicago, and
publisher of one of the internet's
most highly rated wine blogs,
www.drvino.com, which won the Best
Wine Blog and Best Wine Blog
writing in the 2007 American Wine
Blog Awards. Colman's articles have
appeared in publications that include
The New York Times, Food & Wine,
Forbes.com, and Wine & Spirits.
Colman will be presenting on “Wine
Politics: How Governments,
Environmentalists, Mobsters, and
Critics Influence the Wines We
Drink,” which is the title of his first
book published in July 2008. We are
also presenting this year's BPLA
Distinguished Public Service Award
to the Honorable Rya W. Zobel for
her significant involvement in a
number of patent cases, as well as
involvement with the Federal Judicial
Center, which provides training for
new judges and CLEs for sitting
judges.

President Lisa Adams

Efforts have also been underway to
reach out to individual members and
others in our community to explore
additional ways in which the BPLA
can meet our goals of “Education,
Service, and Community.” We
recently held a Meet & Greet event
for non-member patent attorneys in
the community to introduce them to
the BPLA and to get feedback from
them as to how the BPLA could
better serve the community.
Attendees included Board members,
various in-house counsel, as well as
patent attorneys from smaller law
firms. The event gave attendees an
opportunity to network, and to learn
about the various activities and
events of the BPLA. It was a real
pleasure to meet some new faces
and learn about the different
practices, and to do so in a purely
social setting. Several attendees
expressed an interest in having more
(Continued on page 2)
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opportunities to socialize and meet
others in the patent community.
We thus plan to hold some
member socials this year to
provide our members with
opportunities to create
connections, share experiences,
and learn about current issues
affecting our profession.
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arguments. This event requires a
significant amount of planning and
participation by our members. We
thank the Co-Chairs of the AIPLA
Moot Court Committee, Jonathan
Mutch and Elizabeth Burkhard, for
their hard work and dedication,
and we thank all of those
members who participated as
judges. Next year we hope to
involve committee members in the
planning process, so we ask that
you please consider joining this
committee.

On March 10th, Rory Pheiffer and
Aaron Connor, the
Co-Chairs of the
“The Judges Dinner
New Lawyers and
Law
S t u d e n t s will be held on June 4th
Committee, held a
and this year we will
bowling networking
event.
Sixteen
include a wine pairing
people attended the
event, and enjoyed a
with each course…
fun
evening
of
bowling, appetizers,
selected by our guest
and socializing with
speaker Tyler ‘Dr.
their peers.

The Trademark Trial
and Appeal Board
(TTAB) once again
paid a visit to
Boston.
The
Trademarks
and
Unfair Competition
Committee, which is
chaired by John
Welch and Mark
Robins, organized
an excellent event.
Panelist
included
Vino’ Colman.”
The AIPLA Moot
Amy Brosius of Fish
Court
Committee
&
Richardson,
held its annual Moot Court Pamela Chestek of Red Hat, Inc.,
Competition on March 19th at and Aaron Silverstein of Saunders
S u f f o l k U n i v e r s i t y . T h e & Silverstein.
Competition, open to students
from all law schools, offers an The BPLA recently held another
opportunity for law students to webinar, this time on the Nuts &
develop and display their skills in Bolts of Reissue. Robert (Bob) W.
written and oral advocacy. Bahr, Senior Patent Counsel for
Students are evaluated on the the Office of the Associate
basis of their briefs and on their C o m m i s s i o n e r f o r P a t e n t
p e r f o r m a n c e s d u r i n g o r a l Examination Policy at the United

States Patent and Trademark
Office, led a detailed discussion
on the nuts and bolts of reissue
practice, including the statutory
requirements for reissue, the
requirements for completing the
filing of a reissue application, the
format of a reissue application,
amendments to reissue
applications, and examination of
reissue applications. Twenty-five
members participated in the
webinar.
We have also started selling
tickets for the BPLA Summer
Outing held at Fenway Park on
Friday, July 16th when the Boston
Red Sox take on the Texas
Rangers. We hope this will be
another fun night for members and
their families to kick back and
enjoy one of Boston’s favorite past
times.
Please check out our calendar of
events on the website, as we have
several other upcoming events on
various topics. Our committees,
which are the backbone of this
organization, have many other
events in store for this year. I
encourage each of you to remain
actively involved with the BPLA,
and to reach out to the Board of
Governors and the Committee
Chairs with any comments or
suggestions.◊
By Lisa Adams, Esq., Nutter
McClennen & Fish LLP

We would like to thank our accountants for providing the BPLA with outstanding service over the years

Suzanne M. Monahan, CPA
Kelly A. McLaughlin, CPA
David M. Walsh, CPA
1 Batterymarch Park, Suite 101
Quincy, MA 02169-7454
617-769-9600
www.daviesmonahan.com
With approximately 16 years in providing accounting, auditing, tax, and consulting services, we attribute our
long-term success to understanding our clients’ needs and providing high-quality, timely service.
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New Patent Suit Explosion: False
Patent Marking Claims

By Brian T. Moriarty, Esq., Deirdre E. Sanders, Esq.,
Hamilton Brook Smith Reynolds
Within the last month, dozens of
lawsuits have been filed under the
false patent marking statute, 35
U.S.C. §292, claiming that many
well-known companies have
violated the patent laws by marking
their products and/or packaging
with the numbers of expired
patents, or with patents that do not
cover their products.
These
actions have not been brought by
competitors seeking relief, but by a
new type of patent activist that is
bringing the action, as permitted by
statute, on behalf of the Federal
Government as a qui tam action.
Under the law, a company can be
fined for violating the statute. Until
very recently, it was not clear
whether that fine was for each type
of article falsely marked or for
every single article falsely marked.
That question was answered in a
December 2009 opinion (The
Forest Group v. Bon Tool), issued
by the Federal Circuit. The court
held that prescribed fines shall be
imposed on a per-article basis
against any person found to have
violated the false patent marking
statute. Thus, for a company that
sells thousands of marked
products, the potential damages
risk has now gone from a relatively
toothless $500 fine to a fine
running potentially into the millions
of dollars. That ruling allowing for
the possibility of large damage
awards has directly given rise to
this new spate of patent litigation
and, indeed, has given rise to an
entirely new type of plaintiff. For
example, one plaintiff, called the

Patent Compliance Group, Inc.,
appears to have been formed for
the specific purpose of bringing
such qui tam actions on behalf of
the Government to enforce the
false patent marking statute. The
statute specifically grants such
individuals standing to bring suit in
order to deter false marking and
allows the plaintiff to keep half the
recovery.

must not only prove the falsity of
the marking, but also must prove
that the accused company marked
the article with a purpose of
deceiving the public. Courts have
provided some guidance as to
what satisfies the “purpose of
deceiving” standard. Specifically,
courts require the plaintiff to show
that the accused did not have a
reasonable belief that the articles
were properly marked; absent such
The U.S. patent laws include both proof, no liability under the statute
a patent marking statute and a arises. One court has stated that if
false patent marking statute. The a plaintiff can show actual
patent marking statute exists for misrepresentation coupled with
the laudable purpose of giving the proof that the party making it had
public notice of patent rights knowledge of its falsity, then such
associated with specific products. a showing is enough to warrant
However, because the marking of drawing the inference that there
a patent number can stifle was “fraudulent intent.” Moreover,
competition, there is also a the court went on to hold that an
provision that prohibits false patent inference of intent to deceive, once
marking. Under the false marking shown, cannot be defeated with
statute, a person who falsely marks blind assertions of good faith if the
an unpatented article
accused
had
as being patented or
knowledge of the
“The court held that
patent pending “for
false marking.
the
purpose
of prescribed fines shall be
deceiving
the
False marking can
public,” shall be imposed on a per-article arise in a number of
fined on a per-article basis against any person situations.
For
basis. Courts have
example, and most
found to have violated
discretion
to
no t ab l y,
if
a
determine
t h e the false patent marking company marks an
amount of damages
article with a patent
statute.”
that are appropriate
that has already
and have discretion
expired or has been
to fine offenders from a fraction of abandoned, the company might be
a penny up to the maximum $500 found to have been improperly
per article.
marked. Likewise, an article can
be found to be falsely marked if the
In order to succeed with a claim of patent claims do not actually cover
(Continued on page 4)
false patent marking, a claimant
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Join Us for the Annual Summer Outing
Boston Red Sox vs. Texas Rangers
Friday, July 16, 2010
Game at 7:10 p.m.
First Come, First Served – only 300 tickets available.
Tickets will be sold to active members only and are limited to 5 tickets per
member.
Payment must be received by Wednesday, June 30, 2010.
Ticket Prices:
Game Ticket and Baseball Cap with BPLA Logo - $40 each plus $15 shipping per order.
Please confer with Giordana if you need more than 5 tickets for immediate family.
Payment can be made by credit card on the website, or you can print an
invoice and send a check made payable to the BPLA to:
Giordana Belenchia-Sauer
Nutter, McClennen, & Fish LLP
155 Seaport Blvd.
Seaport West
Boston, MA 02211
Email: gbelenchia@nutter.com
False Patent Marking Claims
(Continued from page 3)

the marked article. False marking
can also occur when a company
falsely includes patent numbers on
advertising and marketing material.
There are a number of steps you
can take to reduce your potential
for liability for false marking. First,
r evie w your pr o duc ts and
packaging, and make sure that the
marked patents are not expired or
abandoned and that at least one
claim of each marked patent does,
in fact, cover the marked products.
Your technical employees may be
able to perform this review, but, in
close or important cases, you may
be better off obtaining an opinion
from your patent counsel.
Second, document your product
review, including your evaluation
practices and reasoning, so that
you can show that you acted in
good faith, and, therefore, lacked a
purpose to deceive the public.
Third, if you have marked products,
establish procedures for periodic
review of patent markings and give

sufficient lead time before patent
termination dates so that revised
packaging can be produced prior to
the patent’s termination.
At a
minimum, review should occur
when:
1) your patent expires, or is
about to expire, or you file a
terminal disclaimer shortening
your patent term;
2) you decide not to pay a
maintenance fee or otherwise to
abandon a patent; or
3) you revise your product
design.
Fourth, re-evaluate your marked
products after Patent Office
proceedings
such
as
reexamination, or patent litigation
r ulings , s uc h as a c laim
construction narrowing the scope
of your marked patent, or a
judgment of invalidity or noninfringement, particularly if you do
not plan to appeal. A false marking
suit may be possible if your patent
is found unenforceable due to
inequitable conduct, because there
will already have been a finding of
intent to deceive the Patent Office.
Fifth, consider avoiding conditional
4
4

language in patent markings, such
as “this product is protected by one
or more of ….”
Courts have
suggested that such qualified
markings may be insufficient to
prevent false patent marking
liability.
Instead, form a
documented, good-faith belief
regarding whether your patent
covers your product.
Last, keep in mind that while you
may be tempted to respond to this
new trend of lawsuits by avoiding
patent marking altogether, that
would be a mistake. While such a
tactic will prevent a claim of false
marking, it will also limit or
eliminate your ability to obtain
damages against infringers.
Indeed, if you choose not to mark
an article with a patent which does
in fact cover the article, you will be
p r e c l u d e d f r om r ec o v e r i n g
damages during the period of no
marking (up until a notice of
infringement is provided or a
lawsuit is filed).
If there is doubt regarding whether
an article should be marked with a
patent number, consult a patent
attorney.◊
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Intrepid Rescuecom Remains
at Forefront, Pushes the
Keyword/Trademark Envelope
By Joseph M. Maraia, Esq. and Nathaniel D. Bryans,
Esq., Pierce Atwood, LLP

Over five years ago, Rescuecom Corporation, a
computer repair outfit headquartered in Syracuse,
New York, filed a trademark infringement action
against Google that attracted quite a bit of attention.1
Rescuecom’s claims arose from Google’s practice of
selling Rescuecom’s federally registered trademark,
Rescuecom®, to Rescuecom’s competitors through
Google’s AdWords program.2 As a result, whenever a
consumer used Google’s search engine to search the
Internet for “Rescuecom,” Google would display a list
of “sponsored link” advertisements for the competitors’
websites.3 Because there was some uncertainty
about how these types of transactions should be
treated under United States trademark law,4 trademark
lawyers followed the suit closely.

States Court of Appeals for the Second Circuit.
Last year, the Second Circuit reinstated Rescuecom’s
suit.8 The Second Circuit concluded that Google’s
alleged practice of selling the Rescuecom® mark to
Rescuecom’s competitors amounted to actionable
“use” of the Rescuecom® mark, notwithstanding that it
may not amount to “trademark use” of the mark, as
that concept is generally understood.9 Specifically, the
court observed that Rescuecom’s allegations—
namely, that Google used and sold Rescuecom’s
registered mark in the sale of Google’s advertising
services—were sufficient to state a claim of
infringement, and that the Trademark Act required
nothing more at the pleadings stage.10 Although there
are other implications of the decision that are beyond
the scope of this article, one thing is clear: trademark
infringement suits against search engines in the
Second Circuit (and elsewhere) arising from keyword
advertising are unlikely to be dismissed prior to
discovery.
In other words, search engines and
trademark owners can now expect to devote their
resources to litigating whether the search engines’
practices of selling trademarks as keywords are likely
to cause consumer confusion.

They were not disappointed. On September 28, 2006,
the district court dismissed Rescuecom’s claims as a
matter of law, declining to evaluate as a matter of fact
whether Google’s practice would result in a likelihood
of confusion.5 The court was simply unconvinced that
Google’s mere sale of Rescuecom’s trademark
constituted “trademark use,” which it believed was a
necessary element of a trademark infringement claim.6
Finding itself out of court by virtue of a decision that
was inconsistent with at least one decision in another
jurisdiction,7 Rescuecom appealed to the United

(Continued on page 6)

1

Rescuecom Corp. v. Google, Inc. (Rescuecom I), 456 F. Supp. 2d 393 (N.D.N.Y. 2006).
Id. at 395-97.
3
Id.
4
Compare Merck & Co. v. Mediplan Health Consulting, Inc., 425 F. Supp. 2d 402, 415 (S.D.N.Y. 2006) (holding that the purchase of another’s trademark from a search engine is not actionable under the Trademark Act), with GEICO v. Google, Inc., 330 F. Supp. 2d 700, 704
(E.D. Va. 2004) (holding that Google’s practice of selling trademarks is actionable under the Trademark Act).
5
Rescuecom I, 456 F. Supp. 2d at 403.
6
Id. at 401.
7
See, e.g., GEICO, 330 F. Supp. 2d at 704.
8
Rescuecom Corp. v. Google, Inc. (Rescuecom II), 562 F.3d 123 (2d Cir. 2009).
9
Id. at 129.
10
Id. It should be noted that on March 23, 2010, in a much-anticipated decision, the European Court of Justice interpreted European Union
trademark law to mean the opposite—namely, that a search engine does not use, and therefore does not infringe, another’s trademark
when, without more, it sells that trademark to an advertiser. Cases C-236/08, C-237/08 and C-238/08, Google France S.A.R.L. v. Louis Vuitton Malletier S.A., ¶¶ 50-59 (E.C.J. Mar. 23, 2010), http://curia.europa.eu/jurisp/cgi-bin/form.pl?lang=en (search for Case number “236/08”;
then follow “C-236/08 . . . Judgment” hyperlink).
2
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infringement, dilution, and unfair competition, among
other things. Aside from the (perhaps) significant fact
that Rescuecom here has sued a trademark owner as
opposed to a search engine, the merits of
Rescuecom’s and Best Buy’s claims pick up, in effect,
where Rescuecom I left off. This has caused some to
compare the outcome Rescuecom sought in
Rescuecom I to the outcome it seeks in Rescuecom v.
Best Buy, and conclude that Rescuecom has taken
inconsistent positions in the cases.14

Intrepid Rescuecom Remains
(Continued from page 5)

Observers will not, however, see that battle fought
between Rescuecom and Google.
The parties
voluntarily dismissed their claims on March 4, 2010.11
While Google exits the stage having suffered a
significant defeat at the Second Circuit, Rescuecom
turns to a second front—a keyword advertising case
pending in the same district as did Rescuecom I (but
before a different judge), which it initiated against Best
Buy, the multinational Internet and bricks-and-mortar
retailer.
Styled as Rescuecom Corp. v. BBY
Solutions, Inc., No. 5:09-cv-01149-FJS-DEP (N.D.N.Y.
filed Oct. 14, 2009), the case promises to be worth
following.

However, in light of the Second Circuit’s recent
decision in Tiffany (NJ) Inc. v. eBay, Inc., No. 08-3947
-CV (2d Cir. Apr. 1, 2010), this point may now be open
to reasonable debate. The Tiffany plaintiffs sued eBay
in the summer of 2004. They alleged (among other
things) that eBay infringed their federally registered
Tiffany® trademarks by purchasing them as keywords
to generate sponsored link advertisements, and
stating in such advertisements that Tiffany® products
were available for purchase through eBay’s online
auctions.15 Four years later, following a bench trial,
the district court entered judgment against the Tiffany
plaintiffs on these and all other claims.16

The background allegations are easily summarized.12
Rescuecom and Best Buy are competitors in the field
of computer repair services. Best Buy holds several
federal trademark registrations for Geek Squad®, for
use in connection with computer repair services,
among other things. Best Buy maintains a toll-free
telephone number, 1-800-GEEK-SQU, which is
adapted from these registered marks, and which
consumers can call to arrange for computer repair
services.
Rescuecom, as part of its Internet
advertising strategy, uses the keyword phrase “geek
squad” to display a paid-search advertisement for its
computer repair services.13
Rescuecom also
maintains a toll-free number, 1-800-GEEK-SQA, which
it describes as the equivalent of a misspelling of Best
Buy’s trademark. Rescuecom commenced the lawsuit
by filing a declaratory judgment complaint less than a
week after it received a demand letter from Best Buy.

When the district court entered judgment against the
Tiffany plaintiffs, the Second Circuit had not yet
decided Rescuecom II. The district court therefore
wrote without the benefit of the Second Circuit’s view,
expressed in Rescuecom II, that certain precedent
arguably favorable to defendants like eBay and
Google should be confined to its facts and had
actually been “over-read[]” by some courts.17
According to these “over-read[ing]” courts, mere
“internal” use of another’s trademark—e.g.,
purchasing it to display sponsored links or using it in
metadata to generate web traffic—cannot form the
basis of an infringement claim.18 The district court in
Tiffany I did not fall into this trap. Instead, it reasoned
that eBay’s use of the Tiffany® marks could not be
said to be merely “internal,” because its use “resulted

As plaintiff, Rescuecom seeks a declaratory judgment
that its specific uses of Best Buy’s Geek Squad®
marks neither infringe those marks nor present other
grounds for imposing liability.
As counterclaim
defendant, however, Rescuecom faces eleven counts
under federal, state, and common law sounding in

(Continued on page 7)

11

Stipulation of Dismissal, Rescuecom I, 5:04-cv-01055-NAM-GHL (N.D.N.Y. Mar. 4, 2010).

12

The following allegations were culled from the parties’ pleadings.

13
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Rescuecom alleges that the text of the advertisement is as follows:
PC issue? 1(877) 376-0169
Choose Rescuecom instead of geeks.
1Hour Response Onsite/Remote 24/7
www.rescuecom.com
Complaint ¶ 24, Rescuecom Corp. v. BBY Solutions, Inc., No. 5:09-cv-01149-FJS-DEP (N.D.N.Y. Oct. 14, 2009).
14
See, e.g., Tom Krazit, Rescuecom drops trademark suit against Google, cnet® news, Mar. 5, 2010, http://news.cnet.com/8301-30684_310464634-265.html; Wendy Davis, Rescuecom Geeks Out In Court After Victory Over Google, Online Media Daily, Jan. 20, 2010, http://
www.mediapost.com/publications/?fa=Articles.showArticle&art_aid=121008.
15
Tiffany (NJ) Inc. v. eBay, Inc. (Tiffany I), 576 F. Supp. 2d 463, 494 (S.D.N.Y. 2008).
16
Id. at 527.
17
Rescuecom II, 562 F.3d at 128-29 (distinguishing 1-800 Contacts, Inc. v. WhenU.com, Inc., 414 F.3d 400 (2d Cir. 2005)).
18
See, e.g., S & L Vitamins, Inc. v. Australian Gold, Inc., 521 F. Supp. 2d 188, 199-202 (E.D.N.Y. 2007); Merck & Co. v. Mediplan Health
Consulting, Inc., 425 F. Supp. 2d 402, 415 (S.D.N.Y. 2006).
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the company seeks out and purchases the trademark
from the search engine as part of its own advertising
strategy.

Intrepid Rescuecom Remains
(Continued from page 6)

in the display” of the Tiffany® marks within the text of
the sponsored link advertisements.19 So far so good
for the Tiffany plaintiffs.

The Second Circuit passed up a good opportunity in
Tiffany II to settle the matter one way or another. It
could have announced the non-obvious reason why
Rescuecom II does not apply to trademark buyers.
Alternatively, it could have explained that Rescuecom
II applies to buyers and sellers of trademarks alike
(i.e., both “use” the trademarks that they buy and sell)
but, because sellers part with the marks they sell, only
buyers may raise the defense of nominative fair use.
Moreover, if the latter is true, the Tiffany II court could
have explained why it is appropriate to collapse the
independently actionable, non-nominative purchase of
a trademark and its subsequent nominative use into
one course of indivisible conduct for purposes of a fair
use analysis. After all, to the extent this approach
permits the defense of nominative fair use to shield
non-nominative use of a trademark, one would think it
merits at least some discussion. However, the district
court in Tiffany I took this approach, and the Second
Circuit approved it in Tiffany II.

However, the court then held that eBay’s conduct was
nonetheless protected as “nominative fair use”—a
trademark doctrine that allows a seller of a branded
product to accurately describe the product by its brand
name, provided such description does not result in
consumer confusion.20 In its nominative fair use
analysis, the court thus ignored the fact that eBay’s
conduct included both non-nominative and nominative
conduct. In other words, before it could use the
Tiffany® marks to describe and advertise anything to
the public (accurately or otherwise), it first had to
purchase the Tiffany® marks to generate sponsored
link advertisements.21
On appeal, the Second Circuit agreed with the district
court’s sponsored link and fair use analysis without so
much as mentioning Rescuecom II, which it had
decided in the interim.22 This is odd for at least two
reasons. First, Rescuecom II—lest any reader forget—
just celebrated its first birthday, and is a significant
decision for trademark owners who seek protection of
their marks in Internet commerce. Second, and more
importantly, Rescuecom II stands for the proposition
that a search engine’s sale of another’s trademark is
actionable under the Trademark Act because the
search engine “displays, offers, and sells” the
trademark when selling its own advertising services.23
There is no obvious reason why Rescuecom II cannot
or should not be read to stand for the proposition that
a company’s purchase of another’s trademark is
likewise actionable under the Trademark Act because

These nuances aside, Tiffany II is strong support for
Rescuecom’s position in its suit against Best Buy.
First, Tiffany II suggests that Rescuecom’s respective
positions in Rescuecom I and Rescuecom v. Best Buy
are not inconsistent, because the law may depend on
who sues who, and buyers and sellers may be subject
to different rules. Second, Tiffany II clarifies that the
fair use defense is available to trademark purchasers
in the Second Circuit. The question for the judge
presiding over Rescuecom v. Best Buy thus likely will
be whether Rescuecom’s arguably comparative use of
“geeks”24 in its sponsored link advertisement qualifies
as “use” that is “fair.”◊

19
Id. at 500 (finding that when an Internet user searched for the term “Tiffany,” the search engine would generate a sponsored link that said:
“Tiffany for sale. New and Used Tiffany for sale. Check out the deals now! www.ebay.com.”).
20
Id. at 496, 501 (citing Dow Jones & Co. v. Int’l Sec. Exch., Inc., 451 F.3d 295, 308 (2d Cir. 2006)).
21
Cf. id. (“eBay’s use of the TIFFANY Marks in sponsored links is effectively identical to its use of the Tiffany name on the eBay website.”).
22
Tiffany (NJ) Inc. v. eBay, Inc. (Tiffany II), No. 08-3947-CV, slip op. at 17-19 (2d Cir. Apr. 1, 2010). Other aspects of the Second Circuit’s
affirmance in part of the district court’s judgment are beyond the scope of this article.
23
Rescuecom II, 562 F.3d at 129.
24
See supra note 13.

JOB POSTINGS
To add a job posting to our on-line list of Career Opportunities for 3 full months,
and to be listed in a quarterly BPLA Newsletter,
please e-mail your job posting and contact information to:
vice-president@bpla.org
(Fee is $300 per listing)
7
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Save The Date
The Annual Dinner In Honor of the Federal Judiciary
Friday, June 4, 2010
John Joseph Moakley United States Courthouse, Boston, Massachusetts

BPLA DISTINGUISHED PUBLIC SERVICE AWARD
This year’s BPLA Distinguished Public Service Award Recipient is the Honorable Rya
W. Zobel. Judge Zobel was appointed as a United States District Judge for the District
of Massachusetts in 1979. From 1990 to 1994, she served as chair of the Judicial Conference Committee on Automation and Technology. Before that she was a member of the
Conference’s Committee on the Operation of the Jury System and the Committee on Judicial Improvements. She also chaired the American Bar Association’s National Conference of Federal Trial Judges in 1991-92. In April 1995 she became the seventh director
of the Federal Judicial Center, Washington, D.C., which office she held until July 1999.

KEYNOTE SPEAKER
The Keynote Speaker is James “Dr. Vino” Colman, who will discuss Wine Politics: How
Governments, Environmentalists, Mobsters and Critics Influence the Wines We Drink.
Tyler Colman is an established wine writer and blogger (Dr. Vino). His first two wine
books appeared in 2008: the first tells the backstory of the wine industry in France and
America; the second is a practical guide chock full of wine recommendations. Wine Politics: How Governments, Environmentalists, Mobsters, and Critics Influence the Wines We
Drink (University of California Press) has been called “enlightening” by Publishers Weekly
and A Year of Wine: Perfect Pairings, Great Buys, and What to Sip with Each Season (Simon & Schuster) has been described as “witty, lively, and loaded with common sense” by the Chicago Tribune.

DETAILS AND REGISTRATION
Cocktails begin at 6:00 p.m. and the program and dinner begin at 7:00 p.m. Dinner will include a wine
pairing with each coarse. Dress is black tie preferred.
The registration fee is $150 for members, $150 for guests of members, and $200 for non-members.
Tables of 10 can be purchased for $1500. Registration can be submitted on the website at
www.bpla.org, or you may contact Lisa Adams at president@bpla.org for a registration form.
8
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World Intellectual Property
Day 2010 – Innovation Linking the World

Reproduced with the permission from the World Intellectual Property Organization.
This year’s World Intellectual Property Day took place on April 26, 2010, which also marked WIPO’s 40th
anniversary, focuses on how innovation technologies have created an interlinked and global society.
World Intellectual Property Day is an annual event around which WIPO’s member states organize a range of
activities to raise public awareness about the role of intellectual property (IP) in daily life, and to celebrate the
invaluable contributions made by innovators and creators across the globe.
In his message to mark the day, WIPO Director General Francis Gurry highlighted the role of the IP system in
the development and diffusion of these technologies. For example, thanks to the incentives inherent in the IP
system, increasing numbers of people across the globe, including those in previously isolated communities,
have access to advanced information and communication technologies. These facilitate access to wide-ranging
sources of information and services that are transforming and enhancing the lives of millions.
The intellectual property system is a key part of the process by which innovation is linking the world. It facilitates
the sharing of technological information, ensuring that vital know-how and ingenuity can be shared with other
solution seekers and provides a framework for trading and disseminating technologies. The IP system also helps
to structure the collaboration needed to meet the daunting global challenges confronting the world, such as
climate change, food security, and access to health care.
As the Organization marked the 10th World Intellectual Property Day, WIPO is also celebrating the 40th
anniversary of the entry into force of the Convention establishing the World Intellectual Property Organization.
This Convention was crafted during a five-week-long conference of BIRPI member states (BIRPI is WIPO’s
predecessor organization – the acronym stands for Bureaux internationaux réunis pour la protection de la
propriété intellectuelle) in Stockholm in 1967.
The agreement reached at that time, and distilled into the text of the Convention, not only established WIPO but
also revised the Organization’s two key treaties – the 1883 Paris Convention for the Protection of Industrial
Property (then with 77 members, now 173); and the 1886 Berne Convention for the Protection of Literary and
Artistic Works (then with 58 members, now 164). It also modified five special agreements established under the
Paris Convention, mainly dealing with the registration and classification of marks, registration of industrial
designs, and the protection of appellations of origin.
In the last 40 years, the 6 original treaties managed by BIRPI have grown in number, in tandem with a changing
technological landscape, and now count 24, including the WIPO Convention. The Organization’s member states
currently stand at 184.◊
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The Boston Patent Law Association
Collaborates with the
Massachusetts Life Sciences
Center's Small Business Matching
Grant Program
This spring, the Boston Patent Law Association
(BPLA) and the Massachusetts Life Sciences Center
(“Center”) joined forces in the Center's Small Business
Matching Grant (SBMG) Program. The SBMG
Program is designed to provide grants for companies
engaged in life sciences research and development,
comm ercialization,
and m anufacturing
in
Massachusetts that have received one or more Phase
II, post-Phase II, or equivalent small business
innovation research (SBIR) or small business
technology transfer (STTR) grants from federal
agencies, such as the National Institutes of Health, the
National Science Foundation, or the Department of
Defense. Applicants were early-stage life sciences
companies with a high potential for technology
commercialization, rapid growth, and downstream
private equity financing that have raised no more than
$5 million in total private financing.

Cavanaugh, Lyn Hymel, Radha Iyengar, Konstantin
Linnik, Charles Lyon, Shankar Manyem, Sapna
Mehtani and Joseph Milstein. One BPLA member,
Mark Solomon, was selected to participate as a Peer
Reviewer in Round Two. The Center closely matched
the selected Peer Reviewers’ backgrounds with the
Applicants for the grants.
In Round One, each Peer Reviewer was assigned
between two and four grant proposals to review, and,
in Round Two, the same process occurred, followed
by a meeting to make recommendations to the
Center’s Scientific Advisory Board for its final selection
of Applicants to receive grants. Announcements of the
grant recipients are expected soon. Visit the Center’s
website at www.masslifesciences.com for more
information about the Program and grant recipients.
The BPLA’s collaboration with the Center in its SBMG
Program is an example of the BPLA’s commitment to
providing service to the community. The BPLA Board
of Governors thanks all the members who volunteered
to serve and the members who were selected to serve
and donated their time. The Center has expressed its
sincere appreciation to our organization and looks
forward to future collaborative efforts.◊

Members of the BPLA were invited to volunteer to
serve as Peer Reviewers; members of other
communities, including the Massachusetts financial
and business communities, were also invited to serve.
Of the twenty-two BPLA members who volunteered,
eight were selected to participate as Peer Reviewers
during Round One of the Program, including David

Members on the Move
David Barron joined Vistaprint as the Vice President and
Senior IP Counsel on January 26th, 2010.
Joseph Maraia and Ralph Trementozzi have joined Pierce
Atwood's Boston office as partners in their IP and Technology Practice, as has Erik Saarmaa as counsel and
Chris Everett as associate
10
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Do you have a new job?
Made a lateral move lately?
Been promoted?
We want to hear about your
news. Please send your c
job-related news to:
vice-president@bpla.org
We will include it in the
next issue.
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Committees
ACTIVITIES & PUBLIC RELATIONS

IN-HOUSE PRACTICE

activities@bpla.org

inhouse@bpla.org

Giordana Belenchia, Nutter McClennen & Fish

William DeVaul, Cubist Pharmaceuticals Inc.

AIPLA MOOT COURT

David Miranda, Jr., Raytheon

mootcourt@bpla.org

INTERNATIONAL & FOREIGN PRACTICE

Jonathan Mutch, Robins, Kaplan, Miller &

international@bpla.org

Ciresi, L.L.P.

Deirdre E. Sanders, Hamilton, Brook, Smith &

Elizabeth Burkhard , Holland & Knight

Reynolds, P.C.

AMICUS

John N. Anastasi, Lando & Anastasi, LLP

amicus@bpla.org

LICENSING

Erik Paul Belt, McCarter & English

licensing@bpla.org

Robert M. Abrahamsen, Wolf, Greenfield &

Michael Bergman, Bergman & Song, LLP

Sacks, P.C.

Paul D. Burgessm, Transform Pharmaceuticals

ANTITRUST LAW

LITIGATION

antitrust@bpla.org

litigation@bpla.org

Benjamin M. Stern, Proskauer Rose LLP

Martin O’Donnell, Cesari and McKenna LLP

Stephen Y. Chow, Burns & Levinson LLP

Douglas C. Doskocil, Goodwin Procter LLP

BIOTECHNOLOGY

MEDICAL DEVICES PRACTICE

biotechnology@bpla.org

medicaldevices@bpla.org

Konstantin M Linnik, PhD, Pfizer Inc.

Eric P. Raciti Esq., Finnegan, Henderson,

Leslie Meyer-Leon, Sunstein Kann Murphy &

Farabow, Garrett & Dunner

Timbers

Jim Flaherty, Foley Hoag

CHEMICAL PATENT PRACTICE

NEW LAWYERS & LAW STUDENTS

chemical@bpla.org

newlawyers@bpla.org

Peter Lando, Lando & Anastasi, LLP

Rory Pheiffer, Nutter McClennen & Fish

James T. Olesen, Ph.D., Finnegan, Henderson,

Aaron E. Connor
PATENT LAW

Farabow, Garrett & Dunner

patents@bpla.org

COMPUTER LAW

Doris Fournier, Mintz, Levin, Cohn, Ferris,

computer@bpla.org
John J. Stickevers, Sunstein Kann Murphy &

Glovsky and Popeo, PC
Justin J. Daniels, Skadden, Arps, Slate,

Timbers

The Boston Patent Law Association
(BPLA) is an association of intellectual
property professionals, providing educational programs and a forum for the
interchange of ideas and information
concerning patent, trademark, and
copyright laws. Through a volunteer
Board of Governors and committees, it
organizes and hosts educational
sem inars , soci al ev ents , and
conventions, and comments on rules,
legislation, and judicial decisions
impacting the profession. Visit the
BPLA at www.bpla.org.
The BPLA Newsletter is published four
times a year by the Boston Patent Law
Association. Articles appearing in the
newsletter represent the views of the
authors and do not necessarily carry
the endorsement of the BPLA.

Editor-In-Chief: Neil Ferraro, Esq.
Contributors:
Lisa Adams, Esq.
Brian T. Moriarty, Esq.
Deirdre E. Sanders, Esq.
Joseph M. Maraia, Esq.
Nathaniel D. Bryans, Esq.

Meagher & Flom LLP

Christopher Everett, Foley Lardner

PATENT OFFICE PRACTICE

CONTESTED MATTERS
contestedmatters@bpla.org

patentofficepractice@bpla.org

Susan G.L. Glovsky, Hamilton, Brook, Smith &

Emily Whelan, WilmerHale LLP
Debra Milasincic, Lahive & Cockfield

Reynolds, P.C.
Michael R. McGurk, Finnegan, Henderson,

PRO BONO
probono@bpla.org

Farabow, Garrett & Dunner

Mary Rose Scozzafava, Ph.D., Wilmer Cutler

Donna M. Meuth, Eiasi Inc.

Pickering Hale and Dorr LLP

COPYRIGHT LAW

Publisher: Andrea Dwyer,
Staff Advantage

Robert J. Sayre, Modern Times Legal

copyright@bpla.org
Anne Marie Longobucco, Demeo & Associates,

TRADE SECRETS
tradesecrets@bpla.org

P.C.

Vickie L. Henry, Foley Hoag LLP

Amy L. Brosius, Fish & Richardson P.C.

Claire Laporte, Foley Hoag LLP

ETHICS AND GRIEVANCES

TRADEMARKS & UNFAIR COMPETITION

ethics@bpla.org
Timothy A. French, Fish & Richardson P.C.

trademarks@bpla.org

Steven J. Henry, Wolf, Greenfield & Sacks, P.C.

John L. Welch, Lando & Anastasi, LLP
Mark D. Robins, Nixon Peabody LLP

Interested in playing a more active role in a committee?
Please contact the committee chair if you are interested in joining, switching, or
taking a more active participatory role in a committee.

Letters to the editor, articles and job
postings are encouraged.
E-Mail all correspondence to:
vice-president@bpla.org
©2010 BPLA—All rights reserved.
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