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Save The Date!

As we leave summer, I hope that
you continue to take advantage of
the variety of programs and
functions that the Boston Patent
Law Association continues to
offer.
The Judges Dinner was held on
June 10th, and over 200 members
and guests attended the event.
This year, the event was held at
the InterContinental Hotel, where
the traditional cocktail reception
and dinner were followed with live
music and a dessert buffet.
During dinner, our keynote
speaker,
William
Rosen,
presented “How Two Lawyers
Invented
the
Industrial
Revolution”, providing an exciting
taste of his most recent book,
“The Most Powerful Idea in the
World,” an acclaimed account of
how the invention of the steam
engine, and the principle that
people have the right to own and
profit from their ideas, gave rise
to the industrial revolution. I had
the privilege of presenting this
year's BPLA Distinguished Public
Service Award to the Honorable

President Grant Houston

Alan
D.
Lourie
for
his
contributions to precedent from
within the courtroom, exceptional
leadership outside it, and service
in
positions
that
markedly
improve the administration of
justice.
The BPLA Summer Outing was
held at Fenway Park on Friday,
July 22th when the Boston Red
Sox took on the Seattle Mariners.
The BPLA was well represented
in the 250 bleacher seats we
were able to secure. Despite the
sweltering heat, it was a rousing
game. The Sox took a 7-1 lead,
giving up 3 runs in the 8th, beating
the Mariners 7-4.
The Biotechnology Committee, co
-chaired by Konstantin M. Linnik,
Ph.D. of Pfizer and Leslie Meyer(Continued on page 2)
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invalidation. This was discussed by a
distinguished panel of experts including Krish
Gupta (EMC Corp.), who authored the EMC
Amicus Brief, Donald R. Dunner (Finnegan
Henderson), who argued before the CAFC on
behalf of i4i, Henry C. Dinger (Goodwin Procter),
who authored the Teva Pharmaceuticals Amicus
Brief, and Erik Paul Belt (McCarter & English),
who authored the BPLA Amicus Brief.

President’s Message
(Continued from page 1)

Leon of IP Legal Strategies, and the Chemical
Practice Committee co-chaired by, Lin J. Hymel,
Ph.D., of Weingarten, Schurgin, Gagnebin &
Lebovici and John W. Freeman of Fish and
Richardson organized an event on March 7
entitled “The New Biosimilars World: Strategies
and Insights” in collaboration with the Intellectual
Property Law Section of the Boston Bar
Association. This half-day workshop allowed
participants to stay up-to-date on the most
current thinking on the follow-on biologics
(FOBs)/biosimilars
law
and
regulatory
developments, their implications for product
exclusivity, patent strategy and patent litigation.
Guest speakers included Donald Ware, Partner
at Foley Hoag, Iain Cockburn, Professor of
Finance and Economics at Boston University
School of Management, Anthony Tridico, Partner
at Finnegan, and Kathryn Lumb Assistant
General Counsel at Pfizer Inc.

The Biotechnology Committee, co-chaired by
Konstantin M. Linnik, Ph.D. of Pfizer Inc. and
Leslie Meyer-Leon of IP Legal Strategies, and the
Chemical Practice Committee co-chaired by, Lin
J. Hymel, Ph.D., of Weingarten, Schurgin,
Gagnebin & Lebovici and John W. Freeman of
Fish and Richardson organized a roundtable
breakfast seminar on July 26 entitled
“Therasense v. Becton, Dickinson: Inequitable
Conduct Redefined”, in which experienced
biotech and pharma patent practitioners
exchanged their thoughts and insights on how the
recent Federal Circuit en banc decision will
reshape their practice, both in prosecution and
litigation contexts.

On May 26, The Ethics & Grievances Committee,
co-chaired by Timothy A. French of Fish &
Richardson and Steven J. Henry of Wolf
Greenfield, presented the seminar, “How to Make
More Money by Having Fewer Clients.” David
Hricik, a professor of law at Mercer University in
Georgia, addressed the increasing frequency and
magnitude of professional liability claims in the
patent law profession and what we, as patent
practitioners, can do to reduce our risk of having
to defend against such claims.

We have a full schedule of events in store for the
fall as well. The Licensing Committee will be
hosting a seminar on October 13. Our annual
PCT Seminar will be held on November 3-4 at the
Embassy Guest Suites in Waltham, MA. As a
reminder, you can register for all events on our
website.
Please continue to check out our calendar of
events on the website, where upcoming events
are featured.

On June 14, The Patent Law Committee, cochaired by Michael Bergman of Bergman & Song
and Justin J. Daniels of Skadden, presented a
panel discussion on Microsoft v. i4i. The contest
between Microsoft and i4i has raised important
issues regarding the standard of proof in patent

I encourage each of you to remain actively
involved with the BPLA, and to reach out to the
Board of Governors and the Committee Chairs
with any comments or suggestions.◊

Members on the Move

Do you have a new job?
Made a lateral move lately? Been promoted?
We want to hear about your news.
Please send your job-related news to:

Celia Leber launched new law firm,
Leber Patent Law P.C., in August.

vice-president@bpla.org
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We would like to thank our accountants for providing the BPLA with outstanding service over the years

Suzanne M. Monahan, CPA
Kelly A. McLaughlin, CPA
David M. Walsh, CPA
1 Batterymarch Park, Suite 101
Quincy, MA 02169-7454
617-769-9600
www.daviesmonahan.com
With approximately 16 years in providing accounting, auditing, tax, and consulting services, we attribute our
long-term success to understanding our clients’ needs and providing high-quality, timely service.

Summer Outing
Bost on Red Sox v s. Se at tle Mariners
The BPLA Summer Ou ting was held at Fenway
Park on Friday , J uly 22, 2011 when t he Bost on
Red Sox t ook on t he Seatt le Mariners. The
BPLA was well repres ent ed in almost 200
bleac her s eats. The g ame ended wit h t he Red
Sox beat ing t he Mariners 7-4. Des pit e t he
heat, it was an exc it ing ev ening.

Jason Meuth and Derek
Meuth enjoying the
summer outing at Fenway.
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Federal Circuit Upholds
Patenting of Genes in Myriad
Case

By Donna Meuth, Esq., Eisai Inc.

The Federal Circuit released a Inc. and the Directors of the
much anticipated decision in the University of Utah Research
case of Association for F o u n d a t i o n ( c o l l e c t i v e l y
Molecular Pathology v. Myriad “Myriad”), alleging that Myriad’s
Genetics, Inc. on July 29, 2011. composition claims to “isolated”
This case presented the DNA molecules cover patentquestion of whether isolated ineligible products of nature
DNA is patent-eligible subject under 35 U.S.C. §101. The
district
court
matter.
In the
decision,
the
“Federal Circuit decision in favor of
Plaintiffs held, on
Federal
Circuit
confirmed that
summary judgment,
confirmed
that
isolated
DNA
that the claims of a
isolated DNA may
number of patents
may
be
patentable
relating to the breast
subject
matter.
be patentable
and ovarian cancer
Judge
Lourie
subject matter.” genes BRCA1 and
wrote the court's
BRCA2 were invalid
majority opinion.
because
the
gene sequences
Judge Moore concurred in part,
while Judge Bryson concurred were products of nature and
therefore unpatentable. Myriad
in part and dissented in part.
alleged that because the
A variety of medical molecules as claimed
organizations, researchers, (“isolated” DNA) did not exist in
genetic counselors and patients nature, the claims were
(collectively “Plaintiffs”) brought patentable. The Federal Circuit
suit against Myriad Genetics,
4

4

addressed this question, as well
as the question of whether the
district court had declaratory
judgment jurisdiction.
For jurisdiction, the court
applied the MedImmune all-thecircumstances test, and looked
at three factors of standing,
ripeness, and mootness.
According to the court, a
declaratory judgment plaintiff
must allege both (1) an
affirmative act by the patentee
related to the enforcement of
his patent rights, and (2)
meaningful preparation to
conduct potentially infringing
activity. Myriad challenged the
district court’s jurisdiction on the
basis that the parties do not
have adverse legal interests
and that Plaintiffs failed to
allege a controversy of
sufficient immediacy and reality
to warrant declaratory judgment
(Continued on page 5)
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jurisdiction.
The Federal Circuit found that
only one of the many Plaintiffs,
Dr. Ostrer, established standing
to maintain the declaratory
judgment suit. Only Dr. Ostrer
was found to have alleged a
sufficiently real and imminent
injury because he alleged an
intention to actually and
immediately engage in allegedly
infringing BRCA-related
activities. However, just prior to
issuance of the decision, Myriad
filed a letter with the court
informing them that Dr. Ostrer’s
position had changed and his
standing questioned after he
transferred to a new university
where his ability to actually and
immediately engage in allegedly
infringing BRCA-related
activities was less certain.
In answering the question of the
patent eligibility of DNA-related
claims, the court drew from the
reasoning of the Supreme
Court's landmark decision in
Diamond v. Chakrobarty, 444
U.S. 1028 (1980).
From
Chakrobarty, biotechnology
inventions were generally held
to be patent-eligible subject
matter if the claimed subject
matter is a non-naturally
occurring composition of matter
having a distinct name,
character and use.
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Applying the test to isolated have m ark edly dif f er ent
DNAs, the Federal Circuit held char act er ist ics f rom t he
that the challenged claims are characteristics of the DNA in
drawn to patentable subject native form. The court again
matter because the claims reiterated that the subject
cover molecules that do not matter is a distinct chemical
exist in nature and are markedly entity and that focusing on the
different from those that do properties or use of that
exist in nature, i.e., they have chemical entity improperly
distinctive chemical identity and conflates the patent eligibility
nature from molecules that exist inquiry with an obviousness
in nature. The isolated DNA inquiry.
molecules as claimed by Myriad
The Federal Circuit dismissed
were found to be in a distinctive
the position advanced by the
chemical form from DNAs in the
Patent Office, distinguishing
human body.
Human
between isolated DNAs and
intervention was involved in
cDNAs on the basis that
cleaving or synthesizing these
isolated DNAs should not be
new chemicals and this human
patentable because they can be
intervention gives that isolated
seen using a "magic
DNA a distinctive
microscope"
chemical
identify
“The court
whereas
cDNAs
f r o m
t h a t
explained that cannot. The court
possessed
by
rejected the Patent
native DNA. The isolated DNA is a
Office’s argument as
isolated DNA were distinct chemical
it fails to recognize
manipulated
by entity defined by
t hat
t he
DNA
man to produce a
molecules
are
separate
molecule markedly
separate chemical
molecular
different from that
entities regardless of
existing in the body.
species joined whether they are
together by a
cDNA molecules or
The court explained
genomic
that isolated DNA is chemical bond.” isolated
DNA
molecules.
a distinct chemical
entity defined by separate The court noted that the ability
molecular species joined to visualize a DNA molecule is
together by a chemical bond. In "worlds apart" from possession
addressing the patent eligibility of an isolated DNA. The court
of the DNA claims, the court thus refused to make a
dismissed the argument that the distinction between cDNA
(Continued on page 6)
DNA should not be patenteligible because it does not
5
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claims and isolated genomic
DNA claims.
The Federal Circuit also stated
that their decision upholding the
patentability of isolated DNA
molecules is in line with the
longstanding practice of the
PTO, noting that the PTO has
issued patents directed to DNA
molecules for almost thirty
years. In addition, the PTO
Utility Examination Guidelines
issued in 2001 reaffirmed the
PTO’s position that isolated
DNA are patent eligible. The
Federal Circuit stated that “[i]f
the law is to be changed, and
DNA inventions excluded from
the broad scope of §101
contrary to the settled
expectation of the inventing
community, the decision must
come not from the courts, but
from Congress.”
In contrast with the DNA claims,
the court did not find the
diagnostic method claims
patentable. All but one of the
method claims at issue covered
"analyzing" or "comparing" a
patient's DNA sequence with
the DNA sequence from wildtype or normal patients that do
not have cancer to effectively
correlate a difference in the
DNAs with a cancer. The court
noted that the "analyzing" or
"comparing" step is the entire
process claimed, and can in
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fact be a mental step without presence or absence of a
being tied to some additional potential cancer therapeutic,
transformative test.
These and “determining” the growth
method claims thus fail the test rate of the host cells with or
of patent eligibility. However, w i t h o u t
the
potential
the court did not find that all therapeutic, and “comparing”
diagnostic method claims are the growth rate of the host cells.
not
patentable
These steps were
s u bj e ct
m at t e r .
“The court also found to involve a
Rather, the court
transformative step
found the
stated that "isolating
i n v o l v i n g
method
of
genes to provide
manipulation of the
screening
useful
diagnostic
cells
and
their
tools and medicines potential cancer growth
medium,
is surely what the
a
step
therapeutics to a n d
patent
laws
are
involving physical
be
patent
eligible
intended
to
manipulation of the
encourage
a n d subject matter.” cells in determining
protect." While it is
the cell growth
still possible to obtain claims to rates. Moreover, these steps
methods of diagnosis of a were found to be “central to the
di se ase, t h e d iag nost ic purpose of the claimed
methods that involve analysis process,” the goal of the claim
or comparison of a diseased being to assess a compound’s
state with a normal state must p o t e n t i a l a s a c a n c e r
include a physical step such as therapeutic.
The court also
"extraction"
or
o t h e r found that the claim was
manipulation of the underlying sufficiently specific and not “so
chemical, i.e., transformation, to ‘manifestly abstract’ as to claim
be analyzed or compared in the only a scientific principle, and
diagnostic step.
not a patent eligible process.”
The court also found the
method of screening potential
cancer therapeutics to be
patent eligible subject matter.
This claim was found to include
a transformative step.
The
claim recited a method that
included the steps of “growing”
host cells transformed with an
altered BRCA1 gene in the
6
6

Judges Moore and Bryson
issued separate opinions,
agreeing with the majority on
standing, the patent eligibility of
isolated cDNA, and the
majority's treatment of the
method claims. However, they
authored separate opinions to
discuss isolated DNA fragments
and full length DNA
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BPLA Visits the JPO And the Tokyo
IP High Court

By David Thibodeau, Jr., Esq., Hamilton Brook Smith & Reynolds, PC

I had the honor this past June of representing the
BPLA at the U.S. Bar/Japanese Patent Office
(JPO) Liaison Council meetings in Tokyo. The
city showed little evidence of the horrific
earthquake and tsunami occurring in northern
Japan just 12 weeks earlier. Despite a most
somber general mood, as one might expect after
experiencing the loss of so many lives, our
Japanese hosts were nonetheless receptive to
the long planned visit, and indeed seemed eager
for contact with outside visitors.

Congress towards patent law harmonization. He
was pleased to announce an amendment to
Japanese patent law had just passed a few days
prior. With these changes will come an option to
further delay filing of translations, expansion of
the grace period for an inventor’s own activities,
and a new procedure for resolving disputes (with
the Japanese High Court now having expanded
authority to review decisions by the JPO).

Despite a shortened deadline for requesting
examination (from seven years now down to
The Council (with representatives from eleven three), the JPO now seeing a significant
other U.S. patent law organizations) met with reduction in application pendency. This is likely
JPO officials, including the Deputy Commissioner due to several factors, including their outsourcing
of Patents, the Director of Examination of search services, a drop in the total number of
Standards, the Director for
requests for examination, and an
“Deputy Commissioner increase in the number of
Patent Examination Policy
Planning, and the Director,
withdrawals after first action. It is
Minami expressed the
Deputy and Assistant Directors
speculated that the latter two
JPO’s approval of recent
of the International Affairs
factors are likely due to the recent
efforts
in
the
U.S.
Division. It should come as no
worldwide downturn in economic
surprise that many on the Congress towards patent activity.
JPO’s staff are quite fluent in
law harmonization.”
The JPO continues efforts to
English, having been educated
decrease application pendency.
in the United States and/or having spent
One world-wide effort they participate in is the
significant time on this side of the Pacific.
Patent Prosecution Highway (PPH). PPH cases
Deputy Commissioner Minami expressed the now experience average pendency to first action
(Continued on page 8)
JPO’s approval of recent efforts in the U.S.
7
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Council members then had a special opportunity
the next day to attend a panel discussion with
Chief Judge Nagano and Judges Yaguchi,
Shiotsuki, Tanabe, Furuya, Shimzu, Iimura,
Inoue, Manabe, Chino, Shoji, Arai, Takemiya,
and Yagi of the Tokyo Intellectual Property (IP)
High Court. Chief Judge Nagano opened the
meeting by expressing gratitude on behalf of the
Japanese people for the assistance and support
received from the U.S. after the recent
earthquake and tsunami.

BPLA Visits the JPO and the Tokyo IP High Court
(Continued from page 7)

of 16 months at the JPO, whereas cases filed via
the normal route see an average of 28 months to
first action.

Ms. Imamura, the JPO’s Director of Examination
Policy Planning, then presented an update on the
JPO’s “Examination Guidelines” and “Case
Studies on Inventive Step”. English translations
of these documents were published in June 2010
and are available for downloading, respectively,
at
h t t p : / / w w w . j p o . g o . j p / t e t u z u k i _ e / The Court was formed in April 2005 and is
t_tokkyo_e/1312-002_e.htm and http:// loosely modeled after our CAFC. It hears appeals
w w w . j p o . g o . j p / s h i r y o u / k i j u n / k i j u n 2 / p d f / from trial courts throughout Japan (about 70% of
tukujitu_casestudy/progre_en.pdf. The JPO their workload) and appeals from the JPO (the
hopes these materials will continue to be remaining 30%). It was most interesting to learn
important resources for U.S. originated how appointments to the Japanese judicial
applications. They contain examples of how to system work, with newly graduated law students
determine whether an application meets the being assigned to hear patent cases, no Judge
JPO’s requirements for unity of
being permanently assigned to
invention, novelty, inventive
“One topic discussed by just one court, and most
step, and proper subject
judges moving from court to
the panel was the
matter.
court and from specialty to
different
effect
of
Members of the Council
specialty over time.
invalidity
decisions
discussed potential additions to
One topic discussed by the
these documents, such as to
issuing from the
panel was the different effect
address whether subjective
Japanese courts versus of invalidity decisions issuing
hindsight may or may not
from the Japanese courts
those issued by the
factor into the consideration of
versus those issued by the
JPO.”
inventive step under Japanese
JPO. If the JPO determines a
law. It was also pointed out
patent to be invalid, that decision is effective
that the Guidelines only present hypothetical
against the whole world. However, under
examples, which is sometimes of limited help,
Japanese law, a court decision is binding only on
and do not discuss predictable fixed criteria
the specific parties involved.
based on Japanese case law.
Judge Nagano also told us that the Court studies
decisions of the CAFC in great detail, looking to
them for guidance in many matters. In fact, most
of the remaining time was spent with Council
members answering the Judges’ questions about

We were then treated to a tour of the JPO’s
facilities and a most interesting demonstration by
an Examiner of the highly sophisticated,
multilingual tools they have available for
preparing responses to office actions.

(Continued on page 13)
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A Tightened Standard For
Inequitable Conduct
By K.A.Wrobel, Esq., Pierce Atwood LLP

this requirement lessened to showing mere
nondisclosure of material information to the
Patent Office. Although the low standards for
intent and materiality were intended to foster full
disclosure to the Patent Office, the low bar for
asserting inequitable conduct instead
encouraged such pleadings in nearly all patent
litigation cases. His accordingly increased the
proliferation of voluminous, and often marginally
relevant, disclosure documentation presented to
the Patent Office during prosecution to preempt
any claims of inequitable conduct.

The ruling in the recent en banc CAFC case of
Therasense, Inc. v. Becton, Dickinson&Co.,
(Fed. Cir. 2011, en banc) (hereinafter
“Therasense”) attempts to tighten the standard
for asserting inequitable conduct. On appeal
from the District Court of the Northern District of
California (Therasense, Inc. v. Becton, Dickinson
& Co., 565 F. Supp. 2d 1088 (N.D. Cal. 2008)),
Therasense raised the issues of more clearly
defining the inequitable conduct requirements of
proving intent to deceive the Patent Office and
materiality of non-disclosed documentation. The
opinion of the CAFC set forth more stringent
definitions of both prongs of the test in an effort
to counteract the expansion and overuse of the
inequitable conduct doctrine.

The case at issue involves patent claims
prosecuted with the distinguishing argument that
no membrane was required over an electrode
portion of a blood glucose testing device. The
inventor and the patent prosecutor submitted a
sworn statement to the USPTO declaring a
distinction between the claimed invention and
claims in an earlier patent based on this
membrane element. In the related EPO case,
however, the patent prosecutor relied on an
instance of alternative language in the
specification by interpreting such as requiring a
membrane. Because the prosecutor used this
argument to overcome prior art in a related case
and because the prosecutor did not disclose this
EPO paper during prosecution of the US case,

Inequitable conduct is a doctrine often relied on
in an attempt to invalidate a patent in its entirety.
Proving inequitable conduct related to a single
claim could invalidate an entire patent, not
merely the claim at issue, therefore making a
claim of “inequitable conduct” very appealing to
litigators. Based on low bars for proving intent
and materiality, litigators could drop this “atomic
bomb” argument to destroy a patent and,
potentially, a patent family by claiming and
proving “unclean hands” by a patent prosecutor.
Initially, proving inequitable conduct required a
showing of egregious misconduct, but over time

(Continued on page 10)
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interpreting the claims as broadly as possible
because the result of invalidating a claim under
the standard of inequitable conduct is so severe
(i.e. invalidating a patent). This “but-for” test for
materiality also includes an exception for
egregious misconduct, instances in which a
prosecutor knowingly acted to deceive. This
concession mirrors the historical “unclean hands”
trio of cases that initially defined the doctrine of
inequitable conduct as deliberate acts to defraud
the Patent Office, .e.g. acts including egregious
misconduct such as perjury, manufacture of
evidence and suppression of evidence.

A Tightened Standard
(Continued from page 9)

the accused infringers argued that the US patent
should be invalidated under the doctrine of
inequitable conduct because the EPO arguments
were material to patentability and because the
patent prosecutor should have known that
omitting that evidence would deceive the Patent
Office.
The District Court found in favor of the accused
infringer, but on appeal, the CAFC remanded for
further consideration based on a refinement of
the tests for intent and materiality. With regard
to intent, the CAFC concluded that an accused
infringer must prove by clear and convincing
evidence that a prosecutor acted with deliberate
intent to withhold a reference that was known to
be material, not that the prosecutor merely
should have known to provide certain
information. The court further held that “The
absence of a good faith explanation for
withholding a material reference does not, by
itself, prove intent to deceive.” Slip op. at 26.
With regard to materiality, the court here
tightened that standard as well. In the present
case, with regard to materiality, the majority
opinion of the CAFC set forth a “but-for” test in
place of the broad Patent Rule 56 (37 CFR 1.56)
test for materiality. (Rule 56 broadly defines
evidence as material if “(2) It refutes, or is
inconsistent with, a position the applicant takes
in: (i) Opposing an argument of unpatentability
relied on by the Office, or (ii) Asserting an
argument of patentability.”) The revised “but-for”
test of the CAFC ruling defined non-disclosed art
as material, “if the Patent Office would not have
allowed a claim had it been aware of the
undisclosed prior art.” Id. at 27 The CAFC
instructed that interpretation and application of
this but-for test requires applying the
preponderance of the evidence standard and

The Patent Office has proposed a new Rule 56
which incorporates the standards for materiality
set forth in Therasense.
From a practical
standpoint, this tightened standard requires that
patent prosecutors and inventors apply the “butfor” test for materiality when considering what
information to disclose to the Patent Office
during prosecution of an application or during
reexamination. The intent is to streamline the
proposed Rule 56 with the CAFC standard for
inequitable conduct, thereby hopefully reducing
the amount of marginally relevant information
submitted to the Patent Office and also reducing
the number of inequitable conduct pleadings.
Prosecutors still will bear the burden of
determining which disclosure is material,
potentially including arguments submitted in a
related case or even examiner comments in a
related case. Prosecutors also will have to make
decisions such as whether to re-open
prosecution to submit potentially material
disclosure, thereby potentially increasing client
expense and prolonging prosecution. Whether
or not the proposed new Rule 56 would have the
intended result of reducing the submission of
marginally relevant disclosure documents
therefore is debatable.◊
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The BPLA Submits Amicus Brief on
Method Claim Infringement Controversy

On June 27, 2011, the BPLA made its latest
foray into the national debate on patents by
submitting an amicus brief supporting the
Appellant on rehearing en banc in Akamai
Technologies, Inc., et al. v. Limelight Networks,
Inc. which is currently pending before the United
States Court of Appeals for the Federal Circuit.
On April 20, 2011, the Federal Circuit granted en
banc review of its decision, on December 20,
2010, affirming the District Court’s finding of nonfringement on the grounds that defendant
Limelight did not perform all the steps of the
asserted method claims and did not direct or
control its customers to perform the steps that it
did not perform as part of an agency or
contractual relationship. Specifically, the Federal
Circuit requested briefs from the patent
community concerning the following question:
If separate parties each perform separate steps
of a method claim, under what circumstances
would that claim be directly infringed and to what
extent would each of the parties be liable?

Federal Circuit in its December 20, 2010
decision, Akamai Technologies, Inc. v. Limelight
Networks, Inc., 629 F.3d 1311 (Fed. Cir. 2010),
improperly and unnecessarily renders worthless
an entire class of interactive method patents and
will undermine the public’s confidence in patents
and in the patent system as a whole. The
Akamai decision will be particularly damaging to
the computer and internet sectors of the
economy as the decision calls into serious
question the enforceability of many patents with
multi-participant method claims that were issued
before the Akamai Court announced its
contractual or strict agency control requirement
to find direct infringement when two separate
parties each perform separate steps of the
asserted method claim. The lack of confidence
engendered by the Akamai decision will
discourage investment in new business and new
technologies leading to a decline in innovation,
competition and the nation’s economic prosperity
generally.

In response, the BPLA submitted its amicus brief
in support of the Appellant Akamai’s position that
the Federal Circuit erred when it required a
contractual or agency relationship between two
separate parties who each perform separate
steps of the asserted method claims.

In its amicus brief, the BPLA argued that in order
to find direct infringement, there should be no
requirement, and indeed no such requirement
can be found in the statute, to establish a
contractual or agency “control” relationship
between separate entities who each perform
separate steps of an interactive method patent.
The BPLA argued that the en banc panel should

The BPLA is concerned that the contractual or
strict agency control element required by the

(Continued on page 13)
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BPLA Judges Dinner
The Boston Patent Law Association (BPLA)
hosted its Annual Dinner in honor of the Federal
Judiciary on Friday, June 10, 2011. The event
was held at the elegant InterContinental Boston
Hotel, located on Boston’s historic Waterfront. The
Dinner was well attended by BPLA members and
honored guests, including Judges from
Massachusetts and Washington, D.C. The
beautiful setting overlooking Boston’s harbor,
excellent food and drink, as well as musical
entertainment by District 21 all contributed to a
lively, enjoyable evening.

He is the author of Justinian’s Flea: Plague,
Empire, and the Birth of Europe (Viking 2007;
www.justiniansflea.com) and The Most Powerful
Idea in the World: A Story of Steam, Industry, and
Invention
(Random
House
2010;
www.mostpowerfulidea.com). Mr. Rosen spoke
about the men responsible for the Industrial
Revolution and the technology of the steam
engine. He discussed the important concept that
people have the right to own and profit from their
ideas.

We want to thank everyone for coming and
After the cocktail reception, Grant Houston, BPLA making the Annual Dinner a memorable,
President 2011, opened the evening with enjoyable event.◊
welcoming remarks. Mr. Houston presented the
BPLA 2011 Distinguished Public Service Award to
the Honorable Judge Alan D. Lourie of the United
States Court of Appeals for the Federal Circuit.
Judge Lourie was appointed by President George
H. W. Bush in 1990. Judge Lourie was awarded
the Jefferson Medal for outstanding contributions
to intellectual property law in 1998 and was a
recipient of the Intellectual Property Owners
Education Foundation Distinguished Intellectual
Property Professional Award in 2008 for
Elizabeth Lourie, The Honorable Alan Lourie,
extraordinary leadership in the intellectual
The Honorable Patti Saris, The Honorable Nathaniel
property community and a lifetime commitment to
Gorton, Jodi Gorton
invention and innovation. He recently received the
2010 Philadelphia Intellectual Property Law
Association’s Award for Outstanding IP
Achievement. Judge Lourie warmly accepted the
BPLA Distinguished Public Service Award.
After the awards ceremony, keynote speaker Bill
Rosen made a thought-provoking presentation
discussing “How Two Lawyers Invented the
Industrial Revolution.” Mr. Rosen was an editor
and publisher at Macmillan, Simon & Schuster,
and the Free Press for nearly twenty-five years.
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John Chapman, Christopher Everett, Joe Maraia

Ariella Feingold, Bo Han, Hilary Libka, Hollie Baker

JOB POSTINGS

Amicus Brief on Method Claim Infringement
(Continued from page 11)

reject the Akamai Court’s control requirement
and apply basic tort concepts of proximate cause
and joint tortfeasor liability to determine when
separate entities each performing separate steps
of a method claim directly infringe and to what
extent each of the parties should be held liable.
The BPLA’s amicus brief is available on the
BPLA’s website at www.bpla.org, under the tab
heading, “News and Amicus Briefs.” BPLA
members Jeffrey Francis and Joseph Maraia
partners in the Intellectual Property Group at
Pierce Atwood LLP prepared the brief on behalf
of the BPLA.◊

To add a job posting to our on-line list
of Career Opportunities for
3 full months, and to be listed in a
quarterly BPLA Newsletter,

BPLA Visits the JPO and the Tokyo IP High Court

D.C. sometime next spring to meet with US PTO
officials and the Council members once again.
The Internet has brought speed and ease of
global communication, seemingly erasing the
need to meet face to face. However, it is still
important for these international exchanges to
take place in person and at several levels. There
is no better way to gain an appreciation of the
legal, cultural, and social differences and
similarities that are sometimes elusive to
understand, but necessary, in our role as
advocates for our clients’ patent rights
worldwide.◊

please e-mail your job posting and
contact information to:
vice-president@bpla.org
(Fee is $300 per listing)

(Continued from page 8)

recent developments in U.S. patent law. The
Judges were particularly interested in hearing
our thoughts on the KSR, Therasense, and Bilski
cases, as well as recent CAFC decisions such
as those concerning divided infringement.
Judges from the the CAFC are expected to meet
with the Tokyo IP High Court in connection with
a Joint Judicial Conference in Japan from
October 25 to 27, 2011. Representatives of the
JPO are also expected to travel to Washington
13
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David Blau, Erik Belt, Lee Bromberg

Lisa Adams, Deirdre Sanders, Patrick Quinlan

Job Opportunities
Proteostasis Therapeutics Patent Attorney
Proteostasis Therapeutics, Inc.
PTI is seeking a Patent Attorney with 5+ years experience in patent prosecution. This individual will work with a
variety of cross-functional teams to build and maintain a strong intellectual property portfolio in support of the
company’s drug discovery and development efforts. The role will also involve exposure to a broad range of nonpatent legal issues arising from our extensive support for a range of academic collaborations and
pharmaceutical partnerships. The successful applicant will have a MS or PhD degree in a chemical or
biological discipline.
RESPONSIBILITIES
• Manage patent assets, including identifying patentable inventions through interactions with project
teams, drafting patent applications and responses to PTO correspondence, and determining
inventorship
• Conduct periodic patent and scientific literature searches in all technology areas of the company
• Identify, perform and/or manage patentability and freedom to operate searches, studies and opinions
• Review potential disclosures prior to submission for publication
• Assist with due diligence reviews for licensing efforts
• Negotiate CDA’s, MTA’s, and sponsored research agreements with academic institutions
• Supervise outside counsel; organize and conduct quarterly patent committee meetings
• Educate staff concerning key intellectual property issues
Contact Name: Walter Newman, PhD
Contact Phone: 617-225-0096
Proteostasis Therapeutics, Inc. is the first company dedicated to the discovery of new therapeutics based upon
understanding the body’s natural Proteostasis Network. Advances in our ability to characterize and
pharmacologically control the Proteostasis Network create new opportunities for ameliorating diseases in a wide
number of therapeutic areas. Regulation of the Proteostasis Network is a new approach to drug discovery that
will provide the kind of foundational understanding that we have witnessed with other breakthrough treatment
paradigms, such as with kinases and G-protein coupled receptors.
14
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Committees
ACTIVITIES & PUBLIC RELATIONS

IN-HOUSE PRACTICE

activities@bpla.org

inhouse@bpla.org

Bo Han, Wilmer Cutler Pickering Hale and Dorr

William DeVaul, Cubist Pharmaceuticals Inc.

LLP

David Miranda, Jr., Raytheon

AIPLA MOOT COURT

INTERNATIONAL & FOREIGN PRACTICE

mootcourt@bpla.org

international@bpla.org

Jonathan Mutch, Robins, Kaplan, Miller &

Deirdre E. Sanders, Hamilton, Brook, Smith &

Ciresi, L.L.P.

Reynolds, P.C.

Elizabeth Burkhard , Holland & Knight

John N. Anastasi, Lando & Anastasi, LLP

Joshua Dalton, Bingham McCutchen, LLP

LICENSING

AMICUS

licensing@bpla.org

amicus@bpla.org

Jamison J. Barr, Jenzabar, Inc.

Erik Paul Belt, McCarter & English

LITIGATION

Robert M. Abrahamsen, Wolf, Greenfield &
Sacks, P.C.

litigation@bpla.org
Martin O’Donnell, Cesari and McKenna LLP

ANTITRUST LAW

Douglas C. Doskocil, Goodwin Procter LLP

antitrust@bpla.org

MEDICAL DEVICES PRACTICE

Benjamin M. Stern, Proskauer Rose LLP

medicaldevices@bpla.org

Stephen Y. Chow, Burns & Levinson LLP

Jim Flaherty, Foley Hoag

BIOTECHNOLOGY

The Boston Patent Law Association
(BPLA) is an association of intellectual
property professionals, providing educational programs and a forum for the
interchange of ideas and information
concerning patent, trademark, and
copyright laws.
Through a volunteer
Board of Governors and committees, it
organizes and hosts educational
seminars, social events, and conventions,
and comments on rules, legislation, and
judicial decisions impacting the
profession.
Visit the BPLA at
www.bpla.org.
The BPLA Newsletter is published four
times a year by the Boston Patent Law
Association. Articles appearing in the
newsletter represent the views of the
authors and do not necessarily carry the
endorsement of the BPLA.

Jeremy Bond, Finnegan, Henderson, Farabow,

biotechnology@bpla.org

Garrett, and Dunner
NEW LAWYERS & LAW STUDENTS

Konstantin M Linnik, PhD, Pfizer Inc.
Leslie Meyer-Leon, IP Legal Strategies, LLC

newlawyers@bpla.org
Michael Carbonello, Houston Eliseeva

CHEMICAL PATENT PRACTICE

Editor-In-Chief: Joseph M. Maraia,
Esq.
Contributors:

Dan Young, Wolf Greenfield & Sacks, P.C.

chemical@bpla.org
Lin J. Hymel, Ph.D., Weingarten, Schurgin,

PATENT LAW

Gagnebin & Lebovici LLP

patents@bpla.org

John W. Freeman, Fish and Richardson

Justin J. Daniels, Skadden, Arps, Slate,
Meagher & Flom LLP

COMPUTER LAW
computer@bpla.org

Grant Houston, Esq.
Donna Meuth, Esq.
David Thibodeau, Jr., Esq
K.A.Wrobel, Esq

Michael Bergman, Bergman & Song LLP

John J. Stickevers, Sunstein Kann Murphy &
Timbers

PATENT OFFICE PRACTICE
patentofficepractice@bpla.org

Christopher Everett, Pierce Atwood

Emily Whelan, Wilmer Cutler Pickering Hale and
Dorr LLP

CONTESTED MATTERS

Debra Milasincic, Nelson Mullins

contestedmatters@bpla.org
Susan G.L. Glovsky, Hamilton, Brook, Smith &
Reynolds, P.C.

PRO BONO
probono@bpla.org

Michael R. McGurk, Finnegan, Henderson,
Farabow, Garrett & Dunner

Mary Rose Scozzafava, Ph.D., Wilmer Cutler

Publisher: Andrea Dwyer,
Staff Advantage

Pickering Hale and Dorr LLP

COPYRIGHT LAW

Robert J. Sayre, Modern Times Legal

copyright@bpla.org

TRADE SECRETS

Amy L. Brosius, Fish & Richardson P.C.

tradesecrets@bpla.org

Lawrence T. Stanley, Jr., Bingham McCutchen

Claire Laporte, Foley Hoag LLP

LLP

Heidi Harvey, Fish and Richardson

ETHICS AND GRIEVANCES

TRADEMARKS & UNFAIR COMPETITION

ethics@bpla.org

trademarks@bpla.org

Timothy A. French, Fish & Richardson P.C.

John L. Welch, Lando & Anastasi, LLP

Steven J. Henry, Wolf, Greenfield & Sacks, P.C.

Mark D. Robins, Nixon Peabody LLP

Letters to the editor, articles and job
postings are encouraged.
E-Mail all correspondence to:
vice-president@bpla.org
©2010 BPLA—All rights reserved.

Interested in playing a more active role in a committee?
Please contact the committee chair if you are interested in joining, switching, or
taking a more active participatory role in a committee.

Boston Patent Law Association
One Batterymarch Park, Suite 101
Quincy, MA 02169-7454
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