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It has been an honor and a
pleasure serving as the President
of the Boston Patent Law
Association over the past year. In
a year filled with change for
patent law, I hope you'll agree it
has been an extraordinary year
for the BPLA as we have
continued to advance our goals of
education, service, and
community.
The BPLA calendar of events was
full again this year. The BPLA
held over 20 events on variety of
topics including biosimilars, duty
of disclosure, and the effects of
Microsoft v. i4i on the standard of
proof in patent invalidation. We
also held our annual Judges
Dinner and summer outing, our
annual writing competition, and
submitted a number of Amicus
Briefs to the Courts. Such a wide
array of events not possible
without the tireless efforts of our
volunteer Board of Governors,
Committee Chairs, members, and
Cristin Berkey at my firm. On
behalf of our membership, I
extend my deepest appreciation.

President Grant Houston

This year, I am particularly proud
of the work that we have done
presenting programs to keep our
members up to date with new
developments. It has been a
particularly exciting time with the
passage of the Leahy-Smith
America Invents Act, and we
have offered several programs to
look at the new legislation. In
September, the Patent Law
Committee, co-chaired by
Michael Bergman of Bergman &
Song and Justin J. Daniels of
Skadden, held a luncheon to
review and discuss pending
changes to the patent law.
S p e ak er s in c lu d ed Br uc e
Sunstein of Sunstein Kann
Murphy & Timbers discussing
highlights of changing to a first-tofile system, Ralph Loren of
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Edwards Angell Palmer &
Dodge discussing the
implications of patent reform for
litigation, and Rajesh Vallabh of
Foley Hoag discussing the new
Patent
Office
review
procedures. In October, the
Patent Office Practice
Committee, co-chaired by Emily
Whelan of WilmerHale and
Debra Milasincic of Nelson
Mullins, presented a lunch
seminar examining the
implementation of patent reform
at the USPTO. Mr. Hiram
Bernstein, Senior Legal Advisor
in the Office of Patent Legal
Administration under the
Associate Commissioner for
Patent Examination Policy,
spoke and took questions on a
variety of issues surrounding
the USPTO's implementation of
patent reform legislation. There
were some very well-attended
seminars.
I am also proud to report that
this year the BPLA has
continued to implement many of

Volume 42, Issue 3

the positive changes introduced
by my predecessor, Past
President Lisa Adams. We
continue to update and improve
the website, offering on-line
event registration, a directory of
our membership, and a wealth
of information including Amicus
Briefs filed by the BPLA, the
BPLA Newsletter, and materials
from BPLA events. We also had
a member social again this
year. The Members Social took
place last March at the Liberty
Hotel, enabling our members to
socialize and network, catching
up with old friends and meeting
new ones. A second social for
new lawyers and law students,
organized by our New Lawyers
and Law Students Committee,
co-chaired by Dan Young of
Wolf Greenfield and Michael
Carbonello of Houston Eliseeva
and co-sponsored by the AIPLA
Young Lawyer’s Committee,
took place in August at the
Hyatt Regency Boston.
As President, I strove to
introduce some traditions of my
own, including updating our
annual Judges Dinner to create

a more relaxed and fun event.
Live music and a desert bar
allowed the festivities to
continue after the seated dinner
concluded, enabling Judges,
Members, and guests to
socialize well into the evening. I
hope that you had the
opportunity to join us for this
enjoyable event.
The year is far from over and
we have some exciting
upcoming events. I am
especially looking forward to the
Annual Meeting, where we will
welcome former Federal Circuit
Chief Judge Michel, and I hope
you will be able to join us. This
year’s meeting will take place at
the Seaport Hotel on December
9, 2011.
I am very thankful for the past
year and for having been
entrusted with the honor of
serving as the President of the
BPLA. I look forward to serving
on the board as Immediate Past
President after handing over the
BPLA gavel to our incoming
President, Neil Ferraro, at the
Annual Meeting.

Members on the Move
•

•

Tony Onello and David Mello recently formed Onello
and Mello LLP, a Boston-based law firm practicing
intellectual property law, recently reestablished in
August 2011.
Hoffman Warnick (HW) is proud to announce the
opening its newest office this month, in downtown
Boston. Hoffman Warnick, an intellectual property
firm based in Albany, NY, has recently expanded its
to the Boston area. HW’s new office is located at 225
Friend Street, one block from North Station.
2
2

Do you have a new job?
Made a lateral move lately?
Been promoted?
We want to hear
about your news.
Please send your job-related
news to:
vice-president@bpla.org
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2010 BPLA Annual Meeting Minutes
The 2010 Annual Meeting was held at the Intercontinental Hotel Boston on Friday, December 10, 2010.
Outgoing President Lisa Adams called the meeting to order and recognized past BPLA Presidents, including
those in attendance. Board Member Erik Belt announced the winners of the writing competition: first place to
Marcie Clark of Suffolk University Law School and second place to Daniel Rose, also of Suffolk University Law
School. Outgoing President Adams introduced Incoming President Grant Houston. Incoming President
Houston provided brief remarks, and thanked the assembled Committee Chairs, reciting the efforts of the
Committee Chairs over the prior year. Immediate Past President Mark Solomon presented to the membership
the work by the BPLA with the Boston Museum of Science (MOS) on the forthcoming MOS exhibit entitled
“Invented Here!” Incoming Vice President Joseph Maraia delivered the Treasurer’s Report, and a voice vote of
the membership approved the Treasurer’s Report. Gregory Sieczkiewicz as incoming Secretary provided the
Secretary’s Report and a voice vote of the membership approved the Secretary’s Report. Outgoing President
Adams completed her duties as BPLA President by delivery of the President’s Report and installed the new
Board and Officers with a unanimous voice vote from the membership. New President Houston thanked
Adams for her efforts and presented her with the BPLA Patriot Plate. President Houston then introduced the
keynote speaker, Sharon Barner, Deputy Under-Secretary of the United States Patent and Trademark Office.
President Houston then moved to end the 2010 BPLA Annual Meeting, the motion carried unanimously.

Membership Renewal
This is a reminder that renewal fees for the 2012 BPLA membership can now be paid after
December 1, 2011.
Attorney Member $115
Non-Attorney Member $105
Members wishing to renew their membership for 2012 can do so on-line at www.bpla.org. The on-line
payment option is made available using credit card payment. Once your payment is received, your
membership status will be automatically updated for the membership year. You will also receive
a statement itemizing your transaction.
Firms and companies also have the ability to renew members in bulk using the on-line bulk renewal
process. Anyone can renew members of his or her firm or company.
Please visit the BPLA website and click on the Member Login tab. Enter you username as
FirstnameLastname. If you have forgotten your password, enter your username (i.e.,
FirstnameLastname) and a password reset email will be sent to you. Please remember to check your
spam, as many emails from the new website are being blocked.
It is also possible to pay by mail, as in the past. A renewal form can be printed from the website.
Please complete the form and mail it to the following address, along with a check made payable to the
Boston Patent Law Association:
BPLA Treasurer
One Batterymarch Park
Suite101
Quincy, MA 02169 - 7454
3
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Fraud at the TTAB: Where We At?

By John L. Welch Esq., Lando & Anastasi, LLP

The CAFC’s August 2009 decision in In re Bose
Corporation, 91 USPQ2d 1938 (Fed. Cir. 2009),
brought a sudden end to the “golden era” of fraud
at the Trademark Trial and Appeal Board, when
fraud was a favorite avenue of attack in inter
partes proceedings. Under Medinol v. Neuro
Vasx, 67 USPQ2d 1205 (TTAB 2003), summary
judgment for fraud was a near certainty once a
party discovered that the other side had filed its
use-based application or maintained its
registration for a mark that was not in use for all
the listed goods or services. The attacking party
did not have to prove that its adversary intended
to deceive the US Patent and Trademark Office
(USPTO), but only that the adversary “knew or
should have known” that its statement regarding
use was false. 67 USPQ2d at 1209. All that
changed with Bose.

Since Bose, the TTAB has yet to find fraud in a
single case. In the months after Bose, the Board
issued several precedential decisions clarifying
the strict pleading requirements for a fraud
allegation. But pleading fraud is not a major
hurdle; the difficult task is proving it. Not only
must the party charging fraud establish the other
party’s intent to deceive the USPTO by clear and
convincing evidence, but in view of the Board’s
recent precedential ruling in M.C.I. Foods, Inc. v.
Brady Bunte, 96 USPQ2d 1544 (TTAB 2010), an
advice-of-counsel defense will be a major
roadblock to proof of fraud, and under its nonprecedential decision in Information Builders, Inc.
v. Bristol Technologies, Inc., Opposition No.
91179897 (January 10, 2011), an applicant who
claims to be an “innocent layperson” may be
immunized from a fraud finding.

The CAFC’s ruling in Bose raised the bar for
proof of fraud by discarding the Board’s more
lenient Medinol standard, akin to mere
negligence, and insisting that proof of deceptive
intent be established by clear and convincing
evidence: “there is no fraud if a false
misrepresentation is occasioned by an honest
misunderstanding or inadvertence without a
willful intent to deceive.” 91 USPQ2d at 1942.

In MCI Foods, Bunte petitioned for cancellation of
MCI’s registration for the mark CABO PRIMO and
design for various Mexican-style food products,
including burritos, tacos, tortillas, tamales, and
the like. Bunte alleged that MCI never used that
mark for nearly all the goods identified in its
registration. Indeed, MCI’s President testified that
it had used the mark only on burritos and that
MCI included the additional goods “in anticipation
(Continued on page 5)

4
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The Board hastened to add that its finding does
not mean that the mere assertion that one acted
with advice of counsel will automatically comprise
a good defense to a fraud claim. Instead, the
ruling means that the party claiming fraud must
show that the advice of counsel defense, once
raised, is “inapplicable or inappropriate under the
particular circumstances of the case at hand.” Id.
at 1550.

Fraud at the TTAB Continued
(Continued from page 4)

of future use.” 96 USPQ2d at 1548.

The Board found that MCI “made a false
representation when it filed its application to
register the CABO PRIMO and design mark and
claimed use on products other than burritos,” and
that it did so “to obtain as broad a scope of
protection as possible.” Id. at 1549. Nonetheless,
the Board found that MCI did not intend to And so the Board denied Bunte’s fraud claim, but
deceive the USPTO when it filed its application:
it did order that MCI’s registration be restricted to
burritos.
Because MCI filed its application to register
the CABO PRIMO and design mark with the As a practical matter, MCI Foods underscores
advice of counsel, the overly expansive the difficulty a party will have in proving a fraud
description of goods, while a false claim. As soon as the challenged party asserts
statement, falls short of constituting a that it acted with advice of counsel, it is
fraudulent statement which carries with it an incumbent on the other party to find out just what
actual or implied intent to deceive the advice was given and whether it was followed. It
USPTO. Id.
may be necessary to depose the attorney as well
as the challenged party. This obviously will make
The Board refused to find an intent to deceive the pursuit of a claim of fraud considerably more
without a proper factual basis, pointing out that expensive, particularly given the likely battle over
“there is no evidence or testimony indicating that the attorney-client privilege and the need for
MCI was advised that it could not or should not attorney testimony. Moreover, if the most that can
apply for Mexican food products not identified by be shown is that the party did receive and follow
its CABO PRIMO and design mark.” Id.
advice of counsel – albeit possibly bad advice –
then the costly pursuit of the fraud issue will have
[I]t was incumbent upon Bunte to establish been for naught. The result of all this may well be
such a factual basis by, for example, that fewer fraud claims are pursued to the bitter
eliciting further testimony as to the actual end.
advice MCI received when it “discussed
with counsel” the list of goods it intended to One might have thought that one particular
include in the application and whether or to factual scenario – the fabricated specimen of use
what extent MCI relied on such advice. *** – would surely constitute fraud, but the
Bunte failed to show, by direct evidence, Information Builders decision makes even that
that MCI intended to deceive the USPTO doubtful. The Board refused to find that Bristol
or, by indirect evidence, that the Board Technologies committed fraud when, in response
could draw no reasonable conclusion other to an Examining Attorney’s requirement for
than that MCI intended to deceive the submission of a proper specimen of use, it
(Continued on page 10)
USPTO. Id.
5
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With approximately 16 years in providing accounting, auditing, tax, and consulting services, we attribute our
long-term success to understanding our clients’ needs and providing high-quality, timely service.

NOTICE OF THE NOMINATING COMMITTEE’S RECOMMENDATION FOR
OFFICERS AND MEMBERS OF THE BOARD OF GOVERNORS
The Nominating Committee of Lisa Adams, Mark Salomon, and Leslie Meyer-Leon recommends the
following members to serve as the Officers and Board of Governors of the Boston Patent Law
Association for the upcoming year:
President-Elect:
Vice President:
Treasurer:
Secretary:
Past President:
Board Member:
Board Member:
Board Member:

Joseph M. Maraia
Donna M. Meuth
Gregory J. Sieczkiewicz
Erik Belt
Grant Houston
Monica Grewal
Patrick A. Quinlan
Rory Pheiffer

As President-Elect, Neil Ferraro will take the office of President at the Annual Meeting. The vote
will take place at the Annual Meeting on December 9, 2011.

JOB POSTINGS
To add a job posting to our on-line list of Career Opportunities for
3 full months, and to be listed in a quarterly BPLA Newsletter,
please e-mail your job posting and contact information to:
vice-president@bpla.org
(Fee is $300 per listing)
6
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New Top-Level Domain Names New Frontier . . . or New Coke?

By Joshua M. Dalton, Esq. and Lisa Kirby Haines, Esq.,
Bingham McCutchen LLP

The Internet Corporation for
Assigned Names and Numbers
( I CA N N) , t he no n- pr of it
governing body that oversees
the Domain Name System,
recently approved a plan to
allow the registration of
hundreds of new, more specific
Internet domain name endings,
known as top-level domains
(TLDs). Lauded by ICANN as
the “Biggest Expansions to
Internet in Forty Years,”1 for the
vast majority of companies, this
domain name system will likely
prove to be one of the biggest
non-events in Internet history.
Under the existing TLD regime,
internet domain names must
use one of the 22 TLDs (.aero,
.arpa, .asia, .biz, .cat, .com,
.coop, .edu, .gov, .info, .int,
.jobs, .mil, .mobi, .museum,
.name, .net, .org, .pro, .tel,
.travel and .xxx) or one of the
country code top-level domains
(ccTLDs) (such as .us or .uk)
that have been previously
approved. Under the newly
announced program, domain
addresses can end with almost

any word and any combination
of characters, pr oviding
businesses, governments and
communities with the ability to
end their Internet addresses
with a name of their own
choosing. This action could
result in brand-specific TLDs
such as .coke or .ford;
geographically-related
extensions such as .boston
or .nyc; and industry-related
domain extensions such
as .law, .sports or .news. But
given the cost of the new TLDs,
coupled with the diminishing
role domain names play in how
consumers use the Internet,
ICANN appears likely to join the
grand tradition of New Coke
and Netflix by creating an overly
-hyped, expensive launch of a
concept that consumers neither
want nor need.
The Application Process
The details of the new TLD
system are set forth in the
Applicant Guidebook, a 352page ICANN publication that
provides a detailed guide to the

1

application process. The
proposed final Applicant
Guidebook is available at
www.icann.org.
ICANN plans to accept
applications for the first round of
new TLDs from January 12,
2012 to April 12, 2012. The
initial application round is open
only
to
established
corporations, organizations, or
institutions. Individuals and sole
proprietorships must wait for the
second round. Applicants must
demonstrate the operational,
technical and financial ability to
run a domain name registry and
to comply with the associated
requirements. Applicants must
identify their directors, officers,
partners
and
major
shareholders, and ICANN will
perform background checks on
the entities and individuals.
Applicants must also provide
documents proving their legal
status and financial statements
covering their most recently
completed fiscal years.
(Continued on page 8)

Biggest Expansion to Internet in Forty Years (June 26, 2008), http://hexus.net/business/press-releases/channel/14073-biggest-expansioninternet-forty-years-approved-implementation/
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(Continued from page 7)

ICANN will assess the
applications pursuant to its
Applicant Guidebook, which
outlines the criteria and
requirements for seeking a new
TLD, and features the 50
questions that all applicants
must answer. ICANN reserves
the right to deny applications
based on this criteria. Grounds
for objections include:
• The TLD string infringes
existing legal rights of a
trademark owner(s);
• The TLD string is confusingly
similar to an existing TLD or
another applied-for TLD
string;
• The TLD string is contrary to
generally accepted legal
norms of morality and public
order; or
• There is opposition to the TLD
application from a significant
port ion of a target ed
community.
ICANN says it will post the
public portions of all TLD
applications within two weeks of
April 12, 2012, and will post the
results of its initial evaluations
of the applications in November
2012. Given this timeline, new
TLDs approved by ICANN and
not formally opposed by other
parties could begin to go live in
early 2013.
ICANN

will

process

TLD

applications in “batches,” with
the first batch limited to 500
applications and subsequent
batches limited to 400
applications. ICANN expects to
issue at least 300 new TLDs
per year and will not issue more
than 1,000 new TLDs per year.
Costs
One of the biggest downsides
to this new program is the price.
A company, government or
individual that wants to create
its own domain suffix must pay
$185,000, including an initial
$5,000, to apply. There is also a
$25,000 annual fee to run the
registry, in addition to the actual
expenses of setting up and
operating a registry, including
those associated with software,
hardware and telecom services.
Because of the expense of this
process, which could reach
millions of dollars, the applicant
pool will likely consist of large
brands focused on protecting
themselves from brand
infringement or creating a
competitive advantage.
Businesses will have to decide
whether this application fee, the
cost and time of preparing the
detailed application, the effort of
technically maintaining a
domain, and any future
marketing of the new domain
address to an unfamiliar
audience are worth creating a
domain name brand.
Questionable Success of
ICANN’s TLD Program
Objective
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ICANN has boldly predicted that
the new regime will have farreaching impact: “New [T]LDs
will change the way people find
information on the Internet and
how businesses plan and
structure their online presence.
Virtually every organization with
an online presence could be
affected in some way.”2 ICANN
also claims the changes will be
beneficial, “provid[ing] a
platform for the next generation
of creativity and inspiration,”
according to Peter Dengate
Thrush, chairman of ICANN’s
board.3
Reality may be far less exciting
or meaningful. Indeed, many in
the technology community
predict that the majority of TLDs
will fail to catch on with Internet
users simply because
consumers “will fall back on
familiar dot-com addresses, or
run Google searches.”4 Kurt
Gatrock, senior vice president
of the original marketing
company of .com addresses,
stated that new domains will be
“somewhat secondary” because
“most people find websites
through search serves like
Google or Bing. ‘We just type
the name in the box, and away
we go.’”5 Therefore, it is
possible “that as many as 75
percent of new addresses ‘will
perhaps be of modest use, and
may be dead in the water in a
few years.’”6
The “name in a box” method of
navigating the Internet is deeply
entrenched. According to a
(Continued on page 9)

2
ICANN Approves Historic Change to Internet’s Domain Name System (June 20, 2011), http://www.icann.org/en/news/releases/release20jun11-en.pdf
3
Id.
4
Hiawatha Bray, For users, Net’s tweaks no big deal (June 22, 2011), http://articles.boston.com/2011-06-22/business/29690591_1_top-level
-domains-org-domain-icann
5
Id.
6
Id.

8
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November 2008 report from
Hitwise, brand and name
searches account for 86% of all
Internet searches, indicating
that consumers are rarely
utilizing the URL address bar,
and lack motivat ion t o
memorize new domain
addresses.7 Because of such
f actors as convenience,
correction of typing errors in the
URL, or, as one Internet user
explained, “a richer experience
… than the direct navigation
path, without much cognitive
overhead and without much
perceived risk,”8 consumers are
primarily using search engines
to find a particular website,
even when they know the
domain address of the company
they seek:
“The majority of people still
use search fields to find a
company, even if they have
been on the site before. And if
it is a frequently visited site,
there is bookmarking or even
the dropdown history from the
URL field to get you there
faster. Which means, on the
whole, that people are not
committing domain names to
memory ….”9
Chrome, Google’s web
browser, combines separate
URL address and search
functionality into a single fully
integrated search bar based on
context. When a URL is
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provided, Chrome goes to the
URL. When a URL is not
provided, a search is
performed. Should other web
browsers similarly compress the
two functions into one bar, it will
only serve to further reduce the
importance of domain names in
connecting to consumers.
Unintended Consequences
Resulting from TLD Program
While ICANN’s launch of new
TLDs may fall short of “chang
[ing] the way people find
information” or unleashing “the
next generation of creativity and
inspiration,” the new expansion
may avoid complete irrelevance
because of a most unintended
consequence: search engine
optimization (“SEO”). SEO is
the process of improving the
visibility of a website in a search
engine results page. The impact
of a new TLD on a website’s
ranking in Google or Bing
keyword results is still unclear,
as it will depend on whether
search engines alter their
algorithms to account for these
domain changes.
A number of technology experts
are predicting that search
engines will award the new
TLDs with high rankings in
keyword results. In analyzing
the current Google search
methods, Tim Callan suggests
that Google will use TLD
information to influence search
results:
“[Y]ou can easily find a myriad

Volume 42, Issue 3

of instances in which
preference appears to be
given to .gov and .edu sites
for appropriate search terms.
Search on texas. The top
result is the state of Texas’s
site at www.texas.gov.
Second is Wikipedia’s entry
on Texas. Now, there’s no
way that the state of Texas
has optimized its site to the
level where it can go toe to
SEO toe with Wikipedia.
What’s happening here?
Google is giving great weight
to the fact that this site has
a .gov domain. … Search on
harvard and you see the
same exact thing with .edu.
This time Wikipedia is #5,
behind four .edus (and with
more .edus below). Again, we
see
the
same
for
p r i n ce t o n, u c l a, jo h n s
hopkins, and lots of other
educat ional institut ions.
Again, it ’s the .edu
addresses.”10
Others believe that the new
TLD program will have little to
no impact on SEO.11 One
commentator observed that
search engines “give no
particular credit or boost to
generic top level domain
names”:
“If you managed to
get .money, that doesn’t
mean you’ll rank tops for
money-related terms any
more than people with the
existing .travel domains do
well for travel — because they
(Continued on page 10)

7
Heather Hopkins and Heather Dougherty, Protecting Your Brand Online (November 2008), http://www.212nyc.org/whitepapers_docs/
Hitwise%20US%20ProtectingYourBrand%20Nov%2008%20(2).pdf
8
Marshall Kirkpatrick, Will Mainstream Users Ever Learn About the Browser’s Address Bar? (July 17, 2008), http://www.readwriteweb.com/
archives/will_mainstream_users_ever_learn.php
9
Paula Norambuena, Jeff Mancini and Jeromme McDonnell, What’s in a Domain?, http://www.interbrand.com/Libraries/Articles/
Interbrand_dotbrand.sflb.ashx
10
Tim Callan, New gTLDs and SEO (August 16, 2011), http://timcallan.blogspot.com/2011/08/new-gtlds-and-seo-part-1-of-2.html
11
Danny Sullivan, What The New ICANN Domain Names Mean For Google Rankings & SEO: Nothing (June 20, 2011), http://

9
9
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don’t. Go do a search for
‘travel’ now or any popular
travel-related term on Google.
Count the number of times
you see sites coming up
with .travel in their domain
name. You won’t need more
than one hand. You probably
one need more than one
finger. You probably won’t
need any fingers at all.”12
Given that SEO is now a major
industry, even a slight
competitive advantage may
motivate significant participation
in the new TLD arena.
Regardless of input on SEO,
however, it is certain that this
new system will create
c on s id er a bl e i ss ues f or
trademark owners, as well as
12
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provide ongoing business for
intellectual property attorneys.
New TLDs will only increase the
burden on owners of policing
their
marks
against
cybersquatting, infringement
and consumer confusion.
Businesses, regardless of
whether they take advantage of
the new domain names, will be
forced to vigilantly protect their
brand, requiring more time,
additional brand protection
strategies, a larger investment
of resources, and greater
reliance on the IP legal
community. This unintended
consequence of the new TLD
realm will cause headaches for
many companies over the
coming years.
W hat S h o u l d
Businesses Do?
Keeping

I n d i vi d u a l

ICANN’s

Volume 42, Issue 3

timelines in mind, companies
should consider whether they
want to invest the time and
resources to apply for new
TLDs in light of the impact, or
lack thereof, upon Internet user
behavior, SEO and trademark
issues. If they do, they should
familiarize themselves with the
Applicant Guidebook, the
application form and the
required documentation.
Obviously, the critical decision
is whether there is an
appropriate business reason to
apply for a new TLD. Market
positioning and long range
business goals must be
evaluated alongside the costs
associated with this opportunity.
In view of the costs, it is likely
that relatively few companies
will apply for new TLDs.

projected

Id.

BRISTOL FOCUS as shown on the substitute
specimen.” Opposition No. 91179897, slip op. at
19-20.

Fraud at the TTAB Continued
(Continued from page 5)

fabricated a computer screenshot displaying its
mark BRISTOL FOCUS and then verified that
the fabricated specimen had been in use in
commerce as of its application filing date. In fact,
Bristol Technologies had not even completed its
software product, let alone made a sale thereof.

The Board “would not characterize his actions as
trying to fabricate a fraudulent specimen,” and it
ruled that Opposer had failed to meet its heavy
burden of proof to show fraud. Id. at 20.

The Board, however, was “reluctant to hold” that
Opposer had proven fraud “to the hilt” by clear
and convincing evidence that Bristol intended to
deceive the USPTO. Instead, based on the
evidence of record, it found that Bristol’s
president, “as a layperson, had an honest
misunderstanding that the above activities
represented a legitimate way to document his
purported usage of the adopted term and that
applicant had legitimately used the mark

In sum, it seems that in most cases a party
accused of fraud will be able to avail itself of
either the “innocent layperson” defense or the
“advice of counsel” defense. One must wonder
whether the only persons capable of committing
a fraud on the USPTO are trademark attorneys.¸

10
10
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The Annual Meeting
Friday, December 9, 2011
Seaport Hotel
The Keynote Speaker is:
THE HONORABLE PAUL R. MICHEL
Registration and Cocktail Reception begins at 11:00 a.m.
Program and Lunch begin at Noon.
Members $110
Non-members $140
Table of 10 $1100

2011 Recipient of the Boston Patent Law Association
Distinguished Public Services Award
The Honorable Alan D. Lourie
Circuit Judge
United States Court of Appeals for the Federal Circuit

Judge Alan D. Lourie was appointed by President George H. W. Bush to the United
States Court of Appeals for the Federal Circuit on April 6, 1990. Prior to his
appointment, Judge Lourie was Vice President, Corporate Patents and Trademarks,
and Associate General Counsel of SmithKline Beecham Corporation. Judge Lourie
also held the position of Vice Chairman of the Industry Functional Advisory
Committee on Intellectual Property Rights for Trade Policy Matters (IFAC 3) for the
Department of Commerce and the Office of the U.S. Trade Representative from 1987
to 1990. He was a member of the Judicial Conference Committee on Financial Disclosure from 1990 to 1998 and is now a
member of the Committee on Codes of Conduct. Judge Lourie received his Bachelor's degree from Harvard University, his
Master's degree in organic chemistry from the University of Wisconsin, and his Ph.D. in chemistry from the University of
Pennsylvania. He received his J.D. from Temple University.
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Implementation of Patent
Reform at the USPTO

On October 26, 2011, the BPLA Patent Office Practice
Committee presented a lunch seminar at the Omni
Parker House Hotel on Implementation of Patent
Reform at the USPTO. Mr. Hiram Bernstein, Senior
Legal Advisor in the USPTO’s Office of Patent Legal
Administration (OPLA), discussed some of the
USPTO’s plans for implementing the Leahy-Smith
America Invents Act (AIA). Mr. Bernstein and OPLA
are currently working extensively on rule making
directed towards implementation of the AIA. An
audience of over 60 patent agents and attorneys
asked numerous questions throughout the
presentation, which proved both informative and
engaging.

and transitional post-grant review program for covered
business method patents. The USPTO expects to
issue several rule making packages related to Group 2
subjects in January 2012, and encourages the patent
law community to submit comments now, well before
the packages are finalized, in order to have early
comments considered as the rules are being drafted.
Comments will be invited, as well, as after the Rules
are published. Finally, “Group 3 Rulemakings” relate
to provisions that become effective 18 months from
the date of enactment, and include transitioning to a
first-inventor-to-file system and derivation
proceedings. Some of these Group 3 subjects are
primarily statutory and may involve less rule making
than the Group 2 subjects. Group 3 subjects will be
next to get rule making attention.

During the presentation, Mr. Bernstein discussed a
variety of aspects of the USPTO’s efforts to implement
the AIA. The USPTO is currently focused on “Group 1
Rulemakings” relating to AIA provisions that have
effective dates of 60 days or under after the date of
enactment. These provisions relate to fees and
funding provisions; prioritized examination (Track 1);
certain reexamination changes; best mode; the human
organism prohibition; and virtual and false marking.
The USPTO is also hard at work on “Group 2
Rulemakings,” for provisions of the AIA that become
effective 12 months from the date of enactment.
These provisions include changes to the inventor’s
oath/declaration; third party submission of prior art;
supplemental examination; citation of prior art in a
patent file; priority examination for important
technologies; inter partes review; post-grant review;

We thank Mr. Bernstein and our members for an
engaging discussion that provided helpful insights
regarding the contours of the AIA.
Mr. Bernstein made clear that the USPTO is very
interested in hearing from practitioners regarding AIA
issues, and welcomes both formal and informal
comments throughout the implementation process.
The incoming 2012 Patent Office Practice Committee
Co-Chairs would like to hear from BPLA members
interested in providing input for BPLA comments on
any AIA topic of interest. Please contact Emily
Whelan at emily.whelan@wilmerhale.com and Nicole
Palmer at NPalmer@LALaw.com if you would like to
get involved.
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Job Opportunities
University of New Hampshire School of Law
Professor of Patent Prosecution Practice

The University of New Hampshire School of Law’s (UNH Law) Franklin Pierce Center for Intellectual
Property is seeking to hire a full-time professor of patent prosecution practice. UNH Law offers
the most extensive selection of intellectual property courses in the country, exposing students
to a wide range of cutting-edge intellectual property issues. As a pioneer in integrating
intellectual property studies into legal education, UNH Law offers students the practical
experience needed to handle innovation in today's complex environment.
JOB DESCRIPTION:
UNH Law’s unique patent prosecution program is a crown jewel of its intellectual property education
program. UNH Law is seeking a full-time professor to teach and direct its patent prosecution
program. The person who is hired for this position must be able to teach and continue to
develop a program of instruction that provides students with the skills needed to prosecute
patent applications, including claims drafting and patent application preparation and
procedures. The course includes a weekly lecture component that is given by the patent
prosecution professor and small sections with practicing patent attorneys that are managed by
the patent prosecution professor. By the end of this two-semester program, students will have
drafted a complete patent specification and claims, responded to various USPTO Office
Actions, and learned to prepare additional documents for filing with the USPTO.
The position may also entail teaching a smaller capstone patent prosecution practice class or, subject
to curricular needs and the interest of the successful applicant, a class outside the patent
prosecution program. The position may be structured to accommodate individuals interested
in combining teaching responsibilities with an ongoing law practice or other professional
obligation.
JOB QUALIFICATIONS:
Qualified candidates must hold an advanced degree in law (J.D.), be registered as a patent attorney
with the USPTO, have considerable experience prosecuting patents, and have familiarity with
the America Invents Act of 2011. Prior teaching experience is desirable, but not required.
APPLICATION PROCEDURE:
The University of New Hampshire School of Law is strongly committed to diversifying its community
and we welcome expressions of interest from, or nominations of, professors who contribute to
that diversity. The University of New Hampshire School of Law is an equal opportunity campus
and encourages any candidates who will contribute to the excellence of the academic
community through their research, teaching and service.
Review of candidates will begin upon receipt. Interested individuals should submit a letter of interest
and a resume listing references to:
Susan Richey
Professor of Law
University of New Hampshire School of Law—
Franklin Pierce Center for Intellectual Property
Two White Street
Concord, NH 03301
E-mail: susan.richey@law.unh.edu
Tel. (603) 228-1541, ext. 1115
13
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Job Opportunities
Partners Office of Research Ventures and Licensing
IP Attorney

GENERAL SUMMARY/OVERVIEW:
Reporting to and acting under the guidance of the Director of the IP Management Group of RL, the
Intellectual Property Manager (IPM) will work in conjunction with RVL personnel to manage physical,
computer and electrical patents and patent applications owned by PHS and PHS affiliates. In
particular, the IPM will perform the activities and projects described below.
PRINCIPAL DUTIES AND RESPONSIBILITIES:
1. Assist invention triage committees with invention disclosures received from PHS inventigators to
help identify patentable subject matter.
2. Engage outside patent counsel for services relating to procuring patent protection forinventions
and negotiate budgets for the same with outside patent counsel
3. Manage and assist with prosecution of select patent applications and patent portfolios .
4. Draft and file coversheet provisional patent applications .
5. Provide patent filing and patent prosecution strategy to RVL personnel.
6. Manage and help resolve inventorship disputes.
7. Assess work product and audit invoices provided by outside patent counsel.
8. Assess products made, used, or sold by outside entities for possible infringement of patents
owned by PHS and PHS affiliates.
9. Generate and conduct educational inter-departmental presentations on various patent law topics .
10. Assess and help draft patent license agreements.
The Partners Office of Research Ventures and Licensing manages intellectual property, licensing,
strategic alliances and startup company formation for the Partners system. The Office includes an
investment division, a strategic alliance division and a licensing and research support division. This
latter division “Research and Licensing”, is the largest of the three divisions and oversees all matters
relating to intellectual property, commercialization of technologies, relationships with industry to
support research and/or technology advancement, with much of the focus being on the two largest
academic medical centers, Brigham and Women’s Hospital and Massachusetts GeneralHospital.
(For more information regarding our office, please visit our website: rvl.partners.org) or contact:
Lesley Rogers
ljrogers@partners.org
617-954-9343

Cesari and McKenna, LLP
Patent Attorney

Cesari and McKenna, LLP is seeking candidates for an associate position in the firm. Qualified
candidates should hold at least a bachelor's degree in electrical engineering, computer science or
related area of technology, and 2-4 years of experience in the practice of intellectual property law,
including a demonstrated ability to prepare, file and prosecute patents applications. For more
information, please contact:
Joan Walsh, CLM
jbw@c-m.com
617-951-2500
14
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Committees
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The BPLA Newsletter is published four
times a year by the Boston Patent Law
Association. Articles appearing in the
newsletter represent the views of the
authors and do not necessarily carry the
endorsement of the BPLA.
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The Boston Patent Law Association
(BPLA) is an association of intellectual
property professionals, providing educational programs and a forum for the
interchange of ideas and information
concerning patent, trademark, and
copyright laws. Through a volunteer
Board of Governors and committees, it
organizes and hosts educational
seminars, social events, and
conventions, and comments on rules,
legislation, and judicial decisions
impacting the profession.
Visit the
BPLA at www.bpla.org.
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Interested in playing a more active role in a committee?

Letters to the editor, articles and job
postings are encouraged.
E-Mail all correspondence to:
vice-president@bpla.org
©2011 BPLA—All rights reserved.

Please contact the committee chair if you are interested in joining, switching, or
taking a more active participatory role in a committee.

Boston Patent Law Association
One Batterymarch Park, Suite 101
Quincy, MA 02169-7454
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