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President’s Message
By Joseph M. Maraia, Pierce Atwood LLP
It has been an honor and a pleasure
serving as the President of the Boston Patent Law Association over the
past year. I want to take this time to
thank the BPLA Board of Governors,
Committee Chairs, and members for
their help in advancing our goals of
education, service, and community.
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Upcoming Events
December 11th
Annual Meeting of the BPLA
InterContinental Boston
11:00 AM - 2:00 PM

When I started my term at last year’s
Annual meeting, I set out to accomplish the following three initiatives
for the coming year: establishing
the BPLA’s first Pro Bono Program;
restoring the BPLAs membership
through our “Bring’em Back” campaign; and providing up to date seminars on the final implementations of
the America Invents Act. We have
made great strides in accomplishing
all these goals thanks to all of you.
I am pleased to announce that the
Boston Patent Pro Bono Program
has begun the vetting process for its
first pro bono client. The BPLA’s Pro
Bono Committee, led by co-chairs
Chelsea Loughran and Rex Huang,
has worked with the Volunteer Lawyers for the Arts (VLA) to establish a
set of guidelines for the operation of
a Boston Patent Pro Bono Program,
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which includes the vetting procedure
for new clients. Ms. Loughran recently interviewed our first potential
candidate and has referred this candidate to the VLA for screening and
referral. Please be on the lookout
for more information regarding representing this candidate and others
in the near future. And, as always,
if you are interested in joining the
volunteer panel for this program or
supporting this program through
a donation, please e-mail the
BPLA Pro-Bono Committee Chairs
(cloughran@wolfgreenfield.com and
Continues on Page 3
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Busy Fall for Chemical Practice Committee
Co-Chairs: Rebecca McNeill,
Lin Hymel and Dean Farmer
The Chemical Patent Practice Committee has hosted two well-attended
events this fall. On September 12,
2013, the committee hosted Jens
Viktor Nørgaard and Peter Holm,
both European Patent Attorneys
from the Høiberg firm in the Medicon
Valley area of Denmark. The speakers made a presentation entitled
“Threats & Opportunities in Proceedings before the EPO with an update
on the Unified Patent Court and
Unitary Patent.” During the presentation, the speakers discussed what
every US patent attorney should
know about the pitfalls to avoid and
how to get broad patent protection in
Europe. They specifically addressed
how to draft applications with an
eye towards potential future amendments and how to plan for differences in priority, novelty, inventive step,
enablement, and unity of invention
when drafting an application. The
speakers also endorsed the Unitary
Patent system, especially as it would
offer a significant cost savings for
many patentees. The committee also
thanks the Cooley LLP firm for hosting the luncheon event.
On October 3, 2013, the committee
hosted a panel discussion entitled
“Lifecycle Management: Strategies and Techniques for Maximizing Exclusivity—a View from Both
Sides.” Three panelists generously
joined the presentation: Ian Liu, PhD
(Finnegan, Henderson, Farabow,
Garrett, and Dunner, LLP), Sun-

dar Subramanyam, PhD (Goodwin
Procter LLP), and Christopher Verni
(Ariad Pharmaceuticals). During the

presentation, the panelists shared
their knowledge and experience
Continues on Page 9

SAVE THE DATE: Wednesday, December 11, 2013

The Boston Patent Law Association
Will hold its

2013 ANNUAL MEETING
December 11, 2013 from 11 AM to 2 PM
InterContinental Hotel, Boston
Registration and cocktail reception begin at 11 AM
Lunch Noon — 2 PM
Our Honoree and Keynote Speaker Will Be
The Honorable

James Donald Smith
Chief Administrative Patent Judge
Patent Trial and Appeal Board
United States Patent and Trademark Office
Chief Judge Smith has overseen the Board’s transition
from the Board of Patent Appeals and Interferences
to the Patent Trial and Appeal Board including the
creation, issuance, and application of new rules and
procedures in accordance with the implementation of
the America Invents Act.
Please join your BPLA colleagues for one of our organization’s premier events as we honor Judge Smith, finalize our business for 2013
and elect our officers for the coming year
In anticipation of these activities, kindly review the proposed minutes
of the 2012 Annual Meeting and Nominations attached.

2

Fall 2013
President’s Message
Continues from Page 1

Huang@fr.com) or Megan Low at
the VLA (megan@artsandbusinesscouncil.org).
When I first announced the
“Bring’em Back” campaign, the
BPLA had a membership of around
600 members. Today, I am pleased
to announce that the BPLA’s membership has grown to over 900
members. Thank you for your efforts
for helping to increase our membership. Please continue to spread the
word about the BPLA and its mission
to your coworkers, colleagues, and
friends.
The Boston Patent Law Association
continues to prove itself as one of
the strongest intellectual property
law associations in the country.
Through the work and dedication
of your Board of Governors and
Committee Chairs, the BPLA has
provided or will provide its members
with 28 seminars and luncheons
for the current year. Many of these
seminars were directly related to
the implementation of the America
Invents Act.
The Biotechnology Committee, led
by co-chairs Leslie Meyer-Leon,
Konstantin Linnik, Bo Han, and Jennifer Sieczkiewicz held a special
session of the Biotech IP Case Club:
“AMP v. Myriad” on June 21, 2013.
A group worked through the practical implications of Assoc. for Molecular Pathology et al. v. Myriad
Genetics, Inc. et al., decided by the
U.S. Supreme Court on June 13,
2013.
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Co-chairs, John Pint and Benjamin
Stern of the Antitrust Committee held
a panel discussion on the Supreme
Court’s recent case FTC v. Actavis,
Inc., decided June 17, 2013, concerning the antitrust implications of
reverse payment settlements (socalled “pay-for-delay” settlements) in
the context of branded-vs.-generic
ANDA litigation in the pharmaceutical industry.
The BPLA held its Annual Summer Outing on Sunday, August 4,
2013. All in attendance witnessed
Felix Doubront pitch seven shutout
innings as well as Jacoby Ellsbury
driving in two runs to lift the Boston
Red Sox to a 4-0 win over the Arizona Diamondbacks. Go SOX!
The New Lawyers and Law Students
Committee, led by co-chairs Mike
Carbonello and Reza Sadr, held its
3rd Annual Summer Networking and
Happy Hour event on Friday, August
23, 2013.
On September, 4, 2103, co-chairs,
Doug Doskocil and Jake Barron
of the BPLA Litigation Committee
held an informal meeting to discuss
recent developments significant to
patent litigators as well as to solicit
ideas for seminars and other litigation-related BPLA activities. Some
of the topics included: the decision
by the White House to veto the ITC
exclusion order barring imports of
certain Apple devices, update on
copyright infringement law from the
Oracle v. Google case, and a special report on humor in litigation.
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The Chemical Patent Practice Committee in partnership with the International and Foreign Practice Committee held “Threats & Opportunities
in Proceedings before the EPO
with an update on the Unified Patent Court and Unitary Patent” on
September 12, 2013. This program
addressed what every US patent attorney should know about the pitfalls
to avoid and obtaining broad patent
protection in Europe.
Co-chairs, Lin Hymel, Ph.D., Dean
Farmer, and Rebecca McNeill of the
Chemical Patent Practice Committee
held Lifecycle Management: Strategies and Techniques for
Maximizing Exclusivity—a View from
Both Sides on October 3, 2013. The
discussion centered around lifecycle
management from in-house and
firm perspectives for pharmaceutical companies seeking to extend
their patent protection, as well as
generics looking to put increasing
pressure on subsequent patents
protecting the identical or improved
pharmaceutical compounds.
I would like to thank our Biotechnology Committee who continues to
hold its monthly “Case Law Club”
meetings to discuss current case law
pertaining to protecting and exploiting IP in the life sciences. Please
visit the BPLA website for a schedule
of upcoming meetings.
The BPLA will host its annual PCT
Seminar on November 4th and 5th.
Once again, this year’s conference
will be led by two speakers from
WIPO: Matthias Reischle, Deputy
Continues on Page 5
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Boston Patent Law Association
Minutes of The Annual Meeting
Intercontinental Boston • Wednesday, December 12, 2012
I. Call to Order and Welcoming
Remarks
Introduction of Head table and
Past Presidents; New Member
Introduction
President Neil Ferraro welcomed
the audience and introduced past
presidents and those of us seated at
the head table, including the keynote
speaker, David J. Kappos, Under
Secretary of Commerce for Intellectual Property and Director of the
United States Patent and Trademark
Office. BPLA Board members in
attendance included Neil Ferraro,
President-Elect Joseph Maraia, Vice
President Donna Meuth, Secretary
Erik Belt, Treasurer Gregory Sieczkiewicz, Immediate Past President
Grant Houston, and Board Members
Monica Grewal, Rory Pheiffer, and
Deirdre Sanders.
II. Moment of Silence
A moment of silence was held for
BPLA members who had passed in
the previous year. The late David
Wolf, a lifetime member and past
president, was remembered fondly.
III. Introduction of Keynote
Speaker
President Ferraro introduced the
keynote speaker, David J. Kappos,
the Under Secretary of Commerce
for Intellectual Property and Director of the United States Patent and
Trademark Office.

This was Director Kappos’ last
speech as Under Secretary and Director to a Patent Bar Association.
Director Kappos began with acknowledging the BPLA’s enthusiasm
and substantive proposal to have a
satellite office be located in Massachusetts and the geographical disadvantage that we had. He however,
encouraged us to continue the campaign in the future if the number of
satellite offices will be increased. He
then discussed the increase in innovation in the US and then spoke primarily about the status and results of
several initiatives that the PTO has
implemented over the 4 years of his
tenure as Director of USPTO. Some
of these initiatives included the reduction in pendency of the number
of unexamined patent applications,
training that examiners are offered,
expedited examinations, prosecution
efficiencies that have been facilitated
by creating new metrics to measure
examiner efficiency, fee discounts
for startups, microentities, the AIA
pro bono initiative that includes an
alliance with the Federal Circuit Bar
which Director Kappos mentioned is
“coming to Boston.”
Further, Director Kappos reported
that the implementation of the AIA
rules is almost complete, that the
Patent Trademark and Appeals
Board doubled in size, and, to date,
66 inter partes reviews and 15 covered business method post-grant
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reviews had been filed. He enthusiastically reported on the first set of
treaties out of WIPO that were US
led and that address issues such as
the needs of the visually impaired
community for copyright and works
of authorship, for broadcasters. He
also noted several initiatives in the
area of patent law harmonization,
such as the development of a collaborative patent classification system (CPC) folding US classes into
European classes. He remarked
about the success of the Patent
Prosecution Highways that exist
between 24 patent offices. Director
Kappos ended his report regarding
all the recent PTO accomplishments
with comprehensive metrics and the
relevant statistics and data, related
to performance and accountability all
with an eye towards improving patent quality in the US and beyond.
Director Kappos then took questions
from the audience and concluded his
remarks.
IV. Thank You
President Ferraro presented Director Kappos, with a gift, the traditional
Patriot’s Plate, and thanked Director
Kappos for his service and leadership of the USPTO.
V. Writing Competition Awards
Mr. Pheiffer, chair of the Writing
Continues on Page 5
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Competition Committee (with Mr.
Houston and Ms. Sanders) announced the winners of the annual
BPLA writing competition as follows:
Kip L. Bodi won the 1st Place award
of $1,000 for his article entitled, Processes as Patentable Subject Matter
after Bilski:Recent Federal Circuit
Case Law
Alex P. Garens won the 2nd Place
award of $500 for his article entitled,
WILL COPYRIGHTS EXPIRE IN
2019? REVISITING THE COPYRIGHT CLAUSE: “LIMITED TIMES”
AND COPYRIGHT TERM EXTENSIONS IN THE WAKE OF GOLAN
VI. Secretary Report
Secretary Belt requested motions to
waive the reading of the minutes and
to move the minutes into the record.
Both motions were made, seconded,
and passed unanimously.
VII. Treasurer’s Report
Treasurer Sieczkiewicz reported net
income for the year ending November 30, 2012 and total in the BPLA
and BPLF bank accounts.
Treasurer Sieczkiewicz then requested a motion to enter the Treasurer’s
Report into the records. The motion
was made, seconded and passed
unanimously.
VIII. President’s Report
President Ferraro presented his
remarks on BPLA accomplishments
and developments over the past
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year. Among the developments of
interest were the implementation of
the AIA rules, which present new
challenges for the intellectual property community and makes the BPLA’s
mission of educating our members
on legal developments even more
relevant. President Ferraro also
reported on a few events of interest
in 2012 such as BPLA’s initiative to
have a satellite office be located in
Massachusetts, the Invented Here!
event at the Museum of Science, the
Judge’s Dinner, the PCT seminar
and the Trademark Trial and Appeal
Board seminar. He did provide a
summary regarding the accomplishments related to his three initiatives:
(1) developing a relationship with
South America, in particular Chile,
(2) continuing a working relationship
with the US District Court in Massachusetts which included a presentation on AIA topics by Secretary Belt
and Ms. Grewal and (3) the initiative
to bring a USPTO satellite office to
Massachusetts led by Mark Solomon.
President Ferraro reported on the
BPLA exploring participating in the
PTO pro bono program which is
being led by the BPLA’s Pro bono
Committee. President Ferraro announced that to better understand
the level of interest of the membership in this program, a survey would
be conducted by the Pro Bono
Committee during the meeting. The
survey was distributed to members
seated at each table and subsequently collected. Results of the
survey will be presented to the BPLA
membership in the first newsletter of
2013.
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He also acknowledged, with gratitude, Daniel Young’s help as his Activities Chair
President Ferraro then thanked committee chairs and others for their efforts in the past year. Finally, President Ferraro wished departing BPLA
Board member Grant Houston for his
service.
IX. Installation of New Officers
and Board of Governors
Immediate Past President Houston
presented the report of the Nominating Committee for 2013 BPLA
officers and board members. The
following BPLA members were nominated:
1. Joseph Maraia, President
(automatic elevation)
2. Donna Meuth, President-Elect
3. Gregory Sieczkiewicz, Vice
President
4. Erik Belt, Treasurer
5. Monica Grewal, Secretary
6. Rory Pheiffer, Board Member
7. Deirdre Sanders, Board Member
8. Michael Bergman, Board Member
A motion was made and seconded
to vote in and install the nominated
officers and Board members. The
motion passed unanimously.
President Ferraro will continue on
the BPLA Board as immediate Past
President.
X. Incoming President’s Remarks
President Maraia first presented the
outgoing president, Mr. Ferraro, with
a gift and thanked Mr. Ferraro for his
Continues on Page 6
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Director, PCT Legal Division, Innovation and Technology Sector, and
Carol Bidwell, PCT Consultant. Information for registration is available
on the BPLA website (www.bpla.
org).
BPLA Minutes of the Annual Meeting.
Continues from Page 4

service and leadership of the BPLA.
President Maraia then announced
his three initiatives for his term in office:
1. AIA Implementations: He will
be working with the Patent Law
Committee to host strategic
seminars and member meetings.
2. PTO Pro Bono initiative: President Maraia will be working with
the Pro Bono Committee Chairs
to implement participation of the
BPLA membership in this initiative.
3. Bring ‘em Back Campaign:
which is directed at bringing
back into the BPLA old as well
as inviting new members. This
initiative is important as the
BPLA is facing a decline in membership over the past two (2)
years. He recognized that this
association is only as strong as
its members and thus we have
to address the decline in numbers of such membership.

BPLA Newsletter
The BPLA’s Annual meeting will be
held on Wednesday, December 11,
2013 at the InterContinental Hotel. We are delighted to host Chief
Judge James Donald Smith of the
Patent Trail and Appeal Board for
United States Patent and Trademark
Office. I look forward to seeing you
all there.
More information on our past or
future seminars is available on the
BPLA website (www.bpla.org).
I want to thank my partners at my

Volume 44, Issue 3
firm, Pierce Atwood, as well as all
the dedicated staff who helped plan,
organize, and run the many events
we put on throughout the year, including the Judge’s Dinner, the Red
Sox Outing, the PCT Seminar, and
the Annual Meeting.
Thank you for allowing me the opportunity to serve as the BPLA President this past year. I look forward to
serving on the Board as the Immediate Past President after passing the
gavel to our new President, Donna
Meuth, at the Annual Meeting.

Nominating Committee
Recommendations
The Nominating Committee of Neil Ferraro,
Grant Houston and Lisa Adams recommends
the following members to serve as the Officers
and Board of Governors of the Boston Patent
Law Association for the upcoming year:
President-Elect:		
Greg Sieczkiewicz
Vice President:		
Erik Belt
Treasurer:		
Monica Grewal
Secretary: 		
Rory Pheiffer
Board Member:		
Joseph Maraia (Immediate Past President)
Board Member:		
Deirdre Sanders
Board Member:		
Michael Bergman
Board Member:		
Dan Young
As President-Elect, Donna Meuth will take the office of the President at the Annual
Meeting. The vote will take place at the Annual Meeting on December 11, 2013.

XI. Adjournment
President Maraia then adjourned the
meeting at approximately 1:30 pm.
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Members on the Move

Pro Bono Committee Chairs Rex Huang and Chelsea Loughran sign the AIA
Pro Bono Advisory Council Charter in Judge Rader’s Chambers in Washington, DC. in October.

By Chelsea Loughran and Rex
Huang, Co-Chairs
Pro Bono Committee Co-Chairs
Chelsea Loughran, an associate in
Wolf Greenfield’s Litigation Group,
and Rex Huang, Of Counsel in the
Boston office of Fish & Richardson,
were invited by Chief Judge Randall
R. Rader to attend the signing of a
Charter to form the AIA Pro Bono
Advisory Council. This event took
place on October 25 in Chief Judge
Rader’s chambers at the Federal
Circuit in Washington, D.C.
The Council inauguration follows
the signing of the AIA and the
establishment of the AIA Pro Bono
Task Force with support from the
USPTO. Chelsea and Rex were
present to establish an Advisory
Council to continue the efforts of
the AIA Pro Bono Task Force and to
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support and guide existing patent
pro bono programs throughout the
country. Through the Pro Bono
Committee of the BPLA, Chelsea
and Rex have been working to
establish and launch a patent pro
bono program in the Greater Boston
community.
By signing the Charter, Chelsea and
Rex become Founding Members
of the Advisory Council. In that
capacity, they will have an impact
on the future
of all regional
pro bono
programs
which are
increasingly
important to
the inventor
and small
business
Judge Rader speaking
at
the event.
communities.
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Henry Gu joined Cubist Pharmaceuticals, Inc. as Director, Intellectual Property Counsel, and will be
responsible for counseling clients on
all aspects of intellectual property law.
Most recently, Mr. Gu was Counsel in
the Intellectual Property Department
at WilmerHale, where his practice
included patent prosecution, litigation, due diligence and opinion work
in the fields of pharmaceuticals, life
sciences, chemistry, and materials
science as well as China-related IP
counseling. Previously, Mr. Gu held
an in-house position at Bristol-Myers
Squibb Company in Princeton, NJ,
where he was responsible for drafting
and prosecuting US and foreign patent applications and provided support
for patent opinion and IP strategy. Before attending law school, Mr. Gu was
a research scientist for Bristol-Myers
Squibb, where he designed and synthesized novel organic molecules in
numerous drug discovery programs.
He is an experienced inventor and
has ten issued US patents. Mr. Gu
has published extensively in peer-reviewed journals, such as Bioorganic &
Medicinal Chemistry Letters, Journal
of Medicinal Chemistry, Tetrahedron
Letters, Organic Letters and Synlett.
Mr. Gu earned a B.S. degree in Applied Chemistry from Shanghai Jiao
Tong University, a M.S. degree in
Organic Chemistry from Ohio University, and a J.D. degree from Rutgers
University School of Law. While in law
school, Mr. Gu was editor of the Rutgers Law Review and author of Note,
“The Hatch-Waxman Act and the Declaratory Judgment Action: Constitutional and Practical Implications,” 57
Rutgers L. Rev. 771 (2005). While in
graduate school, Mr. Gu taught General Chemistry as a teaching assistant
at the University of Pennsylvania.
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Invented Here! Program 2013
The Boston Patent Law Association
(“BPLA”) and Museum of
Science (“Museum”) once again
collaborated on the Invented Here!
program to honor inventors from
the New England region for their
achievements. The purpose of
the Invented Here! program is to
celebrate New England innovators,
their inventions, and the stories
behind their innovations. Through
the program, the Museum and
the BPLA are transforming the
region’s relationship with science
and technology and providing
educational opportunities that inform
the public of these fascinating
innovators and innovations.
Featured honorees included the
inventors of three technologies
patented within the past five years,
and the inventors of a technology
that currently have a patent pending
at the United States Patent and
Trademark Office. The featured
honorees were recognized by an
audience of hundreds at an event
held Thursday, September 19,
2013, at the Museum of Science.
The event began with cocktails
and light dinner, followed by the
program. The Museum educators
provided engaging tutorials about
each of the four featured inventions
to help the audience understand
the significance of these truly
breakthrough innovations. After the
tutorials, Robin Young of WBUR
and Ted MacLean of Microsoft

Photos © Pat Piasecki 2013

By BPLA Invented Here! Committee Chairs: Mark Solomon, Esq., Hamilton, Brook Smith & Reynolds, P.C.;
Rory Pheiffer, Esq., Nutter McClennen & Fish LLP; and Aaron Connor, Esq., BTS

From Left to Right: Museum Educator Julia Sable, Featured Honoree Dan Ryan
(ByteLight), Featured Honoree Pratheev Sreetharan (Harvard), Feature Honoree
Qing Hu (MIT), Featured Honoree Jackson Madnick (Pearl’s Premium), Museum
Educator Susan Heilman, Museum Educator Sean Frankhauser

conducted an interview of the lead
inventors for the four featured
inventions. Robin and Ted asked
the featured honorees questions
about their “aha” moments and
their journeys that led them to their
inventions.

proclaiming September 19, 2013 to
be “Massachusetts Inventors Day”
was also presented to the audience
during the evening. Special thank
you to Jesse Erlich, BPLA Past
President, for coordinating Governor
Patrick’s signing.

From the podium during the event,
the BPLA Invented Here! Committee
Chairs, Mark Solomon, Rory
Pheiffer, and Aaron Connor, thanked
the Museum for another year of a
terrific partnership and described
the process the BPLA Selection
Committee used in selecting
honorees from among dozens of
nominees. The Museum’s Selection
Committee selected the three
“patented” featured honorees from
this group. The Museum of Science
staff selected the featured “patent
pending” honoree. A Proclamation
signed by Governor Patrick

The list of honorees of the 2013
Invented Here! program are listed
at the BPLA website and in this
Newsletter.
Thank you to all the BPLA Selection
Committee members for their hard
work in selecting the honorees. It
is the Selection Committee that is
given the difficult task of evaluating
the strength of the claims for each of
the patented nominations, in addition
to a number of other relevant criteria
for determining which inventions are
most qualified to be recognized as
Continues on Page 9
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WBUR’s Robin Young and Honorees for Invented Here! 2013

breakthrough inventions. The BPLA
Selection Committee members
included:
• Michael Carbonello, Chair,
Houston & Associates, LLP
• Reza Sadr, Chair, Finnegan,
Henderson, Farabow, Garrett &
Dunner
• James Acheson, Hoffman
Warnick LLC
• Christopher K. Albert,
Hamilton, Brook, Smith &
Reynolds, P.C.
• Joshua M. Brandt, Partners
Healthcare System, Inc
• Elias Domingo, Covidien
• Derek Lam, Wilmer Cutler
Pickering Hale and Dorr LLP
• Rebecca A. Menapace,
Partners Healthcare System,
Inc.
• Andrea Daley Merin, Wolf,
Greenfield & Sacks, P.C.
• Seth Milman, Daly, Crowley,
Mofford & Durkee, LLP
• Matthew Pinckney, Hoffman
Warnick LLC
• Dipti Ramnarain, Nelson,
Mullins, Riley & Scarborough
LLP
• Brian E. Reese, Choate, Hall
& Stewart
• Dave Roccio, Lando &
Anastasi, LLC
• John W. Rooney, Aquilla
Patents & Marks, PLLC

• Robert N. Sahr, Choate, Hall &
Stewart
• Andrew Schultz, Pepper
Hamilton LLP
• Mary Rose Scozzafava,
Wilmer Cutler Pickering Hale
and Dorr LLP
• William Shaw, Partners
Healthcare System, Inc.
• Janet Smart, Proteostasis
Therapeutics
• Christopher J. Stow, Waters
Corporation
• Robin Weatherhead, Wolf,
Greenfield & Sacks, P.C.
• Michael M. Yamauchi,
Yamauchi & Mason LLC
• Andrina Zink, Alkermes, Inc
Special thanks to those on the
Museum of Science Selection
Committee for selecting the three
“patented” featured honorees in the
patented inventions category. The
Museum’s Selection Committee
included:
• Rick Burnes, Chair, Charles
River Ventures
• Jeffrey Beir, seed2A,
RoadAhead, Open Exchange
• Ted MacLean, Microsoft
• Yet-Ming Chiang, MIT and
A123
• Elizabeth Riley, Babson
• Tom Spera, MathWorks
• Maria Kussmaul, AGC
Partners
9

• Kurt Melden, entrepreneur and
consultant
• Kara Miller, WGBH
The enthusiasm brought again to the
Invented Here! program is a credit
to the BPLA membership and the
team of dedicated program leaders
at the Museum. The Co-Chairs of
the BPLA Invented Here! Planning
Committee thank all BPLA members who submitted nominations or
participated in the program in other
invaluable ways.
We look forward to next year’s program!
Chemical Practice Committee
Continues from Page 2

about the composition and workings
of a lifecycle management team,
how to optimize a new chemical entity (NCE) case, the strengths and
weaknesses of various approaches
to lifecycle management, timing of
filing secondary patent applications,
in-licensing as a lifecycle management strategy, and how lifecycle
management functions in other jurisdictions. The committee would like to
thank Goodwin Procter LLP for hosting this event.
The Chemical Patent Practice Committee is currently planning several
events for the first half of 2014 and
the cochairs welcome topic suggestions and speaker suggestions from
BPLA members. The committee has
three cochairs who look forward to
hearing from BPLA members: Dean
Farmer (dfarmer@cooley.com), Lin
Hymel (lin.hymel@mclane.com), and
Rebecca McNeill (rebecca.mcneill@
vivicar.com).
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Attorney-Client Privilege When Using a Patent Agent
Christopher A. Potts, Associate,
Nutter McClennen & Fish LLP
Hiring patent agents—persons who
do not hold a license to practice law
but are licensed to practice in front
of the United States Patent and
Trademark Office (USPTO)—can
be an attractive alternative to more
costly patent attorneys. Typically,
patent agents can have all of the
experience and skills necessary to
prosecute patents at the USPTO,
but often work at discounted rates in
comparison to their attorney brethren. Thus, as companies continue
to strive toward lean operation, patent agent hiring may increase. This
practice, however, is not without
risk. Notably, and as addressed in
this article, attorney-client privilege
may not attach to patent agent work,
even when that work is solely related
to representation at the USPTO.
As stated in In re Echostar
Commc’ns Corp., courts have long
held that the purpose of the attorneyclient privilege is to “promote full
and frank communication between
a client and his attorney so that
the client can make well-informed
legal decisions and conform his
activities to the law.” To that end,
the attorney-client privilege is often
relied upon by litigants to protect
their communications used in forming litigation, licensing, and even
patent prosecution strategies. For
example, communications between
an inventor and the attorney/agent
preparing the application can be

particularly relevant to issues of inventorship or ownership. Assuming
compliance with the various duties
of candor owed to the USPTO, the
courts, and other parties, oftentimes
it is better for the patent applicant
that these communications be kept
secret. Courts, however, are split
as to attaching privilege to patent
agents when they are performing
patent prosecution at the USPTO
while not under the direction of an
attorney. Thus, careful consideration
should be made when deciding to
hire patent agents to perform patent
preparation and prosecution work.
The Federal Circuit has yet to directly rule on attaching privilege to
patent agent communications with
a client in connection with prosecution of a patent at the USPTO. In
In re Spalding Sports Worldwide,
Inc., the Federal Circuit held that the
central inquiry in determining if the
attorney-client privilege applies is
whether the client made the communication for the purpose of obtaining
legal advice. The Federal Circuit
also dispelled notions that technical
documents are not afforded attorney-client privilege by holding that
communications containing technical
information may still be privileged
since requests for legal advice on
patentability or preparation of a patent application require examination
of technical data. But, the Federal
Circuit—or any circuit for that matter—has not directly ruled on the
question presented. The issue has,
however, been presented to numer-
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ous district courts, generally in response to motions to compel during
discovery. Thus far, district courts
have been split on the issue.
As discussed below, two lines of reasoning have developed at the district
court level. The first line of cases
extends from a Supreme Court ruling, Sperry v. Florida, regarding
Congress’s intent in allowing the
USPTO to recognize patent agents
as equals of attorneys in matters
before it. Based on the Supreme
Court’s ruling, certain district courts
have reasoned that the attorneyclient privilege must attach to agents
in order to similarly avoid frustrating
Congress’s intent regarding patent
agents and attorneys. The second
line of reasoning, as espoused in
the District of Massachusetts by
Judge O’Toole, narrowly tailors the
attorney-client privilege only to state
licensed attorneys by recognizing
that attorneys have a special role
with clients. This reasoning analogizes patent agents to accountants,
who do not enjoy protection for their
communications.
Courts Granting Privilege
At least since the 1963 decision
in Sperry, the Supreme Court has
recognized that Congress established regulations recognizing patent agents to perform a limited form
of legal practice in matters before
the USPTO. The Supreme Court,
however, did not take up the issue of
Continues on Page 12
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whether the clients of patent agents
enjoy the protections of attorneyclient privilege. Indeed, there is no
mention of attorney-client privilege
in the opinion. Regardless, district
courts have since extended the holding of Sperry to attach attorney-client
privilege to non-attorney, registered
patent agent communications with
inventors.
Most recently, in April, 2012, the
Central District of California in Buyer’s Direct Inc. v. Belk, Inc., held that
“privilege may be invoked over communications between a client and
the client’s registered patent agent.”
The Buyer’s Direct court was persuaded by reasoning espoused in In
re Ampicillin (available via Westlaw)
that the congressional goal of allowing clients to chose between an
attorney and a patent agent in proceedings before the USPTO would
be frustrated if the attorney-client
privilege were not available to communications with registered patent
agents.
In Ampicillin, the court stated that
“in appearance and in fact, the registered patent agent stands on the
same footing as an attorney in proceedings before the Patent Office.”
The court also noted that “freedom
of selection, protected by the Supreme Court in [Sperry], would,
however, be substantially impaired if
as basic a protection as the attorneyclient privilege were afforded to
communications involving patent
attorneys but not to those involving
patent agents.”
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A number of districts have similarly
followed the Ampicillin line of reasoning and held that the attorneyclient privilege attaches to inventoragent communications regarding
matters before the USPTO, including
the Central District of California,
the Eastern District of New York,
the Northern District of Illinois, the
Eastern District of Michigan, and the
Eastern Division of the Northern District of Ohio.
Courts Denying Privilege
Other districts have rejected the Ampicillin analysis, instead employing
a narrower interpretation of the attorney-client privilege. For instance,
the District of Massachusetts has
been cited by others for its rationale
in denying the privilege.
In 2002, Judge O’Toole of the District
of Massachusetts considered this
question in Agfa Corp. v. Creo Products (available via Westlaw), and
held that communications with patent agents are not privileged. Judge
O’Toole stated that:
a patent agent could in some
sense be thought to be a
‘professional legal advisor,’
because some or part of the
agent’s work would include
applying in practice on behalf of an inventor what she
understood to be the requirements of the law. The same
could be said, however, for
any number of non-lawyer
advocates who formally undertake to ‘represent’ ‘clients’
before some tribunal and who
advise the clients about how
the law might apply to or af-
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fect the clients’ interests. The
‘looks like a duck, walks like
a duck’ analysis relied on by
cases such as those cited…
works only if it regards as insignificant the fact that privilege is rooted both historically and philosophically, in
the special role that lawyers
have, by dint of their qualifications and license, to give legal
advice.
Additionally, Judge O’Toole was not
persuaded by the argument that
Sperry supports the extension of
the privilege to non-attorney patent
agents, noting that in fact the Sperry
decision has absolutely no discussion of privilege and recognizes that
“there is a clear distinction between
a non-lawyer patent agent and a
lawyer formally admitted to practice
before a state bar.” Judge O’Toole is
not alone in his reasoning, and other
district courts have followed similar
logic, including the Southern District
of New York, the Western District of
New York, the Eastern Division of
the Northern District of Illinois, and
the District of New Jersey.
It should be noted that if a non-lawyer agent is performing work as an
agent of an attorney, privilege generally will attach to all communications
in furtherance of the agency. Furthermore, another common question
regards the attachment of privilege
to communications with foreign patent agents. As might be expected,
courts are similarly split on this issue, but generally hold that if the
foreign agent is working under the
Continues on Page 13
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Law and Technology: A Free App for IPhone or
IPad that Guides Users to an Answer on Failure-toMarket-Forfeiture Under the Hatch-Waxman Act
By Bruce M. Wexler*
Regulatory exclusivities are crucial
in the pharmaceutical industry.
These exclusivities, granted by
the FDA, can prevent generic drug
applications from being filed or
approved. One type of exclusivity
is the 180-day exclusivity that a
generic drug company can receive
versus other generics, meaning
that the generic can be the sole
generic on the market competing
with the branded drug. This right of
exclusivity comes from the HatchWaxman Act, which is a set of
laws enacted in 1984 and modified
substantially in 2003 governing
generic and branded drugs. In
general, under this law, a generic

drug company can earn the right
to exclusively market its drug for
180 days versus other generics
based on being the first one to
have filed with the FDA a generic
drug application containing a patent
challenge under certain conditions.
The patent challenge is called a
“PIV” certification (pronounced
“p-four” by virtue of paragraph 4 of
the statute). Being a so-called PIV
first-filer, and having this exclusivity,
is tremendously valuable to the
generic company, because they
could earn potentially millions of
dollars depending on the drug while
they are the only generic selling it.
In this way, the law incentivizes early

Attorney-Client Privilege
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Furthermore, when contemplating
enforcing a patent that was prosecuted by a patent agent, the issue
of patent agent communication privilege is an additional factor to consider in selecting jurisdiction. Given
that district courts are split and little
guidance is available from circuit
courts, the choice of district court
can determine whether patent agent
communications are protected. Additionally, when defending against
infringement claims, defense teams
should explore the privilege case law
of their jurisdiction as a potential tool
to defeat privilege claims by patentees.

instruction of a U.S. attorney, privilege attaches.
How Does This Impact You?
Patent agents can provide an attractive means to reduce prosecution
costs. However, when weighing the
decision to hire a patent agent or
a patent attorney, firms should be
aware of the potential loss of privilege in communications with nonattorney patent agents. In portfolios
that are likely to be litigated, this
risk can become more serious and
should be carefully considered.
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filing of generic drug applications
with patent challenges. The
generics who filed their applications
later, are blocked to market by the
exclusivity period possessed by the
first-filing generic (a you-snoozeyou-lose scenario). They are also
very interested in this issue because
they would prefer to market right
away and not wait six months for
the first-filer’s generic’s exclusivity
period to end. Similarly, the branded
drug company is very interested in
understanding when and how many
generic drug companies can come
to market and compete with its drug
(i.e., a single generic, or all of them).
In other words, all the players in the
pharmaceutical industry care deeply
about this important legal issue.
The statute provides for forfeiture
of this right under certain defined
circumstances. One of them
involves the situation of when the
first-filing generic drug company
who holds the exclusivity fails to
timely market its drug. The theory
is that the generic should not be
allowed to sit back, not market, and
meanwhile hold up everyone else.
This is one of the most important
forfeiture provisions. Unfortunately,
the statute concerning this forfeiture
provision is an awful example of
written language, making it complex
Continues on Page 14
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and incredibly cumbersome to apply.
And the statute needs to be applied
not only in actual factual situations,
but also hypothetical situations for
planning purposes (i.e., “what if”
so and so happens). An app for
the IPhone and IPad, named “FTM
Forfeiture Guide,” is now available at
the ITunes App Store. The recently
launched “FTM Forfeiture Guide”
app simplifies the complex game
theory analysis that branded drug
makers and generics need to work
out regarding the Hatch-Waxman
Act’s provisions for failure-to-market
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forfeiture of 180-day exclusivity for
generic versions of branded drugs.
Using an interactive flow chart, the
app provides immediate results to
users that need to know if a FTM
forfeiture has occurred, and takes
the user to the statute highlighting
how the result was obtained for
easy reference. In particular, the
app guides users through a series
of two to five YES/NO questions.
Based on the answers, the app
tells you whether the generic drug
company holding the exclusivity
has forfeited it in the situation
where the generic drug company
has delayed marketing its drug. A

Job Opportunities

Waltham, MA

Burlington, VT

Patent Agent

DOWNS RACHLIN MARTIN PLLC, Vermont’s largest law firm
seeks a patent attorney to join its rapidly growing intellectual
property practice. Enjoy challenging work, while living in an
area endowed with natural beauty, superb recreational opportunities, and a strong sense of community. Seeking candidates
with chemical engineering or chemistry with computer science
background and 3-4 years relevant experience. Work will include an initial emphasis on patent prosecution, with immediate
and long?term opportunities for client counseling, intellectual
property transactional work, and intellectual property litigation.
Please send resume in confidence to: Irene B. Weisburgh, Hiring Coordinator, Downs Rachlin Martin PLLC, P.O. Box 190,
Burlington, VT 05402?0190 or online to iweisburgh@drm.com.

forfeiture means that all the generic
drug companies can potentially go
to market, rather than waiting for
the exclusivity period of the firstfiling drug company to end. It will
be interesting to see whether other
areas of the law follow suit with
apps for analyzing complex legal
questions. The free app can be
downloaded at https://itunes.apple.
com/us/app/ftm-forfeiture-guide-paul/
id703264886?mt=8
*Mr. Wexler is a partner in the
New York office of Paul Hastings,
specializing in life sciences patent
litigation.

Morse, Barnes-Brown &
Pendleton, PC

DOWNS RACHLIN MARTIN PLLC
Intellectual Property Associate

Volume 44, Issue 3

Morse, Barnes-Brown & Pendleton, P.C., a leading, growing business law firm conveniently located on Route 128 in
Waltham, is seeking a registered Patent Agent, in particular
candidates having a degree in the field of computer software
and with experience patenting software/computer technologies,
as well as mechanical devices.
There is no expectation that the Patent Agent will attend law
school. Preferred candidates will have at least 2 years of patent
preparation and prosecution experience.
Initial position is a contract position with eventual option for fulltime employment.
Write: Laurie J. Macdonald, Firm Administrator
Morse, Barnes-Brown & Pendleton, P.C.
CityPoint, 230 Third Avenue, 4th Floor, Waltham, MA 02451
Fax: 781-622-5933.
Email: lmacdonald@mbbp.com
Principals only. EOE.
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Nutter McClennen & Fish LLP

Volume 44, Issue 3

L&A is an equal opportunity employer, and we offer a competitive salary and benefits package. Interested candidates are encouraged to explore our website at: www.LALAW.com

Boston, MA

Please forward your Resumes and further inquiries.

IP Attorney

Lisa Witham

Nutter McClennen & Fish LLP seeks an intellectual property
attorney with 2-5 years of patent prosecution and counseling
experience. Advanced technical degree (PhD preferred) in

617-395-7004
HIRING@LALAW.com

Chemistry or a related pharmaceutical discipline and/or substantial industry experience in pharma/biotech is required. We
are looking for motivated individuals with excellent credentials
and strong analytical and communications skills.
Katherine Thatcher
Director of Legal Recruitment
Nutter McClennen & Fish LLP
Seaport West
155 Seaport Boulevard
Boston, MA 02210
Email: kthatcher@nutter.com
Phone: 617.439.2471
www.nutter.com
Equal Opportunity Employer

Pearson & Pearson, LLP
Lowell, MA

Intellectual Property Associate

Pearson & Pearson, LLP seeks a full or part time Intellectual
Property Associate with 2-5 years experience. The primary responsibilities for this position include preparing and filing patent
applications in the U.S. Patent and Trademark Office. Qualified
candidate will also have experience in the electrical and mechanical field as well as patentability searches and opinions and
have interest in litigation and other areas of the law. Registration
to practice before the USPTO required.
John H. Pearson, Jr.
978-452-1971

Lando & Anastasi, LLPssss

jpearson@pearson-pearson.com

Cambridge, MA

EE Associate

Lando & Anastasi, LLP is a Cambridge, MA based intellectual
property law firm seeking a patent associate with 2 to 5 years of
experience to join our busy Electrical team. This is an exciting
opportunity for a bright and dedicated individual to work with a
broad range of clients, including start-ups, investors, universities and medium-sized and large public companies.
Candidates should have outstanding academic credentials and
excellent communication and writing skills. An advanced degree
in electrical engineering or physics (with an optics concentration) is required. Candidates must be creative, detail-oriented,
have excellent writing, communication and organizational skills,
and enjoy working both independently and as a member of a
team.
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Committees
ACTIVITIES & PUBLIC RELATIONS
activities@bpla.org
Nikhil Patel, Pierce Atwood LLP
AIPLA MOOT COURT
mootcourt@bpla.org
Elizabeth Burkhard, Holland & Knight
Joshua M. Dalton, Bingham McCutchen,
LLP
AMICUS
amicus@bpla.org
Erik Paul Belt, McCarter & English, LLP
Robert M. Abrahamsen, Wolf, Greenfield &
Sacks, P.C.

ETHICS AND GRIEVANCES
ethics@bpla.org
Steven J. Henry, Ab Initio Software LLC
John J. Stickevers, Sunstein, Kann, Murphy
& Timbers, LLP
INTERNATIONAL & FOREIGN PRACTICE
international@bpla.org
Elias Domingo, Covidien
Sarah Gates, Lando & Anastasi, LLP
LICENSING
licensing@bpla.org
Will Worden, Pierce Atwood LLP
Jamison J. Barr, Jenzabar, Inc.

ANTITRUST LAW
antitrust@bpla.org
Benjamin M. Stern, Proskauer Rose LLP
John W. Pint, Philips Intellectual Property

LITIGATION
litigation@bpla.org
Jacob K. Baron, Holland & Knight
Douglas C. Doskocil, Goodwin Procter LLP

BIOTECHNOLOGY
biotechnology@bpla.org
Konstantin M. Linnik, PhD, Nutter
McClennan
Leslie Meyer-Leon, IP Legal
Strategies, LLC
Bo Han, WilmerHale, LLP
Jennifer Zarutskie Sieczkiewicz, Ph.D.,
Biogen Idec Inc.

MEDICAL DEVICES PRACTICE
medicaldevices@bpla.org
Jim Flaherty, Fresenius Medical Care
North America
Jeremy Bond, Finnegan, Henderson,
Farabow, Garrett, and Dunner, L.L.P.

Business & Marketplace
Jeremy Bond, Finnegan, Henerson,
Farabow, Garrett and Dunner, LLP
Jamie Kemler, Stryker Corporation
CHEMICAL PATENT PRACTICE
chemical@bpla.org
Lin J. Hymel, Ph.D., Weingarten, Schurgin,
Gagnebin & Lebovici LLP
Dean Farmer, Cooley LLP
Rebecca M. McNeill, VIVICAR Law, PLLC
COMPUTER LAW
computer@bpla.org
Edmund J. Walsh, Wolf, Greenfield &
Sacks, P.C.
Weber Hsiao, Pierce Atwood LLP
CONTESTED MATTERS
contestedmatters@bpla.org
Susan G.L. Glovsky, Hamilton, Brook,
Smith &
Reynolds, P.C.
Ian Liu, Finnegan, Henderson, Farabow,
Garrett & Dunner, L.L.P.
COPYRIGHT LAW
copyright@bpla.org
Nicole Rizzo Smith, Ropes & Gray LLP
Lawrence T. Stanley, Jr., Bingham
McCutchen LLP
Corporate IN-HOUSE PRACTICE
inhouse@bpla.org
William DeVaul, Cubist
Pharmaceuticals Inc.
David Miranda, Jr., Raytheon Company

NEW LAWYERS & LAW STUDENTS
newlawyers@bpla.org
Michael Carbonello, Houston &
Associates LLP
Reza Sadr, Finnegan, Henderson,
Farabow, Garrett & Dunner, L.L.P.
Patent Agents and Technical
Specialists
patagents_techspecs@bpla.org
Cristin Berkey, Choate, Hall & Stewart LLP
Natalie Grace, Choate, Hall & Stewart LLP
PATENT LAW
patents@bpla.org
Michael Bergman, Bergman & Song LLP
Justin J. Daniels, Proskauer Rose
Rajesh Vallabh, Foley Hoag LLP
PATENT OFFICE PRACTICE
patentofficepractice@bpla.org
Emily Whelan, Wilmer Cutler Pickering
Hale and Dorr LLP
Nicole Palmer, Lando & Anastasi, LLP
PRO BONO
probono@bpla.org
Chelsea Loughran, Wolf, Greenfield &
Sacks, P.C.
Rex I. Huang, Fish & Richardson P.C

The Boston Patent Law Association
(BPLA) is an association of intellectual
property professionals, providing educational programs and a forum for the
interchange of ideas and information
concerning patent, trademark, and copyright laws. Through a volunteer Board of
Governors and committees, it organizes
and hosts educational seminars, social
events, and conventions, and comments
on rules, legislation, and judicial decisions impacting the profession. Visit the
BPLA at www.bpla.org.
The BPLA Newsletter is published four
times a year by the Boston Patent Law
Association. Articles appearing in the
newsletter represent the views of the
authors and do not necessarily carry the
endorsement of the BPLA.
Editor-In-Chief:
Gregory J. Sieczkiewicz, Ph.D., J.D.
Contributors:
Dean Farmer
Rex Huang
Lin Hymel
Chelsea Loughran
Joseph M. Maraia
Rebecca McNeill
Christopher A. Potts
Bruce M. Wexler
Boston Patent Law Association
One Batterymarch Park, Suite 101
Quincy, MA 02169-7454
Letters to the editor, articles and job
postings are encouraged.
E-Mail all correspondence to:
vice-president@bpla.org

TRADE SECRETS LAW
tradesecrets@bpla.org
Russell Beck, Beck Reed Riden LLP
Michael Bunis, Choate, Hall & Stewart LLP
TRADEMARKS & UNFAIR COMPETITION
trademarks@bpla.org
John L. Welch, Lando & Anastasi, LLP
Christina Licursi, Wolf, Greenfield & Sacks
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Boston Patent Law Association
One Batterymarch Park, Suite 101
Quincy, MA 02169-7454

Do you have a new job?
Made a lateral move lately?
Been promoted?
We want to hear
about your news.
Please send your
job-related news to:
vice-president@bpla.org
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