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President’s Message
By Joseph M. Maraia, Pierce Atwood LLP
I would like to thank the members of
the BPLA for the opportunity to serve
as President of the BPLA. I am honored to represent one of the most
highly regarded intellectual property
organizations in the country; but only
with the help of a tireless Board of
Governors, dedicated Committee
Chairs, and you our members are we
able to advance the mission to provide educational programs and a forum for the interchange of ideas and
information. Again, I would like to
thank our past-President, Neil Ferraro, for his unwavering efforts to bring
a USPTO satellite office to Boston
as well as his Latin American Initiative and relationship-building initiative
with the federal judiciary.
At the Annual Meeting on December
12, 2012, I highlighted three initiatives that I would be advancing during my term as President of the BPLA
with the help of our Board of Governors, Committee Chairs, and you our
members. Patent Law Committee,
May 23, 2013. Those initiatives are:
providing up to date seminars on the
final implementations of the America
Invents Act (AIA); the BPLA Pro Bono
Initiative; and a “Bring’em Back”
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membership campaign.
Final Implementations of the AIA
As you read this newsletter, the BPLA
through its Patent Practice Committee has already held the first of a
series of seminars dedicated to educating our membership on the final
implementations of the AIA that went
into effect on March 16, 2013. This
first seminar focused on the first-inventor to file system, which advances
the goal of harmonizing the U.S. patent law system with systems used in
most other countries. Other seminars
Continues on Page 3
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BPLA Pro Bono Corner
The Fall 2012 Pro Bono Corner of
the BPLA Newsletter provided a
brief description of the Pro Bono
Committee’s vision for a Bostonbased USPTO Patent Pro Bono
Program. Central to this vision is a
collaboration between the BPLA and
the Volunteer Lawyers for the Arts
of Massachusetts, a program of the
Arts & Business Council of Greater
Boston.
At the BPLA Annual Meeting
Luncheon on December 12, 2012,
we circulated a survey to attendees
to assess support for, and interest
in participating in, such a program.
Over one hundred BPLA members
completed the survey. As can be
seen from the data tabulations
(right top), of surveyed members,
there is overwhelming support for
the establishment of a USPTO
Patent Pro Bono Program in Boston.
Further, among those supporting the
creation of this program, over half
believe the BPLA should provide
support via a volunteer panel and
financial assistance.
When asked what type of
participation interested members
would like to partake in, a majority
of surveyed BPLA members
reported they would be interested
in personally representing or
supervising a law student in
the representation of an underresourced inventor or small
business. (right bottom)

added to BPLA dues or an annual
firm or corporate sponsorship.
Based on responses provided,
individual BPLA members tentatively
pledged to contribute $2,200 per
year (in total) in the form of additions
to BPLA membership dues, or
were willing to make firm/corporate
sponsorships of up to $25,000/year
for three years.

Finally, survey respondents were
asked whether they would support
a USPTO Patent Pro Bono Program
through financial contributions in the
form of either an individual donation

The results of this survey are
encouraging and demonstrate
significant membership support for
the establishment of a Boston-based
USPTO Pro Bono Program. The full
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results of this survey will be posted
on the BPLA website at http://bpla.
org/associations/10845/files/USPTO
Patent Pro Bono Program.pdf
Look for more information on the
development of a Boston USPTO
Patent Pro Bono Program in weeks
to come. And, if you were not able
to participate in the survey but would
be interested in participating in a
USPTO Patent Pro Bono program,
please e-mail Pro Bono Committee
Co-Chair, Chelsea Loughran at
cloughran@wolfgreenfield.com.
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will include presentations and discussion on topics such as the narrowing
of the grace period for disclosures
originating with the inventor, derivation proceedings, and other topics
that will help us better understand
the AIA and the effect of the AIA in
our practices. I look forward to your
participation and attendance at these
seminars.
Pro Bono Initiative
Section 32 of the AIA directs the
USPTO to establish a pro bono program to assist financially under-resourced independent inventors and
small businesses. As you heard at
the Annual Meeting, the USPTO has
urged the BPLA to get involved in establishing the pro bono program. I
have committed to this program and
will be working closely with Chelsea
Loughran, co-chair of the Pro Bono
Committee, to get the USPTO pro
bono program implemented in Massachusetts. I want to thank you for
your anticipated support of the pro
bono program.
“Bring’em Back” Campaign
As I stated at our Annual meeting,
our organization is only as strong
as our membership and our membership has been in a decline over

CORRECTION: In the Fall 2012 Newsletter at page 4, please note that Garrett Quillia of Hoffman Warnick, LLC,
co-author of the article “The SHIELD
Act Takes Aim at Non-Practicing Entities” was omitted from the publication.
Apologies to Garrett!
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recent years. In 2000, our membership was 1200 strong but fell to a low
of 600 members in October 2012.
Through the efforts of the Board of
Governors, Committee Chairs, and
you getting the word out, our membership has now increased to more
than 750 members of the more than
2000 registered patent attorneys and
agents in New England. Thank you
for your efforts to date in helping to
increase our membership; however,
we are far from done as there remain
many, many prospective members,
each of whom can add their own
unique perspective to our organization. So, please continue to spread
the word about the BPLA and its mission to your co-workers, colleagues,
and friends.
The BPLA is planning several events
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this year, including our annual Judges
Dinner, our Annual Summer Outing
at Fenway Park, and the PCT Seminar. Although the specific date and
location has not yet been finalized,
please plan on the Judges Dinner to
be held in early June 2013. The Annual Summer Outing will take place
on Sunday, August 4, 2013, when the
Boston Red Sox take on the Arizona
Diamondbacks. We hope this will be
another memorable event for BPLA
members and their families.
I encourage each of you to remain
actively involved with the BPLA, and
to reach out to the Board of Governors, the Committee Chairs, or
myself with any comments or suggestions. Please feel free to contact
me at (617) 488-8117 or by e-mail to
jmaraia@pierceatwood.com.

Announcement for

Invented Here! 2013

A Collaboration between the Museum of Science and the BPLA

Nominations Window is April 1st to May 15th, 2013
Qualifications for Nomination
· Inventions Created in New England and One of:
· Patents that issued within the last 5 years, or
· Patents that received U.S. Regulatory Approval
within the last 3 years, or
· Published Patent Applications within the last 3 years (Fan Favorite)
For more information
http://www.bpla.org/displaycommon.cfm?an=1&subarticlenbr=56
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Revisiting the “Limited Times” Requirement in the
Face of Future Copyright Term Extensions.
By: Alex P. Garens, IP attorney at
Grossman, Tucker, Perreault &
Pfleger, PLLC
As you all know, a newly filed patent
will have a term of 20 years. On the
other hand, a newly published work
will have a copyright term equal to
the life of the author, plus 70 years,
while works created before 1978
generally have a copyright term of a
whopping 95 years. And if you think
those terms are long, you are in for
a surprise—they might be getting
longer still.
Indeed, in the coming years, various
industries are likely to put pressure
on Congress to attempt to pass
another act extending copyright
terms. Essentially, we may see a
repeat of what happened in the
late 1990s with the Sonny Bono
Copyright Term Extension Act
(“CTEA”). The act was passed into
law in 1998, extending all existing
and prospective copyright terms by
twenty years. For example, a work
published in 1923 that should have
expired on January 1, 1999 instead
was given under the CTEA another
twenty years of copyright protection,
lasting until 2019. And now that 2019
is not so far away, and the creative
works that benefited from the
CTEA’s extension will start entering
the public domain, we might expect
to see yet another extension.

Those that had followed the CTEA
will recall that it was challenged as
an unconstitutional violation of the
Copyright Clause’s requirement that
authors enjoy exclusive rights in their
works for only “limited Times.” The
charge was that repeated extensions
of copyright terms would result
in perpetual or limitless terms, in
contravention of the Constitutional
trade-off that granted creators only
temporary monopolies in their works
before they inevitably entered the
public domain. In the landmark
2003 Supreme Court case Eldred
v. Ashcroft, a seven-judge majority
upheld the CTEA, finding that
Congress had the authority to extend
the copyright terms of existing
works.
The most interesting part of Eldred,
however, was the Court’s brief
discussion of a Congressional
attempt to string together copyright
term extensions in an effort to
create perpetual copyrights. The
Court condemned such behavior
as impermissible, but found that
the CTEA was no such misconduct.
In January of 2012, the Supreme
Court again addressed the
Copyright Clause and this specter
of a Congressional effort to create
perpetual copyrights, in Golan v.
Holder. Again, the Court condemned
such hypothetical action as
“legislative misbehavior,” but found it
to be far afield from the challenged
legislation at hand.
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What we know from these two
cases, Eldred and Golan, is this:
Congress can extend existing
copyright terms, but with the
limitation that it cannot do so with the
naked intention of creating perpetual
copyright terms by stringing together
multiple extensions. Of course, this
leads to a thorny conundrum—
where exactly do we draw the line
between “good” copyright extensions
and “impermissible” ones? If
Congress does pass another
copyright extension in the coming
years, we can imagine it, too, will
be challenged as a violation of the
“limited Times” requirement. And
short of senators or representatives
openly stating that they believe
copyright duration should be
perpetual, how is the Court
supposed to determine whether the
true intent behind an extension is
benign or the “impermissible” desire
to create perpetual copyright terms?
I propose two ways for the Court to
determine if a seemingly innocent
copyright term extension has such
an ulterior motive. First, a look at the
stated justifications of the extension
could reveal its true colors. That is,
if the proffered justifications for the
extension do not, in actuality, support
extending copyrights, this should be
a red flag for the Court. In such a
scenario, the given rationale would
be mere pretext for the extension’s
ulterior, impermissible purpose of
Continues on Page 5

Spring 2013
Limited Time Requirements
Continues from Page 4

inching toward perpetual copyright
terms.
For example, the primary justification
for the previous copyright extension,
the CTEA, was to harmonize U.S.
law with international standards,
which it actually did, to some extent.
Now that U.S. copyright terms are
longer than almost every other
country, however, this international
harmonization rationale would
not be available to justify the next
extension, absent major international
developments in copyright law.
Thus, if Congress were unable
to provide any other compelling,
relevant justification for the next
extension, the Court should see
through the pretext to the underlying
impermissible intent of creating
perpetual copyrights. And given that
the U.S. copyright term is already
as long as it is, the Court ought to
place a high burden on Congress to
adequately justify the next extension
to disprove the presumption of such
an impermissible intent.
The second method by which the
Court could determine that a future
extension has the ulterior purpose
of creating perpetual copyrights
is by dissecting the structure of
the extension and comparing it to
previous extensions. While it is
true that Congress has extended
copyright terms many times
throughout history, not all extensions
are “built” the same. And the Court
in both Eldred and Golan suggested
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that it would be amenable to
arguments that would meaningfully
distinguish any given challenged
extension from previous ones.
This could be done in many
ways. For example, assume that
Congress passes another twentyyear extension in 2019, right on
the heels of the CTEA. This future
act would grant an unprecedented
amount of copyrighted works their
second extension, and would be
first time any copyrighted works
would be granted a third extension.

. . . in the coming years, various
industries are likely to put
pressure on Congress to attempt
to pass another act extending
copyright terms. Essentially,
we may see a repeat of what
happened in the late 1990s with
the Sonny Bono Copyright Term
Extension Act (“CTEA”).

Further, if there are no gaps of years
between the CTEA’s extension and
this future extension, then they
would truly begin to “stack,” such
that no copyrighted works would be
allowed to enter the public domain
between the end of one extension
and the beginning of the other. This,
too, would distinguish the future
extension’s structure from previous
extensions. Lastly, another twenty
year extension would result in terms
of 115 years for older works, and
“life of author” plus 90 years for new

5
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works. The Court could find that
such long terms in themselves cross
a threshold that would distinguish
any new extension from previous
extensions. In sum, the Court should
closely evaluate the structure of any
future extension to determine if it so
dissimilar from previous extensions
as to support a presumption that
Congress’s underlying intent was to
create perpetual copyrights.
Certainly, the Eldred and Golan
decisions were blows to the
“limited Times” requirement and to
advocates of a flourishing public
domain. But the decisions should
not be viewed, as they often are,
as giving Congress carte blanche
with regard to copyright terms. To
the contrary, the Court explicitly
condemned perpetual copyrights
in both cases. Unfortunately, in
each case, the Court tersely stated
that it found no such impermissible
intent, without further elaboration
into where that line may be drawn
and what conduct might amount
to a constitutional violation of the
“limited Times” requirement. These
are questions that the Court will face
in the coming years, and when the
day comes, the Court should closely
scrutinize any future extension using
the above-suggested methods.
Future extensions should live or
die on their own merit, though they
should be approached with a strong
skepticism and bear a heavy burden
of overcoming a presumption that
they are fueled by impermissible
motives to create some form of
perpetual copyright protection.
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BPLA Writing Competition Summary
Kip Bodi
Congress intended the scope of
patentable subject matter under 35
U.S.C. § 101 to include “anything
under the sun that is made by man.”
Despite this, judicial interpretation
has led to three major exceptions:
natural phenomena, laws of nature,
and abstract ideas. There has
never been any clear guidance
from the Supreme Court as to
what constitutes these exceptions,
and the determination of whether
a patent claim covers an abstract
idea, law of nature, or natural
phenomenon has been difficult since
at least the 19th century.

transformation test: if a claim can
be tied to the use of a particular
machine, or if it transforms an article
to a different state or thing, it is
patentable subject matter under 35
U.S.C. § 101. In 2008, the Federal
Circuit declared the machine-ortransformation test to be the sole
test for patent eligibility for process
claims, and used it to dismiss
Bernard L. Bilski’s claims for a
method of hedging risk in consumer
transactions in In re Bilski.
The machine-or-transformation
test’s reign as the sole test for
patent eligibility was short lived. The
Supreme Court granted certiorari

Writing Competition
Sponsored by the
Boston Patent Law Association
The abstract idea exception is
largely governed by three cases,
Benson, Flook, and Diehr, that rose
to the Supreme Court between 1972
and 1980. In its analyses, the Court
reviewed several of its 19th century
opinions regarding patent eligibility,
which tended to show that some
form of a machine is required in
a claim for a process to be patent
eligible. And, if a process did not
recite a machine, it could still be
valid if it included a transformation
of an article to a “different state or
thing.” Thus, the Court recited the
underpinnings of the machine-or-

in Bilski and affirmed, but only
on the grounds that the claimed
methods were abstract ideas.
The Court reiterated the intent
of Congress regarding the wide
scope of patent eligibility, noting
that the three judicially created
exceptions are still “consistent with
the notion that a patentable process
be new and useful.” Further, they
were supported by 150 years of
“statutory stare decisis.” Adopting
the machine-or-transformation test
as the sole test for § 101 would
read an additional limitation into the
statute. Justice Kennedy advised
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the Federal Circuit to develop
new limiting criteria for patentable
subject matter, noting that the
machine-or-transformation test,
while still a useful clue, is not the
sole test for patent eligibility; rather,
“section 101’s terms suggest that
new technologies may call for new
inquiries.”
Despite this guidance, the Federal
Circuit has mostly continued to
apply the machine-or-transformation
test as a definitive test for patent
eligibility. The test was heavily relied
on in Prometheus Laboratories
v. Mayo Collaborative Services,
where the court appears to have
been swayed by the transformative
elements of both administering
drugs and determining the levels
of metabolites produced, declaring
the machine-or-transformation test
to be “the clue to the patentability
of a process claim.” Similarly, in
Association for Molecular Pathology
v. Myriad Genetics, those claims
that recited “growing” of cells were
patent-eligible as a transformation.
However, there appears to be
some discord among the judges
themselves, as the opinions written
by Judges Rader and Newman
downplay the use of the machineor-transformation test. The court
did not even apply the test in
Research Tech. v. Microsoft, instead
holding simply that the claims at
issue were not abstract. In Classen
Immunotherapies v. Biogen IDEC,
the contested claims were found
Continues on Page 7
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to traverse a “coarse eligibility filter
of § 101” because they recited a
specific application of an abstract
principle. The panel in Ultramercial
v. Hulu ignored the test entirely. The
contradictory statements in these
opinions suggest that the role of the
machine-or-transformation test will
continue to be up for debate.
In addition to the machine-ortransformation test, the Federal
Circuit has also sought to
establish further limiting criteria.
In each of its recent opinions, any
conclusion based on the machineor-transformation test has been
supplemented with other rationales.
For example, in Research Tech.,
the Federal Circuit considered
whether a process for half-toning
images, though existing only in
software, addressed a need in
the computer technology market
and had “functional and palpable
applications.” The process improved
on technologies already in the
marketplace, suggesting that it
is “not likely to be so abstract.”
Similarly, in Classen the Federal
Circuit supported its conclusion
of validity by stating that the

2013 WRITING COMPETITION
Sponsored by the
Boston Patent Law Association
1st Prize: $1000
2nd Prize: $500

• Papers must have been written or
published between September 1,
2012 and September 2, 2013.
• Papers must be submitted to the
Boston Patent Law Association on or
before September 30, 2013.

Check www.bpla.org for details.
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new process of immunization
had a “specific and tangible
application,” and in Myriad, claims
for growing cells in the presence of
a drug presented “functional and
palpable” applications in the field
of biotechnology. In these cases,
the Federal Circuit supported its
conclusion of patentability for a
process by using corporeal terms
to describe them. Unfortunately
the analysis is vague; what exactly
makes a process claim functional
or palpable? The court has yet to
use the ‘functional and palpable’
analysis for a claim that was not
patent eligible, so there are no clear
examples.
Recent opinions also show attempts
at distinguishing abstract ideas from
patentable applications. The issue
here is to identify the difference
between a valid application of an
idea, and an insignificant postsolution activity. The analysis is
still troublesome, as the distinction
between Flook and Diehr is not
entirely clear. The presumption at
the Federal Circuit appears to be in
the favor of an application. In order
for the “abstract idea” exception
to apply, it should “exhibit itself so
manifestly as to override the broad
statutory categories of eligible subject
matter.” The court has indicated that
abstractness should be something
that is overwhelmingly obvious,
resulting in allowed claims that toe
the line, or subsume an abstract idea
- depending on your point of view.
For example, in Classen, Judge
Moore lamented that Classen was
essentially given a monopoly over
the scientific method. Even though
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the claims included a further physical
step of vaccination, this limitation
was so minimal that anyone who
compared two immunized groups
and then picked one would infringe –
an “abstract intellectual concept” that
forms the “basic tools of scientific
and technological work.”
Moore
would have been satisfied if Classen
instead claimed the use of “a new
and specific immunization schedule,”
not all of them.
The Federal Circuit has also applied
the mental steps doctrine from
Benson and Flook. Though a process
that is composed solely of mental
steps is not patentable, the mere
presence of mental steps alone is not
sufficient to remove patent eligibility.
In Classen, the Federal Circuit noted
that as long as mental steps such
as “comparing”, “analyzing,” and
“determining” were accompanied by
a physical, transformative element,
the claim viewed as a whole was
still patent-eligible.
Similarly, in
CyberSource, the Federal Circuit
noted that the claimed method only
required one to “obtain and compare
intangible data pertinent to business
risks,” so it recited only mental
steps that could also be done with
pencil and paper. For software, the
Federal Circuit has held that process
claims should be sufficiently complex
such that a computer is required to
perform them, though some other
physical element should also be
recited in the claim. This approach
was exemplified by the holding in
Ultramercial; by embodying software
claims in a manner that required
“intricate and complex computer
Continues on Page 8
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Introducing the European Unitary Patent
By Bruce D. Popp, Ph.D., USPTO Registered Patent Agent, ATA Certified Translator for French into English
Bien Fait, Translation and Patent Services
December 11, 2012 the European
Parliament voted to approve a package of regulations which will establish a European Unitary Patent and
Unified Patent Court. The measures
need to be ratified before going into
effect and in any case would not go
into effect before January 1, 2014.
They provide an alternate route
for obtaining and enforcing patent
protection in the European Union at
what is expected to be a lower cost

granting patents based on the European Patent Convention (EPC),
ancillary regulations and decisions.
Once the EPO has examined an application and granted a European
Patent, the patent proprietor has one
month from the date of grant to notify
the EPO that the proprietor wants
unitary protection for the newly
granted patent. The default option

is for the current system of national
patents.

BPLA Writing Competition
Continues from Page 7

Understanding these measures will
be important for you when choosing a strategy to obtain and enforce
patent rights in the European Union
(EU). This Introduction provides
you with a first look at the important
points from these measures approved by the European Parliament.
There are two important points to
keep in mind concerning where and
when. First, all EU member states
are participating except Italy and
Spain, so this doesn’t apply to them.
Italy and Spain have the option of
deciding to join later.
Second unitary patent protection
goes into force after the unified patent court agreement does and it
goes into effect after 13 contracting
member states (which must include
Germany, France and the UK) ratify
the unified patent court agreement,
but not before January 1, 2014.

programming” and the exchange of
information, the process claims were
not merely mental steps, but rather a
patentable application of an abstract
idea.

considering whether it was indefinite
under § 112, and then considering
subject matter eligibility. If the current
controversy over § 101 continues for
the foreseeable future, this may be
the best option for resolving disputes.

Unitary patent protection is relatively
straightforward; it builds on the established European Patent Office
(EPO) process for examining and

Another approach to dealing with §
101 issues is to simply avoid them.
Often, patent applications that suffer
from § 101 concerns will have other
issues with the further restrictions of
§§ 102, 103, and 112. In Research
Tech., the court concluded its
eligibility analysis with a discussion
of the enablement requirement. To
secure a patent, an application must
state the invention with sufficient
clarity to put the public in possession
of the invention. An invention that
passes the “coarse eligibility filter may
nonetheless be invalid as indefinite
because the invention would ‘not
provide sufficient particularity and
clarity to inform skilled artisans of
the bounds of the claim.’” In what
may be a sign of change, the Board
of Patent Appeals and Interferences
recently invalidated a claim by first
8

Under the current system of national
patents, the applicant for a European
Patent indicates during patent prosecution the EPC contracting states
where they will want national patent
Continues on Page 9

There is no single test for determining
whether a given process is patentable
subject matter. However, the tests
discussed above are still useful in a
multi-factored analysis. While it is
established that an abstract idea is an
exception to the broad array of patent
eligible subject matter, applications of
that abstract idea may be sufficient.
Processes that have functional
and palpable applications in the
marketplace suggest patentability;
however, a process that is composed
of mental steps alone is not.
Sometimes it is easier to ignore the
issue and invalidate a patent on other
grounds. Ultimately, the decision for
patentability for any process rests in
the minds of the judiciary, who need to
be convinced that the invention as a
whole is not so manifestly abstract as
to remove itself from patent eligibility.
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protection and then, after granting of
the European Patent, the European
Patent proprietor would need to follow the relevant national procedures
in the individual states where they
want national patent protection on
the basis of the European Patent.
This could involve translation of
the European Patent into multiple
languages and payment to multiple
jurisdictions first of application fees
and later of maintenance fees or annuities. The venue for patent litigation (including enforcement, actions
for infringement, counterclaims for
revocation, etc.) would be the various national courts. Beyond the fees
and costs paid in multiple countries,
enforcement and litigation has led to
disparate or even contradictory decisions in different national courts, including the same patent claim being
sustained and enforced in one country and revoked in another country.
Under the unitary patent protection
arrangement, the proprietor of the
newly granted European Patent
would on a transitional basis1 need
to file a translation of the entire patent with the request for unitary patent protection and would need to
pay renewal fees to the EPO. During
the transitional period, if the language of the proceedings is French
or German a full translation of the
1 The transitional period during which a translation is required with the request for unitary
patent protection lasts at least six years from
the entry into force of the unified patent court
agreement and would end when a commission subsequently decides, after a biannual
review, that high quality machine translation
of patents into all the official languages of the
EU is available.
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specification of the European Patent
into English must be filed with the
request for unitary effect; if the language of the preceding is English, a
full translation of the specification of
the European Patent into any other
official language of the Union must
be filed. The EPO will publish the
translation, but the translation is for
information purposes only.
The EPO will add to its official patent
register an indication of whether the
European Patent has unitary effect,
whether the patent has lapsed or
been revoked, and such information as may be reported to it about
licensing and transfer of the patent.
The EPO will also collect a renewal
fee on the European Patent with unitary effect. The regulation on unitary
patent protection provides guidelines
for setting the amount of the renewal
fee and for the disposition of the collected renewal fees. There is at this
time no indication of the possible
amount of the renewal fee.
The European Patent with unitary
effect will necessarily have the same
set of claims for all participating
Member States. It can only be transferred, lapse or be revoked for all
participating Member States. Licensing agreements may however be
geographically limited. As property,
the European Patent with unitary effect will be treated in all participating
Member States as a national patent
of one State. That Member State is
determined by considerations including where the applicant had a principal place of business. If no applicant
has a residence or place of business

9
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in a participating Member State, as
may be the case for a US applicant,
then the European Patent with unitary effect would be treated as property as a national patent of Germany,
where the EPO has its headquarters.
The Unified Patent Court “shall be
a court common to the Contracting
Member States and thus subject to
the same obligations under Union
law as any other national court of the
Contracting Member States.” The
central division of the Court of First
Instance will have its seat in Paris
with sections in London and Munich.
Local divisions of the Court of First
Instance could be set up in Contracting Member States. The Court of Appeal will be located in Luxembourg.
This is a larger subject than unitary
patent protection and I don’t plan to
look into it.
For patent applicants there appear
to be two main criteria in deciding
whether or not to request unitary patent protection for a recently granted
European Patent.
The first criterion is a simple A versus B economic comparison of the
costs of national patent protection
in selected countries based on the
European Patent versus the costs
of the European Patent with unitary
effect. In the case of national patent
protection in selected countries, the
costs could include translation into
official national languages, legal fees
for patent practitioners in the selected countries and filing and maintenance fees paid to the selected
countries’ patent offices.
Continues on Page 10
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For the European Patent with unitary
effect, the costs include the translation to be filed with the request for
unitary patent protection and the
renewal fees to be paid to the EPO.
This comparison of course depends
both on which countries the patent
applicant would select for individual
national protection and the fees
which will be established by the
EPO.
The second criterion relates to the
perception of the risks and possible
outcomes of patent litigation in the
Unified Patent Court; is it better to
risk having a patent vacated for all
Contracting Member States during
litigation in the Unified Patent Court,
or to engage in litigation in multiple
national courts possibly having the
patent sustained in some and revoked in others?
Individual answers to these questions will determine whether to
request unitary effect for a granted
European Patent application.
References:

For full details, the principle documents are:
Council Regulation (EU) No 1257/2012 of 17
December 2012 implementing enhanced cooperation in the area of the creation of unitary
patent protection (published in the Official
Journal of the European Union L. 361/1)
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BPLA Files Amicus Brief in Keurig
Case
The Boston Patent Law Association (“BPLA”) has filed an amicus
curiae brief with the United States
Court of Appeals for the Federal
Circuit to help that court decide an
important question on the scope and
applicability of the patent exhaustion
doctrine. In recent years, and especially since the Supreme Court’s
2008 opinion in Quanta Computer,
Inc. v. LG Electronics, Inc., courts
have been applying patent exhaustion more and more to limit infringement actions against downstream
purchasers or users of patented
products and methods. The specific
question addressed in the underlying
patent litigation, Keurig, Inc. v. Sturm
Foods, Inc., is whether the doctrine
applies to the patent as a whole or
only on a claim-by-claim basis. In
other words, does exhaustion of
one claim automatically exhaust all
other claims of the patent? By analogy to the validity and infringement
analyses, which proceed claim by
claim, The BPLA argued that patent
exhaustion should also be analyzed
claim by claim. For example, the
invalidity of one claim does not automatically extend to all other claims

Council Regulation (EU) No 1260/2012 of 17
December 2012 implementing enhanced cooperation in the area of the creation of unitary
patent protection with regard to the applicable
translation arrangements (published in the
Official Journal of the European Union L.
361/89)
P7_TA(2012)0476 European Parliament resolution of 11 December 2012 on jurisdictional
system for patent disputes (2011/2176(INI))
ST16351/12 PI 148 COUR 77 Council of the
European Union Agreement on a Unified Patent Court
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in a given patent. Why should patent
exhaustion be analyzed any differently?
As a side note, parties to an appeal typically consent to the filing of
amicus briefs and only rarely object.
In this case, the appellee, Sturm
Foods, objected to the BPLA’s filing
an amicus brief, arguing, inter alia,
that the BPLA is somehow not prominent enough to weigh in on important issues of patent law. The BPLA
countered that it (1) proudly counts
as members some of the top IP professionals practicing in one of the
most innovative areas of the country
and (2) has submitted numerous
and influential amicus briefs over the
years in prominent cases in the Federal Circuit and Supreme Court. The
Federal Circuit dismissed the objections and granted the BPLA leave to
file its amicus brief.
The BPLA was represented by McCarter & English, LLP, for purposes
of submitting the amicus brief. The
BPLA’s amicus brief can be viewed
on the BPLA website, www.bpla.org,
under the “News and Advocacy” tab.
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Top 5 Dangers for the AIA Unwary1
By Macharri Vorndran-Jones, Eli Lilly, Donna M. Meuth, Eisai Inc., Deborah Herzfeld, Finnegan
Henderson, Tom Irving, Finnegan Henderson, Stacy Lewis, Finnegan Henderson; reprinted from
Landslide® magazine, publication of ABA Intellectual Property Law Section
I. Introduction
The America Invents Act (“AIA”),
signed into law on September 16,
2011, marked the first fundamental
patent reform in the U.S. since
the 1952 Patent Act (“pre-AIA”).2
The 130-page AIA legislation
transformed foundational aspects
of the U.S. law of patentability and
patent enforceabilty with the intent
to deliver greater transparency,
objectiveness, predictability, and
simplified patent law principles.3
Whether or not any of those lofty
objectives will pan out in reality,
inventors, patent applicants, patent
owners, and the patent professionals
who assist them must understand
the changes to avoid significant
”dangers” that lurk for the unwary,
both in formulating patent filing
strategies and in evaluating existing
U.S. patent and patent applications,
including those of third parties. This
article highlights some of the more
significant and immediate of those
dangers.
II. Danger Number 1: Failure
to Understand the Expanded
Definition of Prior Art
A first challenge is to be able to
identify applicable prior art and
Copyright 2013 by Macharri VorndranJones, Donna M. Meuth, Tom Irving, Deborah
Herzfeld, and Stacy Lewis
©

thus avoid overlooking potentially
fatal prior art. As of March 16,
2013, 35 U.S.C. § 102 changes
fundamental assumptions defining
what will and will not be considered
prior art under the AIA, for any
application containing at least one
claim having an effective filing
date after March 15, 2013. Public
disclosures anywhere in the world
in any language before the effective
filing date of the claimed invention
will have prior art effect.4 In other
words, the new definitions remove
geographic and language restrictions
on prior art, exponentially expanding,
in view of US litigation discovery
which does not exist in other firstto-file systems, the universe of what
now may be considered prior art.
In addition, the temporal window for
additional prior art is wider in one
respect through the change in focus
from “date of invention” to “effective
filing date” since the effective filing
date of any claimed invention is
almost always later than the preAIA date of invention. However, the
window is narrower in other respects
since prior inventions of others under
pre-AIA 35 U.S.C. §§102 (f) and
(g) are generally no longer prior art
under AIA, Metallizing Engineering
forfeiture may apparently no longer
exist,5 and common ownership may
now provide a defense against

documents that would otherwise be
prior art under AIA’s §102(a)(2).
Under the AIA, what is prior art under
the new law (presumably absent an
In re Nomiya-type admission by the
patent applicant) must be either:
1. a public disclosure anywhere in
the world (in any language); or
2. an “effectively filed” patent filing
disclosure,
and both must have a date prior to the
“effective filing date” of the claimed
invention at issue.
“Effectively filed” requires that eventually at least one of the following
three documents publish (“special
publications”):
a. a U.S. patent;
b. a published U.S. patent application, or
c. a PCT application designating
the US, whether or not that PCT
application ever enters into the
US national stage.
AIA §102(a)(2) provides that an
“effectively filed” patent filing
disclosure may still be prior art as of
an earlier filing date even though it is
not published until after the effective
filing date of the relevant claimed
invention.
Continues on Page 12
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AIA prior art may constitute a
danger even to those fully aware
of AIA’s expansion of the body of
prior art. For example, it may be
extremely difficult for a patent owner
or potential patent licensee to find
out about every public disclosure
in every language everywhere in
the world. Unfortunately, it may
first be brought to a patent owner’s
attention by opponents during
discovery in US litigation. Hence,
a potential licensee may conclude
that a particular US patent claim or
US patent application claim is strong
when in fact, that claim is anticipated
by an earlier public disclosure at a
conference in China in Chinese.
Here are two examples of what will
be considered “prior art” under the
AIA:
1. an earlier-filed patent application,
relative to the claimed invention at
issue, with no claim for the benefit
of an earlier-filed patent application, if effectively filed, will be considered “prior art” as of its actual
filing date, for all that it describes
that is relevant to the patentability
of the claimed invention; and

SAVE THE DATE
2013 Judges Dinner
June 14th
Judge Mark Wolf
to be Honored
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2. a later-filed patent application with
a claim for the priority/benefit of an
earlier patent filing will be considered “prior art” as of the earlier patent filing date, as long as the earlier
patent filing contains a description
(not necessarily an enablement)
of the same subject matter found
in the later-filed patent application
and relevant to the patentability
of the claimed invention. (See 35
U.S.C. §102(d)). The earlier patent filing may be in any language
and may be filed outside of the
U.S. as long as it can be considered “effectively filed” with respect
to the relevant subject matter set
forth in one of the three special
publications described above.
The second example shows that the
AIA eliminated the effect of two old
U.S. patent cases: Hilmer I and II.
Under the Hilmer cases, one needed
a U.S. filing date to use as offensive
prior art under pre-AIA’s 35 U.S.C.
§102(e) or §102(g). Now, a foreign
priority date can be used offensively
as prior art under AIA’s 35 U.S.C.
§102(a)(2) against the patent claims
of others, as long as the subject
matter in one of the three special
publications was at least described
in a foreign priority document which
was “effectively filed” relative to the
relevant subject matter. (See 35
U.S.C. §102(a)(2) and §102(d)).
On a different note, practitioners
are cautioned against interpreting
“disclosure” in the AIA as replacing
a patent application filing; publishing
is not a substitute for filing to obtain
a strong patent position on the
invention. An inventor who has
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publicly disclosed should file a patent
application promptly or better yet,
before disclosure. Why? Because,
a mere public disclosure will never
provide an effective filing date.
Moreover, even assuming a statutory
exception can be established under
35 U.S.C. §102(b)(2) for the prior
disclosure, that prior disclosure
arguably only protects a claimed
invention against anticipatory subject
matter, not against obvious variants.6
In contrast, an earlier effective filing
date protects against both post-filing
date anticipatory and obviousness
prior art, assuming that some
earlier patent filing is not “effectively
filed” for relevant subject matter
for purposes of 35 U.S.C. §102(a)
(2) before that earlier effective filing
date . Furthermore, disclosure
before filing may be almost fatal with
respect to international patent rights.
As briefly mentioned above, some
good news is the expanded zone
of protection under the 35 U.S.C.
§102(b)(2)(c) exception to 35 U.S.C.
§102(a)(2) prior art, for commonly
assigned patent applications and
subject matter developed under
joint research agreements or not.
Importantly, AIA recognizes common
ownership as an exception effective
against 35 U.S.C. §102(a)(2) or 35
U.S.C. §102(a)(2)/§103 prior art as
long as that ownership is in place by
the effective filing date (as opposed
to the invention date) of the claimed
invention even if the earlier subject
matter was not developed under a
joint research agreement.
Continues on Page 13
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The date of invention is almost
always earlier than the effective filing
date of the claimed invention. This
AIA change thus has a broadening
effect also. In fact, the AIA change to
“on or before the effective filing date”
may mean that a patent applicant
can purchase potential, even
independently developed, §102(a)
(2) prior art prior to filing a patent
application, thereby removing the
potential prior art as a threat.
III. Danger Number 2: Failure to
Understand a Potential Difference
Between “Entitled To Priority”
(“Effective Filing Date”) v.
“Entitled To Claim the Benefit of
Priority” (Related to “Effectively
Filed” Under 35 U.S.C. § 102(a)(2)).
As discussed above, the effective
filing date for the claimed invention
is critical to define the window of
prior art for both novelty and nonobviousness purposes. It is also
critical to establish the applicable
law, i.e., pre-AIA, AIA (AIA SEC. 3(n)
(1)), or both AIA and pre-AIA (AIA
SEC. 3(n)(1) and (2)).
Generally, the “effective filing date”
is the actual patent application
filing date in the case of a stillpending application, unless the
claimed invention is entitled to
priority/benefit of an earlier patent
filing. This entitlement to priority/
benefit exists where (1) a claim for
priority/benefit is made, and (2) the
earlier patent filing contains written
description and enablement support
of the claimed invention, as the AIA
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expressly removed the requirement
of disclosing the best mode in an
earlier application for the purposes
of showing entitlement to priority/
benefit.7
Practitioners must be aware that
there is a potentially very significant
difference between the language
“entitled…to a right” of priority/
benefit in AIA 35 U.S.C. §100(i)
and the language “entitled to claim
a right” of priority/benefit in AIA 35
U.S.C. §102(d). There are those
who argue that being entitled to
actual benefit is not the same as
being entitled to claim a right to
benefit. That argument is based
upon the legislative history, which
distinguishes between the alleged
“core requirement of section 120 et
al.—that the application include an
enabling disclosure” (necessary to
be entitled to an earlier filing date)
and “the ministerial requirements
of that section—that the application
be co pendent and specifically
referenced” (which allegedly satisfies
the “entitled to claim benefit of
priority” of AIA 35 U.S.C. §102(d),
which can result in relevant subject
matter being “effectively filed” under
102(a)(2)).8
But is that legislative history
dispositive? Most certainly not, as
courts in the U.S. are not bound by
legislative history.9 Accordingly, until
future litigation clarifies this issue,
practitioners must carefully consider
both the legislative history and the
AIA statutory context10 in determining
what both “entitled to claim benefit
of priority” and “effectively filed”
require.
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IV. Danger Number 3: Failure to
Evaluate Whether Pre-AIA or AIA
Law Is Desired
Practitioners must evaluate and
decide, particularly for US patent
applications that can be filed around
March 16, 2013, whether pre-AIA,
AIA or a mixture of pre-AIA and AIA
is desired.
AIA SEC. 3(n)(1) defines the
effective date of new 35 U.S.C.
§§102 and 103 (March 16, 2013) for
all applications containing at least
one claim having an effective filing
date after March 15, 2013.
AIA SEC. 3(n)(2) defines that a
mixture of pre-AIA and AIA will
apply to all claims of an application
containing at least one claim with an
effective filing date before March 16,
2013, and at least one claim with an
effective filing date after March 15,
2013.11
For example, if the effective filing
date of all claims in a patent
application is on or after March
16, 2013, the prior art provisions,
exceptions, and definitions of AIA
apply through transition provision
AIA SEC. 3(n)(1) to all those claims.
And as a further example, if all
claims in an application have an
effective filing date before March
16, 2013, only pre-AIA applies and
neither AIA SEC. (3)(n)(1) nor (3)(n)
(2) applies.
And if AIA applies to the application
as a whole, i.e., all claims have an
Continues on Page 14
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effective filing date on or after March
16, 2013, the patent applicant could
only rely upon her effective filing
date for each claim, not her date of
invention. By the same token, if AIA
does not apply at all, i.e., all claims
in an application have an effective
filing date before March 16, 2013,
only pre-AIA applies and the patent
applicant as needed can rely on her
date of invention.
Disputes have already arisen as to
whether amendments to pre-AIA
claims or presentation of new claims
after March 15, 2013 should flip a
patent application into AIA. In our
view, no such flipping should occur
as long as the effective filing date
of each claim in the application, as
amended or newly presented, is preMarch 16, 2013.
But what if claims presented postMarch 15, 2013, in an application
filed before March 16, 2013, fail to
satisfy the requirements of 35 U.S.C.
§112. Arguments have been made
that those “improper” claims should
flip a patent application otherwise
subject to pre-AIA into AIA.
To the authors, that result seems
unwarranted. Simply put, such
improper claims have no effective
filing date. And the touchstone of
whether a claim is in pre-AIA, AIA, or
the mixed world of AIA and pre-AIA
about to be discussed, is “effective
filing date.” Hence, if a claim has
no effective filing date, it is simply
an improper claim and should have
no effect on whether other proper
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claims in the application somehow
change status from pre-AIA to AIA.
Is there a mixed world of AIA and
pre-AIA in a single application?
That Rubix Cube® appears to be
provided for under the AIA statute
through AIA SEC. 3(n)(2). Under
special circumstances, therefore,
there will be patent practitioners who
deliberately create a “Jedi Master
Mixer” and invoke AIA SEC. 3(n)
(2), which can be invoked only if AIA
SEC. 3(n)(1) also applies.
Simply put, the Jedi Master Mixer
(“JMM”) application is engineered
to contain at least one claim with
an effective date prior to March
16, 2013 and at least one claim
having an effective date after March
15, 2013. Both AIA SEC. 3(n)
(1) and 3(n)(2) apply to that JMM
application. And subject to having
to deal with 35 U.S.C. §§ 102(g),
135, and 291 from pre-AIA, the JMM
patent applicant gets the following
illustrative benefits of AIA for all
claims:
- apparently no forfeiture;12 and
- liberalized common ownership/
CREATE ACT (§§102 and 103)
advantages.
There could be, under the right
circumstances, enormous benefit
to bringing pre-AIA claims into
AIA in a JMM application under
AIA SEC. 3(n)(2).13 And under
those circumstances, proving an
earlier date of invention in the JMM
application can be utilized to avoid
the work of others under 35 U.S.C.
§§ 102(g), 135, and/or 291.
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And in the JMM application, an
objective is to secure whatever
benefits might exist in both the firstto-invent and the first-inventor-to-file
AIA SEC. 3(n)(1) and (2) worlds,
subject to having to fend off vestiges
of pre-AIA in the form of §§102(g),
135, and 291. Advantageously,
the JMM application strategy
may, depending on all facts and
circumstances, avoid pre-AIA bars to
patentablity of the claimed invention,
as long as those bars are not also
AIA bars to patentability.
The practitioner may elect to file
before March 16, 2013, a pre-AIA
application, and after March 15,
2013, both an AIA application, and
a JMM application. In so doing, it is
important to remember that patents
with identical claims will still be
barred, so the three patent filings
will need to stand alone. In addition,
unless claims presented are
patentably distinct from each other, a
terminal disclaimer may be required.
As March 16, 2013, approaches,
many patent filers are wondering
if they should hurry and file by
March 15, 2013, and stay in preAIA law (the “devil-you-know”
strategy). The danger lurking in
this strategy, however, is that an
application filed before it is ready,
i.e., without full written description
and/or enablement support in the
specification relative to the claimed
invention, may ultimately require
re-filing after March 16, 2013. No
benefit will have been gained
by rushing to preserve a first-toContinues on Page 15
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invent pre-AIA status. Patent filings
should not be made before their
time – under pre-AIA or AIA law –
but nonetheless should be timely
made once the requisite supporting
information has been developed.
Practitioners should focus on the
effective filing dates for each claim
and try to assure that any and every
claim made stays on one side or
the other of the effective date divide
between pre-AIA and AIA unless one
purposefully wants to bring pre-AIA
claims into AIA land through a JMM
application, and have the benefits
occasioned by both AIA SEC. 3(n)(1)
and (n)(2). If you mix claims, do so
deliberately via the JMM application!
V. Danger Number 4:
Misunderstanding (Up Until At
Least 2034!) Which Law Applies to
US Patents and Applications and
Therefore What is the Relevant
Prior Art
It is conservatively estimated that
US patents subject to AIA, pre-AIA,
and both AIA and pre-AIA under
AIA SEC. 3(n)(1) and (2), will be in
existence until at least 2034. Hence,
practitioners need to be alert to
the dangers of misunderstanding
which law applies to their clients’
patents and applications, as well
as to the patents and applications
of third parties. It can make all
the difference in terms of what is
relevant prior art.
As noted, AIA prior art provisions will
apply to all applications filed after
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March 15, 2013, wherein all claims
in that application (and any patent
issuing thereon) have effective filing
dates after March 15, 2013.
Pre-AIA prior art provisions will apply
to any application where all claims
in the application have an effective
filing date before March 16, 2013.
And for any JMM application filed
after March 15, 2013, and containing
at least one claim with an effective
filing date before March 16, 2013,
and at least one claim with an
effective filing date after March 15,
2013, both pre-AIA and AIA apply
under AIA SEC. 3(n)(1) and 3(n)(2).14
For JMM applications, this means
that the claims will be subject to
the broader prior art provisions of
the AIA (for example, worldwide
disclosures in any language) AND
subject to the “first-to-invent” pre-AIA
provisions of 35 U.S.C. §§ 102(g),
135 and 291 (for example, proof
of earlier invention). But as noted,
the JMM application claims will not
be subject to pre-AIA impediments
to patentability, unless those
impediments also apply under AIA.
Hence, one evaluating a U.S.
patent, for example, should conclude
that if there is a pre-AIA claim in
an application or patent that also
contains an AIA claim, then both AIA
SEC. 3(n)(1) and (2) apply. In that
case, all the claims in the patent are
subject to all of AIA plus 35 U.S.C.
§§ 102(g), 135 and 291. And since
“all” is a clear term, that conclusion
applies even to even those claims
that have an effective filing date after
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March 15, 2013 and would otherwise
be “pure” AIA claims.
Let’s look at an example. Let’s say a
practitioner is evaluating the validity
of a U.S. patent. In that analysis, 35
U.S.C. §102(a)(2) can be relevant
in two different ways. First, if there
is a patent filing or US patent that
resulted in one of the three special
publications discussed above, that
publication is 35 U.S.C. §102(a)(2)
prior art as of its filing date against
a claimed invention if it was filed
before the effective filing date of the
claimed invention and thereafter
published. In other words, the
relevant subject matter of the prior
art was “effectively filed” as of its
filing date, assuming that the subject
matter is, as noted above, at least
described in that special publication.
In addition, assume the filing
date associated with the special
publication is after the effective filing
date of the claimed invention. That
does not necessarily mean that
the special publication cannot be
prior art under 35 U.S.C. §102(a)
(2) for subject matter relevant to
patentability of a claimed invention of
interest.
In fact, that relevant subject matter in
the special publication can still be 35
U.S.C. §102(a)(2) prior art if, relative
to the relevant subject matter, an
earlier patent filing existed for which
priority/benefit was sought in a
ministerially proper way and in which
the relevant subject matter was at
least described. In such case, the
Continues on Page 16
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earlier filing was “effectively filed”
relative to the relevant subject matter
and constitutes, as of the date of
that earlier filing, prior art under 35
U.S.C. §102(a)(2).15 In other words,
the practitioner should conclude that
a publication is 35 U.S.C. §102(a)(2)
prior art against a claimed invention
if the relevant subject matter was
effectively filed prior to the date of
the claimed invention.
VI. Danger Number 5: Abandoning
Laboratory Notebooks
In the nuts and bolts of everyday
patent practice in the pre-AIA first-toinvent system, laboratory notebooks
were the bedrock upon which the
patent was built. The unwary may
conclude that the first-inventor-to-file
provisions of AIA make laboratory
notebooks unnecessary; however,
laboratory notebooks may be even
more important than before!
Why? The naming of the inventor
of the application for patent remains
a fundamental requirement, and
all pre-AIA inventorship case law
seemingly remains relevant. The
proper and correct naming of the
inventor permits the legal chain
of title to be established from the
inventor to the assignee-applicant for
patent.
And as noted above, if applicable
because of a JMM application, AIA
SEC. (3)(n)(2) expressly brings into
play 35 U.S.C. §§ 102(g), 135, and
291, where proof of first inventorship
may be critical.
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In addition, determination of
inventorship is still important under
AIA’s derivation proceedings under
35 U.S.C. §135.16 If a derivation
proceeding is instituted, the newlyformed Patent Trial and Appeal
Board (“PTAB”) will determine
whether an inventor named in an
earlier-filed application derived the
claimed invention from another
and, without authorization, filed the
earlier application. A district court
litigation avenue is also available for
derivation proceedings under AIA.17
The new derivation proceeding
recognizes the importance of a
patent being awarded to a true
inventor/innovator, not a thief. An
inventor may be the second-toinvent but the first-to-file, and will
get a patent. However, a party that
steals an invention from another
(by claiming it in an earlier-filed
application) is not entitled to a
patent.
AIA provides a bona fide patent
owner with opportunities to correct
all errors and omissions in the
inventor-naming process. However,
proof of the facts and such others
requirements may be imposed,
highlighting the importance of
the maintenance and retention
of traditional laboratory notebook
practice.18
Finally, lab notebooks remain
important because for those U.S.
patents and applications with claims
having effective filing dates prior
to March 16, 2013, the old “first-toinvent” system continues to apply.
That means that proving a prior
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date of invention will still establish
who is entitled to the patent. Thus,
a determination of inventorship
remains an important consideration
in preparing and prosecuting patent
applications, and therefore careful
laboratory notebook practice should
remain a best practice procedure.
VII. Conclusion
This article highlights only a few of
the dangers for unwary practitioners
brought about by the passage of
the highly complex AIA. It is key
to remember that patent practice
will involve both the old and new
laws until at least March 15,
2034! Practitioners will have to
keep track of pre-AIA and AIA law
to deliver the best counsel possible
for the management of U.S. patent
portfolios, for potential licensing
scenarios involving patents and
applications of third parties, and for
evaluating one’s own patents.
To review:
• The AIA definition of 35 U.S.C.
§ 102 has removed geographic
and language restrictions previously in place;
• Prior art applies against claims
in AIA patent applications and
patents depending on the effective filing date of the claimed
invention, not the date of invention;
• Beware the grace period, as
disclosure is never a substitute
for filing;

Continues on Page 17
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• Under AIA, common ownership
can protect against anticipation
under 35 U.S.C. §102(a)(2);
• Be aware of the argument that
there is a difference between
“entitled to priority” (to establish “effective filing date” of the
claimed invention) and “entitled
to claim the benefit of priority”
(to determine whether subject
matter is effectively filed for the
purposes of 35 U.S.C. §102(a)
(2));
• Consider the relative advantages of AIA claims, pre-AIA
claims, and JMM claims;
• If the effective filing date of all
claims in a patent application is
after March 15, 2013, the AIA
prior art provisions apply. In this
case, the patent applicant could
only rely upon her effective filing date for each claim, not her
date of invention;
• If all claims in an application
have an effective filing date before March 16, 2013, only preAIA applies. In this case, the
patent applicant may need to
and can rely on her date of invention;
• If at least one claim in an application has an effective date after March 15, 2013, and at least
one claim in that application has
an effective filing date before
March 16, 2013, the application is a JMM and ALL claims
are subject to both AIA and pre-
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AIA 35 U.S.C. §§ 102(g), 135,
and 291. That is so even if the
one claim with the effective filing date after March 15, 2013,
is later canceled. ; and
• Laboratory notebooks should
be utilized and and preserved
as a best practice.
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4 35 U.S.C. §§ 102(a)(1) and (a)(2).
5 Metallizing Engineering Co. v. Kenyon Bearing & Auto Parts Co., 153
F.2d 516 (CA2 1946).
6 35 U.S.C. §102(b).
7 AIA SEC. 15. Note that the best
mode requirement still exists at least
for all US nonprovisional patent filings because it remains in 35 U.S.C.
112(a).
8 Cong. Rec., March 8, 2011, S1370.
9 Hoechst v. Quigg, 917 F.2d 522
(Fed. Cir. 1990), provides an example wherein the Federal Circuit disregarded volumes of legislative history
clearly intending that no one would
get more than 5 years for patent term
extension, and granted Hoechst 6.8
years of patent term extension for the
drug Trental®.
10 Caraco Pharmaceutical Laboratories, Ltd. v. Novo Nordisk A/S, 132
S.Ct. 1670 (U.S. 2012).
11 AIA SEC.
DATE.—

3(n)

EFFECTIVE

(1) IN GENERAL.—Except as otherwise provided in this section, the
amendments made by this section
shall take effect upon the expiraContinues on Page 18
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tion of the 18-month period beginning on the date of the enactment
of this Act, and shall apply to any
application for patent, and to any
patent issuing thereon, that contains or contained at any time—
(A) a claim to a claimed invention that has an effective filing
date as defined in section 100(i)
of title 35, United States Code,
that is on or after the effective
date described in this paragraph; or
(B) a specific reference under
section 120, 121, or 365(c) of
title 35, United States Code, to
any patent or application that
contains or contained at any
time such a claim.
(2) INTERFERING PATENTS —
The provisions of sections 102(g),
135, and 291 of title 35, United
States Code, as in effect on the
day before the effective date set

BPLA NEWSLETTER
forth in paragraph (1) of this subsection, shall apply to each claim
of an application for patent, and
any patent issued thereon, for
which the amendments made by
this section also apply [Joint authors’ note: in other words, AIA
SEC. 3(n)(1) also applies], if such
application or patent contains or
contained at any time—
(A) a claim to an invention having an effective filing date as
defined in section 100(i) of title
35, United States Code, that
occurs before the effective date
set forth in paragraph (1) of this
subsection; or
(B) a specific reference under
section 120, 121, or 365(c) of
title 35, United States Code, to
any patent or application that
contains or contained at any
time such a claim.
12 Metallizing Engineering Co. v.
Kenyon Bearing & Auto Parts Co.,
153 F.2d 516 (CA2 1946).
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13 Same invention double patenting
is the same pre-AIA or AIA, so every
application must have claims that are
different to avoid same invention double patenting.
14 If a provisional application is filed
pre-AIA on March 15, 2013, followed
by a nonprovisional application on
March 14, 2014, the 20-year term
from filing will expire on March 14,
2034, and that patent will be a preAIA patent. If the patent is eligible for
patent term adjustment and/or patent
term extension, pre-AIA and AIA law
will coexist even beyond 2034!
15 As discussed above, there are
those who argue that “effectively
filed” requires only description, not
enablement.
16 AIA SEC. 3(i) and 6(f)(3).
17 AIA SEC. 3(h), 35 U.S.C. §291.
18 AIA SEC. 20, 35 U.S.C. §256.
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Pay is based on experience. Our benefit package includes
401(k) match and profit sharing.
Candidates may send their resume with pay required to re-

NUTTER, MCCLENNEN & FISH, LLP
Intellectual Property Paralegal

The law firm of Nutter McClennen & Fish LLP is now in a

search to fill an IP Paralegal position. This is an hourly position supervised by the IP Manager. The regular work hours are
Monday through Friday, 9:00 a.m. to 5:00 p.m. with availability
for additional hours as workload and client needs necessitate.
A college degree and a minimum of two to three years of pat-

sumes@nutter.com. An Equal Opportunity Employer.

SCHOOL/UNIT UNIVERSITY
ADMINISTRATION
Cambridge, MA

Senior Associate Director of IP

Duties & Responsibilities Assess the patentability of new in-

ent prosecution work experience are required. For this search,

ventions disclosed by Wyss faculty and Wyss research staff. De-

experience working with foreign filings is a priority with addition-

velop and implement innovative, novel strategies to patent and

al experience in IDS work preferred. In lieu of a college degree,

protect Wyss technologies and inventions. Obtain and maintain

extensive foreign filing work experience may be considered.

intellectual property protection through external counsel, as ap-

This IP Paralegal position will have overall responsibility for

propriate. Work and communicate effectively with a broad range

the processing of foreign filings with additional responsibilities

of constituents including Wyss faculty, members of the Wyss

for IDS work. As workload and client needs require, the IP Para-

Advanced Technology Team, members of the Wyss Business

legal may perform additional work as requested for all clients in

development Team, Wyss administration, external patent coun-

the Intellectual Property Department. The assignment of work

sel and industry patent counsel and other representatives of in-

responsibilities may be made and may change from time to time

dustry and government. Conduct due diligence on the I.P. of po-

based on defined tasks, supporting the work effort of certain

tential industrial partners and licensees, as appropriate. Assist

partners and/or clients, on urgency, or some other formula as

in the development and implementation of effective strategies

best serves the need of the clients and the department.

to commercialize the intellectual property assets of the Wyss

Candidates must have an understanding of the patent prose-

Institute at Harvard University, as appropriate, to meet strategic

cution process including knowledge of deadlines and an extreme

program objectives. Prepare and deliver reports and presenta-

level of attention to the details of his or her work. Qualified can-

tions as needed.

didates must be organized, accurate, motivated, can assume
responsibility, manage multiple tasks, meet all deadlines, have

BASIC QUALIFICATIONS

excellent communication skills, can set and adhere to priorities,

The ideal candidate will have appropriate scientific and tech-

and work well under pressure. Candidates must be proficient

nical training and J.D., with a concentration in patent law. 8-12

in IPDAS, Microsoft Office Suite 2007 and become proficient in

years of experience in intellectual property management at a

any other software products used in the regular course of Firm/

senior level, with advanced knowledge of current patent and li-

client business.

censing law and practices. Evidence of high creativity, energy
and integrity as well as thoughtful judgment and decision-making. Accustomed to working in a complex environment with mul-

Graphic Design
for Business

781-255-7171
BruceJonesDesign.com
Serving the Legal Industry for Over 20 Years

tiple constituencies and requiring team cooperation. Evidence of
ability to establish credibility with inventors, with demonstrated
maturity and sensitivity to the diverse needs of scientists, administrators, licensees and other stakeholders. Proven ability to
meet deadlines on a consistent basis, coupled with outstanding
administrative and organizational skills. Demonstrated leadership skills, executive demeanor and “presence”. Outstanding
oral and written communication skills.
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Additional Information The Senior Associate Director of Intellectual Property will assist in the management of the Wyss portfolio, including inventions relating to life science, engineering,
computer science and other inventions in various stages of development, disclosure and patent prosecution. In this position,
the Senior Associate Director will work with the Wyss team in
the development and execution of an overall strategy for coordinating, managing and overseeing the intellectual property (IP)
assets of the Wyss Institute at Harvard University. The person
will be responsible for assisting in the development and implementation of innovative strategies to protect the Wyss’s IP as-

ASTRAZENECA – HEALTH CONNECTS US ALL
As one of the world’s leading pharmaceutical companies, our
business is focused on providing innovative, effective medicines
that make a real difference in important areas of healthcare. At
AstraZeneca, innovation is about more than just research. We
aim to stimulate continued creativity throughout our organization by maintaining a culture in which our people feel valued,
energized and rewarded for their ideas and contribution to our
success - ideas which can make a difference in all aspects of
our business. And we support and encourage our people in discovering their own potential, through excellent learning and development opportunities that are available to them throughout
their careers.

sets, and providing ongoing service and education to Wyss faculty and staff on issues relating to the protection of intellectual
property.

As a Senior or Principal Patent Attorney your main responsibilities will involve:

Apply Here www.Click2Apply.net/jgs48rw

ASTRAZENECA
Senior or Principal Patent Attorney

As a Senior or Principal Patent Attorney at AstraZeneca, you’ll

Volume 44, Issue 1

•

Managing a broad patent portfolio

•

Developing IP strategies

•

Handling substantive, transactional and defensive issues

•

Educating and advising a wide range of stakeholders

•

Influencing R&D management and business development

As a Senior or Principal Patent Attorney your skills and qualifications will ideally include:
• A track record of successful pharmaceutical or pharma-

manage a broad IP portfolio across every phase of research

ceutical device patent work

and clinical development and advise stakeholders at the highest

• An EPA or CPA qualification and extensive post-qualifica-

levels of our business. There are two vacancies which can be

tion experience

based in either Wilmington or Boston, USA – one for an attorney

• Patent Attorney with extensive experience

with experience of

• Experience of managing external providers

pharmaceuticals and another experienced in pharmaceuti-

• Strong scientific knowledge

cal device IP. In either role, you’ll be able to take advantage

• Outstanding leadership skills

of the very best opportunities AstraZeneca has to offer as you
enable the development of medicines that will improve the lives
of people worldwide.

Continues on Page 20

Do you have a new job?
Made a lateral move lately?
Been promoted?
We want to hear about your news.
Please send your job-related news to:
vice-president@bpla.org
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WHAT WE WILL BE LOOKING FOR IN YOU:

Volume 44, Issue 1

plications must be accompanied by a cover letter and resume.
Interested applicatnts please contact Brandy Nordstrom at
978-448-8720, bnordstrom@dtwardlaw.com

We’ll be looking for candidates with excellent communication
skills at all levels and strong business acumen. A high level of
organization is essential, as is a solid, client-facing approach
and a willingness to take on increasing responsibility.

CESARI AND McKENNA LLP
IP Associate

Cesari and McKenna, LLP is seeking candidates for an as-

DALY, CROWLEY, MOFFORD &
DURKEE LLP

sociate position in the firm. Qualified candidates should hold at

Patent Attorney

ence in the practice of intellectual property law, including a dem-

IP firm located off Rt. 128 in Canton, MA seeks a patent attor-

ney having an EE background, RF/microwave experience given
preference. At least one year of patent prosecution experience

least a bachelor’s degree in electrical engineering, computer
science or related area of technology, and 3-5 years of experionstrated ability to prepare, file and prosecute patents applications and the like. Interested candidates should forward cover
letter and resume to Hiring Partner at jbw@c-m.com.

with industry experience preferred. Firm attorneys work in a
wide range of interesting technology areas for large and small
corporate, institutional and individual clients. Reasonable billing requirements. Salary and benefits competitive with Boston
area. Send, fax (781-401-9966), or E-Mail (recruiting@dc-m.
com) resume to Hiring Attorney, Daly, Crowley, Mofford & Durkee LLP, 345A Turnpike Street - Suite 301, Canton, MA 02021.

WSGLIP
EE Prosecution Attorney

Weingarten, Schurgin, Gagnebin & Lebovici LLP, a mid-sized

intellectual property firm in downtown Boston, has an immediate opening for a patent attorney with a background in electrical
engineering. Salary commensurate with experience.

D. T. WARD LAW
Patent Agent

Small boutique intellectual property firm has an immediate

opening for a patent agent. A minimum of 3 to 5 years of due
diligence or patent prosecution experience is required. The primary responsibilities for this position include preparation and
prosecution of domestic and foreign patent applications. Patentability searches and due diligence support are integral aspects
of the position.
Preferred candidates will have strong academic credentials
and technical expertise in the area of biotechnology. Candidates
should have superior legal writing and computer research skills.
A degree in biochemistry or chemistry is required, and a Ph.D. is
strongly preferred. The firm’s compensation and benefits package is competitive with intellectual property firms in the Boston

The primary responsibilities for this position include preparing
and filing patent applications in the U.S. Patent & Trademark
Office and prosecution of domestic and foreign patent applications. Patentability searches and opinions and client counseling on matters of patentability are also integral aspects of the
position. The ideal applicant will have experience in drafting
infringement and invalidity opinions, as well as performing due
diligence investigations. Experience with licensing and technology based agreements is desired.
To apply, please have five or more years practicing as a patent attorney. A degree in Electrical Engineering or Computer
Science is required. The ideal candidate will have work experience in computer science, software, and/or hardware, as well
as experience preparing and prosecuting patent applications involving communications, networking, telecommunications systems, and computer systems. Registration to practice before
the U.S. Patent and Trademark Office is mandatory; admission
Continues on Page 21

area. The firm is located in Groton, MA, north of Boston. All ap-
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to the Massachusetts Bar is preferred. Candidates should have

CRFLLP
Attorney

good legal and computer research skills.
Interested applicants please contact Gordon Moriarty at 617542-2290, gmoriarty@wsglip.com

Volume 44, Issue 1

Chace Ruttenberg & Freedman, LLP, a mid-size full-service
firm in Providence, Rhode Island, is seeking an attorney to lead
and continue to grow the firm’s existing intellectual property
practice. Candidates must have demonstrated expertise in all
aspects of patent, trademark and copyright law, including patent

WEINGARTEN, SCHURGIN,
GAGNEBIN & LEBOVICI LLP

applications and prosecution, infringement analysis, trademark

Chem/Bio Prosecution Attorney

ity required.

intellectual property firm in downtown Boston, has an immediate

453-6400, demanuel@crfllp.com

Weingarten, Schurgin, Gagnebin & Lebovici LLP, a mid-size

searches and registrations, and compliance matters. Patent bar
admission, excellent interpersonal skills and strong writing abilInterested application may contact Douglas Emanuel at 401-

opening for a patent attorney with a background in biochemistry
or chemistry. Some portable business desired. Salary commensurate with experience.
The primary responsibilities for this position include preparation and filing of patent applications in the US Patent and Trademark Office and prosecution of domestic and foreign patent
applications. Patentability searches and opinions and clients
counseling on matters of patentability are also integral aspects
of the position. The ideal applicant will have experience in drafting infringement and invalidity opinions, as well as in performing due diligence investigations. Experience with licensing and
technology based agreements is also strongly preferred.
Candiates should have five or more years experience practicing as a patent attorney. A degree in biochemistry or chemistry
is required, and a Ph.D. is strongly preferred. The ideal candidate has substantial experience preparing and prosecuting
patent applications involving organic chemistry, biochemistry,
polymer chemistry, pharmaceuticals, catalysts and related processes, analytical techniques and devices using or implement-

HOFFMAN WARNICK LLC
Patent Attorney/Agent

Hoffman Warnick LLC, a growing mid-sized patent law firm in

Albany, NY is seeking a patent attorney or agent with 3+ years
patent application preparation and prosecution experience.
Patent bar admission, excellent interpersonal skills, technical
knowledge, writing ability, and references are required; mechanical or electrical degree required. Telecommuting/virtual situations also considered. Firm offers geographically competitive
compensation with a commission based bonus.
For additional information on Hoffman Warnick LLC, please
visit our website at www.hoffmanwarnick.com.

Please send

resumes to Hoffman Warnick LLC, Attn: Hiring Partner, 540
Broadway, Albany, New York 12207 or e-mail to hwemail@hoffmanwarnick.com. No recruiters please.

ing any of the above. Experience prosecuting biotechnology applications is also desirable. Registration to practice before the
U.S. Patent and Trademark Office is mandatory; admission to
the Massachusetts Bar is preferred. Candidates should have
superior legal writing and computer research skills.
Interested applicants please contact Gordon Moriarty at 617542-2290, gmoriarty@wsglip.com
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Committees
ACTIVITIES & PUBLIC RELATIONS
activities@bpla.org
Nikhil Patel, Pierce Atwood LLP
AIPLA MOOT COURT
mootcourt@bpla.org
Elizabeth Burkhard, Holland & Knight
Joshua M. Dalton, Bingham McCutchen,
LLP
AMICUS
amicus@bpla.org
Erik Paul Belt, McCarter & English, LLP
Robert M. Abrahamsen, Wolf, Greenfield &
Sacks, P.C.

ETHICS AND GRIEVANCES
ethics@bpla.org
Steven J. Henry, Ab Initio Software LLC
John J. Stickevers, Sunstein, Kann, Murphy
& Timbers, LLP
INTERNATIONAL & FOREIGN PRACTICE
international@bpla.org
Elias Domingo, Covidien
Sarah Gates, Lando & Anastasi, LLP
LICENSING
licensing@bpla.org
Will Worden, Pierce Atwood LLP
Jamison J. Barr, Jenzabar, Inc.

ANTITRUST LAW
antitrust@bpla.org
Benjamin M. Stern, Proskauer Rose LLP
John W. Pint, Philips Intellectual Property

LITIGATION
litigation@bpla.org
Jacob K. Baron, Holland & Knight
Douglas C. Doskocil, Goodwin Procter LLP

BIOTECHNOLOGY
biotechnology@bpla.org
Konstantin M. Linnik, PhD, Nutter
McClennan
Leslie Meyer-Leon, IP Legal
Strategies, LLC
Bo Han, WilmerHale, LLP
Jennifer Zarutskie Sieczkiewicz, Ph.D.,
Biogen Idec Inc.

MEDICAL DEVICES PRACTICE
medicaldevices@bpla.org
Jim Flaherty, Foley Hoag
Jeremy Bond, Finnegan, Henderson,
Farabow, Garrett, and Dunner, L.L.P.

CHEMICAL PATENT PRACTICE
chemical@bpla.org
Lin J. Hymel, Ph.D., Weingarten, Schurgin,
Gagnebin & Lebovici LLP
Dean Farmer, Cooley LLP
COMPUTER LAW
computer@bpla.org
Edmund J. Walsh, Wolf, Greenfield &
Sacks, P.C.
Weber Hsiao, Pierce Atwood LLP
CONTESTED MATTERS
contestedmatters@bpla.org
Susan G.L. Glovsky, Hamilton, Brook,
Smith &
Reynolds, P.C.
Ian Liu, Finnegan, Henderson, Farabow,
Garrett & Dunner, L.L.P.
COPYRIGHT LAW
copyright@bpla.org
Nicole Rizzo Smith, Ropes & Gray LLP
Lawrence T. Stanley, Jr., Bingham
McCutchen LLP
CORPORATE IN-HOUSE PRACTICE
inhouse@bpla.org
William DeVaul, Cubist
Pharmaceuticals Inc.
David Miranda, Jr., Raytheon Company

NEW LAWYERS & LAW STUDENTS
newlawyers@bpla.org
Michael Carbonello, Houston &
Associates LLP
Reza Sadr, Finnegan, Henderson,
Farabow, Garrett & Dunner, L.L.P.
PATENT AGENTS AND TECHNICAL
SPECIALISTS
patagents_techspecs@bpla.org
Cristin Berkey, Choate, Hall & Stewart LLP
Natalie Grace, Choate, Hall & Stewart LLP
PATENT LAW
patents@bpla.org
Michael Bergman, Bergman & Song LLP
Justin J. Daniels, Proskauer Rose
Rajesh Vallabh, Foley Hoag LLP
PATENT OFFICE PRACTICE
patentofficepractice@bpla.org
Emily Whelan, Wilmer Cutler Pickering
Hale and Dorr LLP
Nicole Palmer, Lando & Anastasi, LLP
PRO BONO
probono@bpla.org
Chelsea Loughran, Wolf, Greenfield &
Sacks, P.C.
Rex I. Huang, Fish & Richardson P.C
TRADE SECRETS LAW
tradesecrets@bpla.org
Russell Beck, Beck Reed Riden LLP
Michael Bunis, Choate, Hall & Stewart LLP
TRADEMARKS & UNFAIR COMPETITION
trademarks@bpla.org
John L. Welch, Lando & Anastasi, LLP
Christina Licursi, Wolf, Greenfield & Sacks
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The Boston Patent Law Association (BPLA) is an association of intellectual property professionals, providing edu-cational programs and a
forum for the interchange of ideas and
information concerning patent, trademark, and copyright laws. Through
a volunteer Board of Governors and
committees, it organizes and hosts
educational seminars, social events,
and conventions, and comments on
rules, legislation, and judicial decisions impacting the profession. Visit
the BPLA at www.bpla.org.
The BPLA Newsletter is published
four times a year by the Boston Patent Law Association. Articles appearing in the newsletter represent the
views of the authors and do not necessarily carry the endorsement of the
BPLA.
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Gregory J. Sieczkiewicz, Ph.D., J.D.
Contributors:
Kip Bodi
Alex P. Garens
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