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The Boston Patent Law Association
has had a very busy winter, and I
would like to recognize the efforts of
those members who have
contributed their time and talent to
organize and conduct events and
thank those members who have
attended them.
As you know, the BPLA has
submitted comments to the Patent
Office in support of the greater
Boston area as the Patent Office ’ s
choice for a satellite office. The
BPLA Task Force, under the
direction of Mark Solomon, continues
to work with the PTO, the
M a s s a c h u s e t ts c o n g re s s i o n a l
delegation, the governor ’ s and
mayor ’ s offices, other state and
loc al of fic ia ls , a nd i nd us try
organizations to raise awareness as
to the advantages a Boston area
satellite office affords. Mark and I
also recently met with Congressman
Lamar Smith, Chair of the House
Judiciary Committee, and co-sponsor
of the AIA, to highlight the qualities
our region offers to help the Patent
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Office reach its goal of attracting and
retaining quality examiners.
But our competition is stiff. Many
other cities have thrown their hats in
the ring, including Denver, Las
Vegas, Atlanta, Silicon Valley, Boise,
New Orleans, Research Triangle,
Austin, Portland, and Seattle. We
remain confident that the choice is
clear: the Patent Office should select
the greater Boston area for its
cultural benefits, lifestyle
advantages, proximity to high quality
educational institutions, and its
emergence as the premier innovation
hub on the East Coast.
We are very pleased to host the
annual Judges Dinner this year at the
(Continued on page 2)
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June 8. Please mark your calendars as we gather again to honor
the Federal Judiciary and, in particular, the Honorable Magistrate
Judge Marianne Bowler, who will
receive this year ’ s Public Service
Award. We also have a not-to-bemissed keynote speaker, MIT Professor Hugh Herr, renowned as an
athlete, scientist, innovator, and
futurist. I look forward to seeing
you there.
On June 22, the BPLA will have its
annual Night at Fenway when our
beloved Sox host the Atlanta
Braves. Keep an eye out for additional information from our Activities
Chair, Daniel Young. It ’ s also not
too early to mark your calendars
for our Annual Meeting on
Wednesday, December 12. We
are thrilled to have David Kappos,
Under Secretary of Commerce for
Intellectual Property and Director
of the U.S. Patent Office, as the
keynote speaker.
The 39th Annual Giles Rich Moot
Court competition took place last
month. Finals were held on Sunday, March 18 at Suffolk Law
School and two finalist teams will
go on to the nationals. Co-chairs
Josh Dalton and Betsy Burkhard
organized the event and participated in the judging.

The Patent Office Practice Committee, co-chaired by Nicole
Palmer and Emily Whelan, hosted
a reception for the U.S. Patent Office ’ s AIA Road Show held at the
Boston Public Library on March 5.
The Patent Office explained its
proposed rules for various new
provisions required under the AIA,
including supplemental examination, inter partes review and post
grant review. The event was attended by David Kappos, James
Donald Smith, Chief Administrative
Patent Judge of the BPAI, and
Janet Gongola, Patent Reform Coordinator for the Office of the Under Secretary.
The Patent Office Practice Committee also hosted a roundtable
lunch to solicit feedback regarding
the proposed rules for the PostGrant Review Proceedings under
the AIA. Based on the feedback,
the committee has prepared comments and submitted them to the
Patent Office.
The Biotech Committee, cochaired by Leslie Meyer-Leon,
Konstantin Linnik, Bo Han, and
Jennifer Zarutskie Sieczkiewicz, is
hosting monthly meetings of the
Biotech Case Law Club, which will
include discussions of current IP
cases in the life sciences sector.
Discussion leaders will rotate each

Members on the Move

month from among committee members on a voluntary basis.
The Antitrust Committee co-chairs,
John Pint and Benjamin Stern, organized a roundtable discussion on
March 16 entitled “ Pay-for-Delay
Settlements for Pharmaceuticals. ”
The featured guest speaker, Aaron
Kesselheim, co-authored the article
of the same title in the October 13,
2011 issue of the New England Journal of Medicine.
The New Lawyers and Law Students
Committee, co-chaired by Michael
Carbonello and Reza Sadr, held a
luncheon seminar titled, “ H ow to
Succeed as an IP Attorney: What
Law School Does Not Teach You. ”
The panelists, which included BPLA
members Michael Bergman, Maria
Eliseeva, Rachel Emsley, Julia
Mathis, and Oliver Strimpel, provided
insight for new lawyers and law students based on their years of experience.
Co-chairs Susan Glovsky and Ian Liu
of the Contested Matters Committee
hosted a seminar in March to discuss the Patent Office ’ s proposed
rules regarding inter partes review,
Post Grant Review, and Derivation
Proceedings.
The BPLA is again co-sponsoring the
Invented Here! Program, a joint
collaboration between the BPLA
(Continued on page 3)

Do you have a new job?
Made a lateral move lately?
Been promoted?

Omni Law Group, LLP
Our new address is:
Three Burlington Woods, Suite 203
Burlington, Massachusetts 01803-4532

We want to hear about your news.
Please send your job-related news to:

phone: 617-994-4900; fax: 617-742-7774
e-mail: mail@omiplaw.com

vice-president@bpla.org

We look forward to serving you at our new location!
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organizing an event deserve our

Minnesota

appreciation.

I encourage others

Schwie and Rob Pittelkow, with the

and the Museum of Science that

get involved as well. It is a reward-

Brooklyn team coming out on top.

honors New England ’s

newest

ing opportunity, and you will benefit

The BPLA would like to thank all

and most innovative technologies.

from working with a great group of

those who volunteered their time

Thanks go to members Mark Solo-

people. ◊

and energy to judging briefs and to

(Continued from page 2)

mon, Rory Pfeiffer, Aaron Connor,
Michael

Carbonello,

and

Reza

Sadr for their support of this program.
Last but not least, I am pleased to

Northeast Regional of the
39th Annual Giles Sutherland Rich Memorial Moot
Court Competition

announce the formation of a new

Law School ’ s

Wes

judging oral arguments. ◊

Joshua Dalton,
Bingham McCutchen

Patent Agents and Technical Specialists Committee aimed at addressing the unique needs of an
important subset of our membership. Committee members range
from technical specialists entering
the field of patent law to career
patent agents. Chaired by Cristin
Berkey, the Committee will create
seminars and roundtable discussions on topics such as issues in
patent law, patent office practice,
professional

development,

and

areas pertinent to non-attorney
practitioners. The Committee will
also collaborate with other BPLA
committees, including the New
Lawyers and Law Students Committee.
I have no doubt there will be many
more enlightening seminars and
programs to come this year.
Those members who have

The Northeast Regional of the 39th
Annual Giles Sutherland Rich Memorial Moot Court Competition took

Pictured, Left to Right: Robert Levine
(Brooklyn Law), Stephen Popernick
(Brooklyn Law), Josh Dalton (Co-Chair,
BPLA Moot Court Committee), Wes Schwie
(U of MN Law), Rob Pittelkow (U of MN
Law).

place last month at Suffolk University Law School. The event is sponsored by the BPLA and administered by the BPLA ’s Moot Court
Committee

( Co-Chairs Elizabeth

Burkhard of Holland and Knight and
Josh

Dalton

McCutchen ).

of

Bingham

Seventeen teams

competed on Friday, March 16. The
top four advanced to semi-finals on
Saturday, with the top two winning
the right to compete at the national
competition as well as in the finals
on Sunday.
This year ’s finals pitted Brooklyn Law
School ’s Robert Levine and Stephen
Popernick against the University of

contributed as a panelist or in

3
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ANNOUNCEMENT
Social Media Update
The BPLA’s web presence is
expanding!
On April 16, 2012, the BPLA
officially rolled out its new
LinkedIn group. Subgroups are
provided for each of the
current standing committees
and provide a new format for
our membership to communicate events and share ideas.
In addition, a BPLA Wikipedia
page has been created. Members are encouraged to visit
the site and expand its
content.
htt p:// en .wi k i pedi a.or g/ wik i/
Boston_Patent_Law_Association
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Supreme Court Issues Decision on Patent Eligible Subject
Matter on Prometheus Case
Leslie A. McDonnell
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP

In a surprising reversal of the Federal Circuit, which

of 6-thioguanine for a patient by administering a 6-

twice upheld the patentability of claims to a method of

thioguanine pro-drug and measuring the amount of 6-

optimizing the therapeutic efficacy of a drug treatment

thioguanine in the patient, wherein an amount above a

regimen, the U.S. Supreme Court found all the patent

certain threshold indicates that less 6-thioguanine

claims to be directed to patent-inelegible subject

should be administered and an amount below a

matter. Mayo Collaborative Services v. Prometheus

threshold level indicates that more 6-thioguanine

Labs. Inc., 566 U.S. _ _ , 132 S.Ct 1289 ( 2012 ) .

should be administered.

The unanimous decision, authored by Justice Breyer,

In its 2010 decision, the Federal Circuit framed the

held that all the claims are directed to unpatentable

central issue for determining the patent eligibility of the

laws of nature: “ Prometheus ’ patents set forth laws
of

nature—namely,

relationships

Prometheus claims as turning on whether they were

between

drawn to a natural phenomenon or to a particular ap-

concentrations of certain metabolites in the blood and

plication of that phenomenon. Prometheus v. Mayo,

the likelihood that a dosage of a thiopurine drug will
prove ineffective or cause harm. ”

581 F.3d at 1342. It found that in the Prometheus

In order to

claims, administering a drug causes the human body

understand the full impact of this decision, it is

to undergo transformation. The court stated that the

important to know some of the key differences

fact that the change in the administered drug into its

between the analyses by the Federal Circuit and

metabolites relies on natural processes within the

Supreme Court.

body does not negate patent eligibility. Id. at 1346.

The Federal Circuit first considered the Prometheus

The Federal Circuit also found that determining the

patent claims in Prometheus Labs., Inc. v. Mayo

levels of metabolite necessarily involves some form of

Collaborative Services, 581 F.3d 1336 ( Fed. Cir.

manipulation

2009 ) , prior to the Supreme Court ’ s decision in

chromatography ) to extract the metabolites from a

Bilski v. Kappos, 561 U.S. _ _ , 130 S.Ct. 3218

bodily sample. Id. at 1347. The court concluded that

( 2 010 ) , and then again in Prometheus Labs., Inc. v.

the determining step, by working a chemical and

Mayo Collaborative Services, 628 F.3d 1347 ( Fed.

physical

Cir. 2010 ) , on remand from the Supreme Court for

sufficiently confines the patent monopoly, as required

reconsideration in view of the Bilski decision.

by Bilski ( as opposed to preempting all uses of a

The

( e .g.,

transformation

a

on

high

physical

pressure

substances,

naturally occurring correlation ) . Id.

claims at issue involve calibrating the proper dosage

(Continued on page 5)

4
4

Spring 2012

BPLA NEWSLETTER

Volume 43, Issue 2

Mayo vs. Prometheus

metabolites in the blood, through whatever process

(Continued from page 4)

the doctor or the laboratory wishes to use; whereas,

And finally, the Federal Circuit concluded that the

the Federal Circuit found that this step involved the

administering and determining steps were not merely

transformation of a bodily sample by analyzing it to

data-gathering steps, but were central to the claimed

determine metabolite levels. Id. The Supreme Court

method of optimizing therapeutic efficacy of the

stated that regardless of whether a transformation

treatment. Even though the steps did indeed gather

occurs, and in spite of its statement in Bilski that the

useful data; the court stated that “ the presence of

machine-or-tranformation test is an important and

those two steps in the claimed processes is not

useful clue to patentability, that test does not trump

'merely' for the purpose of gathering data. Instead,

the “ law of nature ” exclusion to patentable subject

the administering and determining steps are part of a

matter. Id. at 1303.

treatment protocol and they are transformative. ” Id.

The Court also noted that considering the steps of the

The Federal Circuit thus held that the Prometheus

Prometheus claims in an ordered combination adds

claims satisfy the transformation prong of the

nothing to the laws of nature that is not already present

machine-or-transformation test because the steps

when the steps are considered separately. The Court

preceding the use of natural correlations between 6-

concluded:

thioguanine

and

efficacy

or

toxicity

involve

The upshot is that the three steps simply tell

transformation of the administered prodrug into 6-

doctors to gather data from which they may

thioguanine by the human body and do not preempt
natural processes;

draw an inference in light of the correlations.

“ [t]he inventive nature of the

To put the matter more succinctly, the claims

claimed methods stems not from preemption of all use

inform a relevant audience about certain laws

of these natural processes, but from the application of

of nature; any additional steps consist of well

a natural phenomenon in a series of transformative

understood, routine, conventional activity

steps comprising particular methods of treatment. ”

already engaged in by the scientific

Id at 1349.

community; and those steps, when viewed as

In stark contrast to the holding by the Federal Circuit,

a whole, add nothing significant beyond the

the Supreme Court found the “ administering ” and

sum of their parts taken separately. For these

“ d etermining ” steps to be insufficient to transform

reasons we believe that the steps are not

the nature of the claim.

sufficient to transform unpatentable natural

Mayo v. Prometheus, 132

correlations into patentable applications of

S.Ct at 1297. The Supreme Court stated that the

those regularities.
Id. at 1298.

“ a dministering ” step simply refers to the relevant
audience ( doctors who treat patients with thiopurine
drugs ) as compared to the Federal Circuit ’ s view

The Supreme Court makes several references to the

that this step involves transforming the human body

“ w ell-understood, routine, conventional ” features of

by administering the drug. Id. The Supreme Court

the steps in the Prometheus claims. For example, the

found that the “ determining ” step merely tells the

Court noted that the “ audience ” for the administering

doctor to determine the level of the relevant

( Continued on page 6 )
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Mayo vs. Prometheus
(Continued from page 5)

step

The Supreme Court specifically declined to consider

“ is a pre-existing audience; doctors used

thiopurine drugs to treat patients suffering from

whether, were the steps at issue in the Prometheus

autoimmune disorders long before anyone asserted

claims less conventional, these features would prove

Similarly, the Court

sufficient to reach a different outcome. Mayo v. Prome-

“ methods for determining metabolite

theus, 132 S.Ct. at 1302. However, the Court did spe-

levels were well known in the art. . . . Indeed,

cifically distinguish patent claims to a new drug or a

scientists routinely measured metabolites as part of

new way of using an existing drug from those of Pro-

their investigations into the relationships between

metheus, “ which do not confine their reach to particu-

metabolite levels and efficacy and toxicity of thiopurine

lar applications of those laws. ” Id.

these claims. ”
stated that

Id. at 1297.

compounds. . . . Thus, this step tells doctors to

Regardless ( or perhaps because ) of the sometimes

engage in well-understood, routine, conventional

inscrutable statements regarding the law on patent eli-

activity previously engaged in by scientists who work
in the field. ” Id. at 10.

these steps amount to “ p urely
obvious ’

gibility and its application to the Prometheus claims, the

The Court concluded that

Supreme Court ’ s decision will have far reaching ef-

‘ c onventional or

‘ [ pre]-solution activity, ’ ”

fects. One United States district court has already re-

which is not

lied

sufficient to transform an unpatentable law of nature

Court ’ s

decision

in

Mayo

v.

invalidity. See Smartgene, Inc. v. Advanced Biological

1297-98 The Court acknowledged that in evaluating

Laboratories, SA, No. 08-00642, 2012 U.S. Dist. LEXIS

the significance of additional steps, the patent-

44138 ( D.D.C. March 30, 2012 ) . This case involved

eligibility analysis may overlap with a prior art inquiry

methods for computer-aided guidance for the selection

at times, but concluded that “ to shift the patent-

of a therapeutic treatment regimen and is no doubt just

eligibility inquiry entirely to these later sections risks

the tip of a very large iceberg. ◊

creating significantly greater legal uncertainty, while
assuming that those sections can do work that they

Id. at 1304.

the

Prometheus, in granting summary judgment of patent

into a patent-eligible application of such a law. Id. at

are not equipped to do. ”

upon

In contrast,

the Federal Circuit had relied heavily on Supreme
Court precedent that “ it is inappropriate to dissect the
claims into old and new elements and then to ignore
the presence of the old elements in the analysis ” and
that the question of whether a particular invention is
novel or nonobvious is improper in an analysis under
§ 101. Prometheus v. Mayo, 581 F.3d at 1343 ( citing

Diamond v. Diehr, 450 U.S. 175, 188-191 ( 1981 ) ) .
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Invented Here! 2012:
A Collaboration between the Museum of Science and the BPLA
Mark Solomon, Hamilton, Brook, Smith & Reynolds PC
and Rory Pheiffer, Nutter McClennen & Fish LLP

Preparations are under way for the

Additionally, a new category has

The technologies of the top three

been added to recognize patent

honorees

applications

currently

throughout the year at the MoS,

recognition event that honors New

pending, and, thus, there will also

and all finalists will be listed on the

England ’ s

most

be a collection of nominated patent

BPLA website.

The

applications that have published

second

Invented

annual

Here!

Invented Here! is a

Program.

innovative

newest

and

technologies.

that

are

program is a joint collaboration

within the last five years.

between the Boston Patent Law

nomination process opens on April

Association and the Museum of

16, 2012 and will close on June 1,

Science ( MoS ) .

By celebrating

2012. We hope that many BPLA

these innovators, their inventions,

members will participate in the

and the stories behind them, the

nomination process.

program

advances

mission

of

the

MoS's

transforming

the

nation ’ s relationship with science
and technology and the BPLA's
mission of providing educational
programs by informing the public of
these great innovations.

year's

Invented Here! Committee will be
Mark Solomon, Rory Pheiffer, and
Aaron Connor.

The co-chairs for

this year's Selection Committee will
be Michael Carbonello and Reza

you would like to serve on the

Committee, which, in turn, will

BPLA Selection Committee.

submit twelve finalists to the MoS.
The

twelve

finalists

will

be

announced on September 3, 2012.
From the finalists, the MoS will

Patent Law Association and the

Second Annual Invented Here!

MoS, will begin with a collection of

conclusion event on September 20,

nominated

2012.

have

this

patents to the BPLA Selection

which will be announced at the

that

for

Reza at newlawyers@bpla.org if

program, run jointly by the Boston

patents

co-chairs

showcased

The MoS will submit the nominated

select the top three honorees,

year's

The

be

Sadr. Please contact Michael and

Here!

This

Invented

The

will

issued within the last five years.

7
7

Please submit nominations directly
to inventedhere@mos.org. Also, if
your organization is interested in
sponsoring Invented Here! 2012,
please contact Liz Callanan at
inventedhere@mos.org or
617-589-0236. ◊
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Save The Date
Annual Dinner in Honor of the Federal Judiciary
Friday, June 8, 2012

Boston Harbor Hotel

BPLA ’ S DISTINGUISHED PUBLIC SERVICE AWARD RECIPIENT,
THE HONORABLE MARIANNE B. BOWLER
This year ’ s BPLA Distinguished Public Service Award Recipient is the Honorable Marianne B. Bowler. Following a distinguished career as an Attorney in the public sector at state and federal levels, Marianne B. Bowler was
appointed to the U.S. District Court for the District of Massachusetts as a Magistrate Judge, a position which she
has held since 1990. Judge Bowler served as Chief Magistrate Judge from 2002 to 2005, has been an Observer
Member to the Judicial Council of the First Circuit since 2010, and is currently serving in her second term as a
member of the Council of the International Judicial Relations Committee of the Judicial Conference of the United
States. Active in the intellectual property community, Judge Bowler is Vice President of the Boston Intellectual
Property Inn of Court and was a co-founding President of Boston College Inn of Court for Intellectual Property in
1997.
KEYNOTE SPEAKER , MIT PROFESSOR HUGH HERR
The Keynote Speaker is MIT Professor Hugh Herr who will discuss his experiences as an Athlete, Scientist, Innovator, and Futurist. In January 1982, while attempting to summit Mount Washington in New Hampshire, Hugh
and a fellow climber were caught in a blizzard and stranded on a mountain for three nights . By the time they
were rescued, the climbers had suffered severe frostbite.

Both of Hugh ’ s legs were amputated below the knees.

Using prostheses that he designed, Hugh climbed at a more advanced level than he had before the accident. Hugh is
currently director of the Biomechatronics research group at the MIT Media Lab where he focuses on developing
wearable robotic systems that serve to augment human strength, endurance and agility. Hugh has advanced the art
of bionic technologies, including developing a computer-controlled artificial knee and a robotic ankle-foot prosthesis
that were separately named to the list of Top Ten Inventions in the health category by TIME magazine.

DETAILS AND REGISTRATION
Cocktails begin at 6:00 p.m. and the program and dinner begin at 7:00 p.m. Dress is black tie preferred. The
registration fee is $150 for members, $150 for guests of members, and $200 for non-members. Tables of 10 can
be purchased for $1500. Registration can be submitted on the website at www.bpla.org. Sponsorship opportunities are available. You may contact Dan Young at activities@bpla.org with any questions regarding registration or sponsorship opportunities. ◊
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Pro Bono Corner
Adam Kessel, Fish & Richardson
Attorneys at Fish and Richardson ’ s Boston Office have partnered with the San Francisco-based Electronic
Frontier Foundation ( “ E FF ” ) on more than half a dozen pro bono cases requiring technological or intellectual property expertise. EFF, founded in 1990, is a nonprofit organization, funded mainly by individual donors,
dedicated to free speech, privacy, innovation, and consumer rights in the digital domain.
For example, in 2008, Fish Principals Adam Kessel, Lawrence Kolodney, and Tom Brown represented three MIT
undergraduates who identified security vulnerabilities in the MBTA fare card system as part of their final project
for a computer security course taught by world-famous cryptographer and MIT professor Ron Rivest. As the students prepared to present their work at a conference, the MBTA sued the students in the District of Massachusetts under the Computer Fraud and Abuse Act ( “ CFAA ” ) and obtained a temporary restraining order enjoining them from speaking about their research. The Fish attorneys volunteered to represent the students
shortly thereafter. Working with EFF, the Fish attorneys argued that the T.R.O. was improperly issued and that
merely speaking about security vulnerabilities could not violate the CFAA. The District Court agreed, dissolving
the T.R.O. and denying the MBTA ’ s request to convert the order into a preliminary injunction. The case raised
significant issues regarding the students ’ First Amendment right to discuss their important research. For this
reason, a dozen prominent computer scientists and computer science professors submitted a letter to the court
in support of the students ’ position.
In 2010, the same Fish attorneys, again in cooperation with the EFF, represented a Boston College undergraduate computer-science major who was the subject of a search warrant executed by the Newton police. The
search warrant was obtained based on a suspicion that the student had sent an offensive email and the Commonwealth ’ s contention that sending the alleged email violated two Massachusetts “ computer hacking ” statutes. The police seized all of the student ’ s digital equipment, including his laptop, cell phone, music player, and
all his digital storage devices. The Fish attorneys argued that even if the search warrant allegations were true
( w hich they denied ) , sending an email could not be a proper basis for criminal liability under the statutes in
question. After the District Court denied the student ’ s motion to quash the search warrant and for the return of
his property, he took an expedited appeal to a single justice of the SJC. The Court declared the search illegal,
ordering the student ’ s property to be returned immediately. The decision stands as the highest state court opinion to repudiate a nascent law enforcement trend of charging Internet users who violate websites' or network’ s
terms of service as criminals.
EFF provides numerous opportunities for exciting pro bono legal work that is particularly well-suited for intellectual property practitioners, both by working as co-counsel with private counsel ( a s in the cases above ) , and
via its “ cooperating attorney ” referral list. More information about EFF can be found at its website at
http://eff.org, and specifically about the cooperating attorney list at https://www.eff.org/pages/legal-assistance.◊
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Protect and preserve your
client’s largest asset.

Insurance coverage is available
for your client’s risk as a…




IP Insurance coverage available
in the US and Worldwide
includes:

Licensee or licensor of IP
Buyer or seller of a business with
IP
Supplier or purchaser of goods
under vendor contracts





Defense against IP infringement
claims
Enforcement of IP rights
Unauthorized Disclosure of
Confidential Information

For more information contact: Garen Suzan: Tel 339-200-8668 Cell 339-788-1120
Email: gps@trilogyinsurancegroup.com
Note: this information is for promotional purposes only. Please consult a copy of the specimen policy for all terms, conditions and exclusions.
©Trilogy Insurance Group, All rights reserved.
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Lesson Learned: Contrasting the Canadian and European
Patent Experiences with Key AIA Provisions
By Deirdre Sanders, Jeff Clark and Alexander Adam, Hamilton Brook Smith & Reynolds P.C.
The recently-amended Leahy-Smith America Invents

Canadian Modified First-to-File System

Act ( “ A IA ” ) will bring about significant reform to

Ms. D ’ Iorio explained that Canada has used a modi-

the U.S. patent system, including changes to the con-

fied first-to-file patent system with a one-year grace

ditions for patentability and the creation of a new third-

period for public disclosures since 1989.

party post-grant review system.

On November 30,

tioned that an application must be filed in Canada to

2011, the BPLA International and Foreign Practice

stop the one-year clock running. The filing of a PCT

Committee sponsored a breakfast seminar on how

application within the grace period meets this require-

Canadian and European patent practices compare to

ment because the PCT filing date is deemed to be the

these AIA provisions.

Committee co-chair Deirdre

Canadian filing date. Also, because there is no provi-

Sanders introduced the speakers, Hélène D ’ lorio, of

sional application practice, applicants must file a full

Gowling Lafleur Henderson LLP in Montreal, and Bert

application within one year of public disclosure and

Oosting, of Hogan Lovells International LLP in Amster-

the application must fully support the recited claims to

dam. The speakers offered personal insights into the

meet Canada ’ s utility requirement.

challenges they face within their respective patent

She cau-

European Strict First-to-File System

systems, using an effective compare-and-contrast

Mr. Oosting stated that Europe has a strict first-to-file

style of presentation.

system. Like Canada and the U.S., between different

First Inventor to File under the AIA

inventors claiming the same invention, the first to file

Under the AIA, the United States will switch from a

in Europe will be entitled to a patent, barring any ex-

“ f irst to invent ” to a “ first inventor to file ” system

ceptions.

for patent applications filed on or after March 16,

Europe has no grace period for public disclosure.

2013. In addition to patents and printed publications,

Unlike Canada and the U.S., however,

Post-Grant Review Proceedings under the AIA

prior art can include art in public use, on sale, or avail-

Beginning on September 16, 2012, post-grant review

able to the public anywhere in the world before the

proceedings will give third parties a new avenue to

effective filing date of the claimed invention. However,

challenge newly issued patents. Any person who is

if an inventor discloses his or her invention and then

not the owner of a patent may file a petition with the

files an application within the one-year grace period,

USPTO within nine months after the date of grant.

any third-party disclosure of the claimed subject mat-

The petition must identify all real parties in interest,

ter between the inventor ’ s disclosure and the filing

each claim being challenged, grounds on which the

date will not count as prior art. More details can be

challenge is based, and evidence that supports the

found in §3 of the AIA.

challenge. It must include all supporting patents,
( C ontinued on page 12 )
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Contracting States. He also noted that this harmo-

( C ontinued from Page 11 )

nized revocation of a European patent for all designated Contracting States. He also noted that this har-

printed publications and affidavits or declarations of

monized approach for revocation obviates the need

supporting evidence and opinions. The patentee may

for separate national actions.

respond, to a limited extent. Post-grant review is not
authorized unless the Director determines that it is

Canadian Reexamination Proceedings

more likely than not that at least one of the claims

In contrast to Europe and the U.S., Canada has no

challenged is unpatentable or that there is a novel or

opposition practice. However, it does have a reexami-

unsettled legal question. The Director ’ s determina-

nation procedure. According to Ms. D ’ Iorio, reexami-

tion of whether to institute post-grant review is final

nation in Canada is a quick and inexpensive proce-

and unappealable.

The Patent Trial and Appeal

dure that can lead to the cancellation of a patent. Any

Board conducts the proceedings and makes a final

person can request reexamination at any time after

determination, which is appealable, within 12-18

issuance of a patent. Even the patentee can request

months. More details can be found in §6 of the AIA.

reexamination, for example, when the scope of the
granted patent is too broad. The reexamination pro-

European Opposition Proceedings

cedure is entirely in writing. Grounds for reexamina-

Similar to the AIA post-grant review procedure, the

tion only include novelty and obviousness based on

European post-grant opposition must be lodged be-

prior art patents, patent applications open for public

fore the Opposition Division of the EPO within nine

inspection, and printed publications.

months after grant of a patent. However, unlike the

The request,

which must set forth the pertinence of the prior art, is

AIA, the identity of the real party in interest does not

sent to the Reexamination Board, which has up to

need to be disclosed. Thus, Mr. Oosting said, the use

three months to determine whether it raises a sub-

of a “ straw man ” to file an opposition is not uncom-

stantial question of patentability. If the Board deter-

mon. Grounds for opposition include added matter/

mines that no substantial new question of patentability

extension of subject matter, sufficiency/enablement,

has been raised, its decision is final and not subject to

support/clarity ( for amendments filed during the op-

appeal. However, if the Board determines that a sub-

position ) , novelty/priority, and inventive step. Unlike

stantial new question of patentability is raised, it will

the AIA, there is no threshold ( e.g., “ more likely

notify the patentee who must then respond within

than not ” ) that must be met before a European op-

three months. The patentee can amend or add new

position can proceed.

claims, as long as the claim scope is not broadened.

Although the EPO may take evidence from witnesses

The requester cannot participate in the reexamination

or experts during a special witness hearing session, it

proceeding beyond the initial request.

tends to disfavor this procedure. There being no dis-

Looking Forward

covery or depositions, all evidence must be found
within

documents.

Mr.

Oosting listed

Strategic management of a multinational patent portfo-

several

lio will require consideration of these patentability

strengths of European oppositions, noting that they

factors and post-grant review procedures, including

are relatively inexpensive and, if successful, result in

( Continued on page 13 )

revocation of a European patent for all designated
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(Continued from Page 12)

the distinctions of each jurisdiction ’ s requirements, standards and mechanisms, in order to maximize the value
of the patent estate. For more information, including copies of the seminar materials, please contact Deirdre
Sanders at Deirdre.Sanders@hbsr.com. ◊

The Top Ten TTAB Decisions of 2011
John L. Welch,
Lando & Anastasi LLP

The Trademark Trial and Appeal Board issued 37 pre-

president, as a layperson, had an “ honest misunder-

cedential decisions in 2011, a decrease of about 30%

standing ” of what was proper.

from the average output of 56 for the prior five-year

The issue of bona fide intent, or lack thereof, bobbed

period. The ratio of precedential decisions to total de-

to the surface with increasing frequency, but a recent

cisions, however, remained relatively constant: about

decision muddied the waters regarding the remedy

10 to 12 %. Dilution by blurring made a particularly big

available when a lack of bona fide intent is proven. On

splash in the TTAB pool during that last few months of

the Madrid front, the Board emphasized, in two deci-

the year. The Board relaxed its requirement that a

sions, the need for proper and complete electronic

plaintiff show that the marks at issue are identical or

filing of oppositions to Section 66 ( a ) applications.

substantially similar in order to win a dilution claim, but

And it clarified the nature of the proof necessary to

it increased its focus on proof that any association

establish that a mark is primarily geographically de-

between the marks will cause a diminution of the dis-

ceptively misdescriptive under Section 2 ( e ) ( 3 ) .

tinctiveness of the famous mark. In a significant procedural ruling, the Board thankfully sank a defendant ’ s

One well-known applicant overcame a genericness

attempt to obtain sweeping e-discovery. And an appli-

refusal

cation to register a top level domain name ( TLD ) as

through impressive survey evidence. And the Board

a service mark was torpedoed by a mere descriptive-

rejected an application to register a mark for medical

ness refusal.

reports on the ground that the reports were merely

and

established

acquired

distinctiveness

part of applicant ’ s services and not separate goods

Meanwhile, the issue of fraud treaded water; in fact,

in trade.

not a single fraud claim has been upheld by the Board
since the CAFC ’ s Bose decision in 2009. A nonpre-

Frito-Lay North America, Inc. v. Princeton Vanguard,
LLC , 100 USPQ2d 1904
( TTAB 2011 )

cedential fraud ruling was noteworthy because fabricated specimen of use – an act that most would
the Board excused an applicant ’ s filing of a consider
a prime example of fraud – because the applicant ’ s
13
13

[precedential]. The Board denied Defendant Princeton ’ s motion to compel sweeping e-discovery, observing that in TTAB proceedings “ the burden and
( C ontinued on page 14 )
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The Board dismissed Opposer Rolex ’ s dilution-by-

(Continued from Page 14)

blurring claim, ruling that Rolex had failed to prove

expense of e-discovery will weigh heavily against re-

that the applied-for mark ROLL-X for “ x-ray tables for

quiring production in most cases. ” The Board dis-

medical and dental use ” would impair the distinctive-

cussed at length the role of e-discovery in civil actions

ness of Opposer ’ s famous ROLEX mark. The Board

and in Board proceedings.

concluded that the dissimilarity between the marks,
the conflicting results of the survey, and the lack of

Given that the Board has limited jurisdiction, and not-

evidence of Applicant ’ s intent to create an associa-

ing the concerns expressed by the Federal Circuit re-

tion, outweigh the recognition, distinctiveness, and

garding e-discovery, “ the burden and expense of

substantially exclusive use of the ROLEX mark. More-

e-discovery will weigh heavily against requiring pro-

over, Rolex did not provide any evidence of the de-

duction in most cases. ” Here, Defendant “ simply

gree to which its marketing power would potentially be

failed to establish that opposer ’ s method of search-

diminished by Applicant ’ s intended use of its mark.

ing and producing documents was insufficient as a

In re the Dot Communications Network LLC, 101

general matter, given the parties ’ failure to agree on

USPQ2d 1062 ( TTAB 2011 ) [precedential]. Brush-

an ESI discovery protocol in advance, the nature of

ing aside several third-party registrations for TLD

applicant ’ s discovery requests and the issues in this

marks, the Board affirmed a refusal to register the

proceeding. ”

mark .MUSIC in each of five applications, for domain

Nike, Inc. v. Peter Maher and Patricia Hoyt Maher ,

registration and hosting services, various computer-

100 USPQ2d 1018 ( TTAB 2011 ) [precedential]. The

related services, and music-related goods, on the

TTAB sustained Nike ’ s opposition to registration of

ground that the mark is merely descriptive under Sec-

the mark JUST JESU IT for various items of athletic

tion 2 ( e ) ( 1 ) . The Board ’ s ruling was based “ on

apparel, finding the mark likely to cause confusion

the current marketing environment which is different

with and likely to dilute ( b y blurring ) the famous and

than the marketing environment when many of the

registered mark JUST DO IT for overlapping clothing

third-party registrations relied upon by applicant were

items. As to dilution, the Board jettisoned its former

issued. ” The PTO maintained that “ music is a fea-

“ s ubstantial similarity ” or “ near identity ” test, in-

ture of applicant ’ s goods and services ” and that the

stead

be

period at the beginning of the mark is “ mere punctua-

“ s ufficiently similar in their overall commercial im-

tion that does not alter the commercial impression

pressions ” that the requisite association exists for a

…. ” The Board concluded that the public will per-

finding of blurring. Applying the six non-exhaustive

ceive .MUSIC “ as a top-level domain associated with

dilution factors of Section 43 ( c ) ( 2 ) ( B ) , the

the field of music because there has been a concerted

Board concluded that “ an association exists between

public effort to build support for its use as a top-level

the parties ’ marks that would impair the distinctive-

domain in this field. ”

holding

that

the

marks

need

only

ness of opposer ’ s famous mark. ”
( C ontinued on page 15 )

Rolex Watch U.S.A., Inc. v. AFP Imaging Corporation ,
101 USPQ2d 1188 ( TTAB 2011 ) [precedential].
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Although the Board found that Applicant lacked a

(Continued from Page 14)

bona fide intent to use its mark only as to alcoholic beverages.

Information Builders, Inc. v. Bristol Technologies, Inc .,

Hunt Control Systems, Inc. v. Koninklijke Philips Elec-

Opposition No. 91179897 ( J anuary 10, 2011 ) [not

tronics N.V., 98 USPQ2d 1558

precedential]. In this, the only non-precedential deci-

[precedential].

sion in this year ’ s Top Ten, Applicant Bristol Tech-

ESTTA and the notice of opposition may not be

CUS for computer operating system programs, but

amended to add new grounds. See Trademark Rules

Opposer raised two grounds in opposition: fraud and

2.101 ( b ) ( 2 ) and 2.107 ( b ) . These rules facili-

likelihood of confusion. The Board sustained the Sec-

tate the prompt notification to WIPO that an opposition

tion 2 ( d ) claim but dismissed the fraud claim, even

has been filed: ESTTA generates an opposition form

though Applicant concocted a specimen and falsely

that is automatically forwarded to WIPO. Opposer

stated that its mark was in use as of the application

Hunt identified, on the ESTTA form, six of the items in

filing date. The Board ruled that Opposer failed to

Applicant ’ s class 9 list of goods, but argued that the

meet its “ heavy burden of proof ” to show fraud. The

scope of the opposition was broader because “ in the

Board ruled that the record did not establish that Ap-

supplementary explanation of the basis for the opposi-

plicant ’ s president “ knowingly made a false repre-

tion that was attached to the ESTTA opposition form,

sentation with respect to use of the mark as shown on

opposer specifically recites the same six goods and

these specimens with a willful intent to deceive the

adds to such recitation ‘ a nd related products in Inter-

U.S. Patent and Trademark Office. ” As a layperson,

national Class 9 ’ as constituting the objectionable

he had “ an honest misunderstanding ” which the

goods. ” The Board ruled that, for Madrid oppositions,

Board “ would not characterize … as trying to fabri-

the opposed goods must be limited to those identified

cate a fraudulent specimen.

on the ESTTA form because that is the information

Spirits International, B.V. v. S.S. Taris Zeytin

Ve

Zeytinyagi Tarim Satis Kooperatifleri Birligi ,

99

transmitted to WIPO.

In re Jonathan Drew, Inc. d/b/a Drew Estate, 97

USPQ2d 1545 ( TTAB 2011 ) [precedential]. The

USPQ2d 1640 ( TTAB 2011 ) [precedential]. In af-

Board sustained this opposition to registration of the

firming a Section 2 ( e ) ( 3 ) refusal of KUBA KUBA

mark MOSKONISI ( Stylized ) for various alcoholic

for cigars, tobacco, and related products on the

and nonalcoholic beverages in classes 32 and 33, on

ground that the mark is primarily geographically de-

the ground of lack of bona fide intent. Opposer Spirits
through

Applicant ’ s

An opposition to a Section 66 ( a )

“ M adrid application ” must be filed electronically via

nologies sought to register the mark BRISTOL FO-

established,

( TTAB 2011 )

discovery

ceptively misdescriptive of the goods, the Board at-

re-

tempted to clarify the law of Section 2 ( e ) ( 3 ) i n

sponses, a prima facie case of lack of bona fide intent

view of recent court decisions. Applicant Drew did not

regarding the alcoholic beverages. Applicant Taris

dispute that the primary meaning of “ Cuba ” is geo-

failed to submit any evidence, and so the Board sus-

graphic, or that Cuba is famous for its tobacco prod-

tained the opposition on that ground, entering judg-

ucts and cigars. Moreover, it conceded that its prod-

ment immediately on the claim and declining to con-

ucts will not originate in Cuba, nor will its products

sider Opposer ’ s alternative Section 2 ( d ) , which

be made from Cuban seed tobacco. Drew principally

was contingent upon registration of its pleaded mark.

15
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brand name. ” As to acquired distinctiveness, CMA

(Continued from Page 15)

proved that the mark has been in use since 1958 and

argued that the PTO did not meet the high burden to

30 million viewers watch its annual awards show. In

prove that a substantial portion of relevant consum-

addition, advertising expenditures, website traffic, and

ers would be materially influenced by the mark to

the survey results led the Board to find that CMA had satis-

purchase the products; Drew contended that direct

fied Section 2 ( f ) .

evidence of public deception is required. The Board,

In re Ameritox Ltd., 101 USPQ2d 1081 ( TTAB

however, opined that a “ s trong or heightened goods/

2011 ) [precedential]. Ameritox sought to register the

place association, which we have here, is sufficient to

the mark RX GUARDIAN for “ printed reports featur-

support a finding of materiality. ” Direct evidence of

ing medical laboratory results provided to medical

public deception is not required.

practitioners for record keeping purposes. ”

The

In re Country Music Association, Inc., 100 USPQ2d

Board, however, agreed with the PTO and it affirmed

1824 ( TTAB 2011 ) [precedential]. CMA sought to

the refusal to register under Section 1, 2, and 45. On

register COUNTRY MUSIC ASSOCIATION in stan-

its website, Ameritox refers to its

dard character and design form for “ association ser-

( S M ) process. ” Based on the website and the

vices, namely, promoting country music, and promot-

specimen of use, the Examining Attorney maintained

ing the interests of country music entertainers and the

that the subject reports were nothing more than a vehi-

country music recording industry, ” asserting acquired

cle by which the results of Applicant ’ s services are

distinctiveness under Section 2 ( f ) . The PTO refused

reported. They are not available as separate “ goods

registration on the alternative grounds of genericness,

in trade. ” It found that Applicant ’ s website demon-

or mere descriptiveness and lack of secondary mean-

strated that RX GUARDIAN is a drug testing and re-

ing. The Board reversed the refusals ( but required a

porting service. Ameritox does not advertise the re-

disclaimer of ASSOCIATION ) . As to genericness, the

ports separately from its services. The reports merely

PTO provided website evidence that 28 other associa-

provide information based on the particular test re-

tions use the phrase COUNTRY MUSIC ASSOCIA-

sults. In short, “ [t]he fundamental question in this

TION preceded by a descriptive, geographical, or

case is what is being offered for sale under the RX

other term. CMA successfully countered with two ex-

GUARDIAN mark? ” There was no evidence that

pert reports and a Teflon survey, in which “ [a] signifi-

Ameritox sells reports apart from its services; instead,

cant number of surveyed respondents, 85%, an-

the reports are “ part and parcel ” of its services, and

swered that COUNTRY MUSIC ASSOCIATION is a

thus are not “ goods in trade. ” ◊

16
16

“ Rx Guardian

Spring 2012

BPLA NEWSLETTER

Volume 43, Issue 2

Job Opportunities
Intellectual Property Attorney
Job Title Assistant Intellectual Property Counsel

About ZOLL Medical Corporation
ZOLL Medical Corporation develops and markets medical devices and software solutions that help
advance emergency care and save lives, while increasing clinical and operational efficiencies.
With products for defibrillation and monitoring, circulation and CPR feedback, data management,
fluid resuscitation, and therapeutic temperature management, ZOLL provides a comprehensive
set of technologies that help clinicians, EMS and fire professionals, and lay rescuers treat victims
needing resuscitation and critical care.
A NASDAQ Global Select company and a three-time Forbes 100 Most Trustworthy Company, ZOLL
was designated in 2011 as one of Forbes Top 100 Small Public Companies in America with
annual revenues under $1 billion. ZOLL develops and manufactures its products in the United
States, in California, Colorado, Illinois, Massachusetts, Pennsylvania, and Rhode Island. More
than 400 direct sales and service representatives, 1,100 business partners, and 200 independent
representatives serve our customers in over 140 countries around the globe. For more
information, visit www.zoll.com.
Patent Agent/Attorney
Primary Purpose:
ZOLL Medical Corporation is seeking a Patent Agent/Attorney to prepare and prosecute patent
applications in the United States and overseas. The candidate will be a key interface with
engineers and technical staff in the identification, collection and review of ideas for patentability.
The position will report to ZOLL’s Director of Intellectual Property.
Competencies:
To qualify for this position the candidate must have a minimum of a Bachelor’s Degree in Electrical
Engineering, a JD Degree from an accredited law school is preferred in addition to:
 Must be registered to practice before the U.S. Patent and Trademark Office
 A background in medical devices and software engineering
 3-5 years of experience preparing and prosecuting patent applications with a law firm or
corporation
 Experience as a Patent Examiner and/or patent searcher is a plus
 Ability to understand, analyze and communicate complex technologies in oral and written form
 Must have strong interpersonal skills
Follow your aspirations to ZOLL Medical Corporation for diverse opportunities, competitive salaries,
great benefits and a 401(k) retirement savings plan, all with a company providing the growth and
strength to build your future. For immediate consideration, please forward your resume, including
cover letter with salary requirements.

NO AGENCY CALLS PLEASE | ZOLL is an Equal Opportunity Employer
Contact Name Robert Follett | Contact Phone 978-421-9417
17
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Litigation Associate
Cantor Colburn LLP is seeking Associates for its
growing Intellectual Property litigation practice. Cantor
Colburn is one of the largest full service intellectual
property law firms in the country, with offices in
Washington, D.C., Atlanta, Houston, Detroit and Hartford. The firm’s clients are among the leading companies in the United States and around the world, including Fortune 100 companies, privately held companies, select high-tech start-ups and universities. Cantor Colburn litigates all types of intellectual property
and complex litigation matters in courts throughout
the United States.

Patent Associate
Hamilton, Brook, Smith & Reynolds, P.C. a top
Intellectual Property boutique law firm seeks an Associate with a minimum of 2-4 years experience as
an IP Attorney. Bachelor’s degree in electrical engineering or related degree required. Master’s degree
or equivalent industry experience preferred.
The successful candidate will have a license to practice law in Massachusetts or the willingness and ability to be so licensed; License to practice before the
USPTO; Law degree from accredited law school; High
academic achievement in technical and law degree;
Demonstrated ability to work directly with clients and
develop and execute service strategies; Strong writing
and
v e rb a l
co m m u n i c a t i o n
s k i ll s .

Candidates should have two to four years of litigation
experience and excellent academic credentials. Strong
research and writing skills are required, as well as experience in complex litigation, discovery, e-discovery,
motion practice and trial prep. Competitive salary and
benefits offered.

For experienced intellectual property attorneys, we
offer something unique. Our success in developing
and retaining premier clients affords our staff unparalleled intellectual and professional challenges. We
have an ongoing need to identify and develop future
leaders and owners of our practice. These facts combine to make our firm a dynamic environment where
your investment in your career will be recognized and
rewarded. As an experienced IP attorney, you understand the profession and you have proven your ability to contribute to your clients and your firm. Hamilton Brook Smith Reynolds is the Firm that will allow
you to realize the greatest long-term return on what
you have invested in your career.

Working from Cantor Colburn’s Hartford office is preferred, but based on experience candidates may be
able to work in any of Cantor Colburn’s offices. Please
send resume and cover letter to ipresume@cantorcolburn.com. No calls, please. Cantor
Colburn LLP is an equal opportunity employer.
Jessica Lister
860-286-2929

Associate Patent Lawyer
Sunstein Kann Murphy & Timbers LLP
(sunsteinlaw.com), a leading Boston intellectual property law firm, seeks to expand the firm’s Patent Group
with a patent lawyer associate who has 1 to 3 years of
experience, strong academic credentials, and exceptional analytical skills and writing ability. Software engineering, electrical engineering, or physics backgrounds are preferred.

Send resume in confidence to:
Hamilton, Brook, Smith & Reynolds, P.C.
530 Virginia Rd.
Concord, MA 01742-9133
legal.recruitment@hbsr.com
www.hbsr.com

While our patent practice emphasizes portfolio development using strategic filings, our patent attorneys
also work with our IP litigators in developing enforcement and defense strategies. Patents from our office,
in a wide range of technologies, have been involved in
multi-million dollar litigation recoveries. Our ideal candidate is a vigorous advocate who enjoys working in a
congenial atmosphere. We offer competitive salary
plus excellent benefits. Please send a confidential resume to Steven Saunders, Esq. at:

Equal Opportunity Employer
Terese Cunningham, Director of Human Resources

ssaunders@sunsteinlaw.com
Steven Saunders (617) 443-9292
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medicaldevices@bpla.org

John W. Pint, Philips Intellectual Property

Jim Flaherty, Foley Hoag

BIOTECHNOLOGY
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Garrett, and Dunner, L.L.P.
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Idec Inc.

Garrett & Dunner, L.L.P.
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Patent Agents and Technical Specialists
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patagents_techspecs@bpla.org
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PATENT LAW
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