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We enter 2012 in the wake of the
passing of the landmark America
Invents Act and multiple Supreme
Court and Federal Circuit cases
that together will alter the face of
intellectual property law for years
to come. Through the hard work
of our members, the BPLA is
again primed to provide a
meaningful impact on the
changing IP landscape.
Our committee work serves the
BPLA ’ s mission to provide
educational programs and a
forum for the interchange of ideas
and information.
This has
produced many seminars and
several amicus brief filings. In
addition to this ongoing work, we
have three major initiatives
planned for the upcoming year –
PTO Boston, Latin American, and
relationship-building with the
Federal Judiciary.

President Neil Ferraro
Boston Satellite Office

The AIA requires the Patent
Office to establish three satellite
of f ice s t o car r y out it s
responsibilities. The primary goal
of these offices will be to enable
USPTO to attract, train, and
retain a highly skilled workforce of
patent examiners – all with the
downstream effect of improving
patent examination quality. For
the first time in the history of the
agency, patent examination will
occur outside of the DC area.
The first satellite office will open
this year in Detroit, but we want
the second satellite office right
here. We are home to many
world-class institutions and re(Continued on page 2)
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should learn mid-summer whether Boston has
been chosen. One thing is for certain: should
the outcome be negative, it would not have
been for lack of effort.

President ’ s Message
( C ontinued from page 1 )

search centers drawing the best and brightest
minds. Senators Kerry and Brown support the
effort and have written to Undersecretary Kappos urging him to establish the satellite office
here.

Latin America Outreach

I will be working closely with the International
and Foreign Practice Committee to establish
ties with growing economies in Latin America.
Government and industry are investing heavily
in these emerging markets and economists
are increasingly bullish on the prospects for
growth in Latin America. Industries such as
Pharma, Med Devices, and IT are growing in
Brazil and Chile, and firms and organizations
are positioning themselves to support them.
Indeed, many Boston-area law firms have
opened offices in Latin America.

As part of this initiative, I appointed our PastPresident, Mark Solomon, to lead a Task Force
to lobby for this effort. Many of you know that
during Mark ’ s presidency, he set the ground
work for such a satellite office. He was clearly
ahead of his time. As Chair of this Task Force,
Mark organized a campaign that stretched
across industries, institutions, universities, and
organizations urging them to write to the PTO
in support of a Boston-area satellite office.
We have successfully managed to have close
to 30 letters and supporting documentation –
along with literally hundreds of signatories –
sent to the Patent Office by the close of comments on January 30. Our own BPLA letter is
posted on our website at www.bpla.org. We
have it on good authority that our effort has by
far been the most organized and impactful the
Patent Office has seen. Several of us on the
Task Force, including myself, Mark, Monica
Grewal, Deidre Sanders, and Michael Bergman met with Senators Kerry ’ s and Brown ’ s
staff, as well as the staff of all the Massachusetts Congressmen, outlining our efforts and
garnering their support. While we believe the
Greater Boston area to be a clear winner, we

In December, Governor Patrick visited Chile
and Brazil to spark economic development
and open the doors to wider cooperation between the Bay state and Latin America. Governor Patrick said, “ Massachusetts is a
global leader in innovation and home to worldclass academic and research institutions. Today we are exploring ways to expand job
growth opportunities and scientific discovery in
our common innovation industries. ”
The Chilean government has created a program called “ start-up Chili ” to attract early
stage, high potential entrepreneurs. The goal
is to transform Chile into the definitive innova(Continued on page 3 )

Members on the Move
The firm of Beck Reed Riden LLP is pleased to
announce that it has moved to a new location
at 155 Federal Street, Suite 1302,
Boston, MA 02110.

Do you have a new job?
Made a lateral move lately?
Been promoted?
We want to hear about your news.
Please send your job-related news to:
vice-president@bpla.org
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innovations enable amputees, like himself, to
overcome their disabilities. Please mark your
calendars now for what should be a memorable evening.

( C ontinued from page 2 )

tion and entrepreneurial hub of Latin America.
Chile ’ s Encuentros conferences, which are
gaining in popularity, are platforms to support
the development of Chile through the collaboration of brilliant minds motivated by science,
technology, and business. The 2013 Encuentros conference will take place in Boston, and
the BPLA plans to support the program.

I encourage everyone to become actively involved with the Organization and invite you to
reach out to any Officer, Board Member or
Committee Chair with any comments or suggestions. I look forward to another exiting year
for the BPLA and am honored to serve as your
President. ◊

Given this potential for increased economic
growth in the decades to come, the BPLA will
tap industry, universities and institutions, law
schools, and government to build bridges and
create relationships with our colleagues in
Latin America. We hope to conduct seminars
in Latin America to raise awareness of New
England ’ s robust innovation center and the
many resources we can offer entrepreneurs in
Latin America. We have already made connections with key players in Chile and look forward to this opportunity. Although we cannot
expect to reap immediate benefits, our hope is
that industries, universities, and tech centers to
our south will look to Boston and all of you in
the future for their IP needs.

Members on the Move
Sunstein Kann Murphy & Timbers LLP, a
leading Boston intellectual property law firm
today announced that Peter Karol and
Meredith Ainbinder have been named as
partners. Ms. Ainbinder will continue to
handle intellectual property and complex
business disputes, such as trademark and
patent infringement, false advertising and
other

Federal Judiciary

unfair

competition

claims,

trade

secrets, copyright violations and Internet

We have recently met with Chief Judge Mark
Wolf to discuss how the BPLA can deepen its
relationship with the Federal Judiciary. What
emerged from this meeting are plans for the
BPLA to host seminars for the judiciary on various developing IP topics, including the impact
of the AIA.

rights. Mr. Karol will continue to concentrate
his practice on intellectual property litigation,
and trademark and copyright prosecution.

As you can see, we have an ambitious year
planned. In addition to all of the above, our
Annual Dinner in honor of the Federal Judiciary
will take place on Friday, June 8 in the Wharf
Room of the Boston Harbor Hotel. Our keynote speaker will be MIT Professor Dr. Hugh
Herr, a rock climber and bioengineer whose
3
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Membership Renewal

Mike McGurk, Managing Partner of Finnegan,

Renewal fees remain at the 2011 rates of:

Henderson, Farabow, Garrett & Dunner, LLP ’ s

Attorney Member $115
Non-Attorney Member $105

Cambridge office, reported that Finnegan will
relocate the firm's existing office to Boston ’ s
Seaport District in the fall of 2012. According to

Members wishing to renew their membership for 2012
can do so on-line at www.bpla.org and following the
link under “ Current Members ” on the homepage. It
is also possible to pay by mail.

Mike, "We believe it to be a timely and smart
decision to move to a newly energized Boston
area that Mayor Thomas Menino has dubbed

BPLA Treasurer
One Batterymarch Park
Suite101
Quincy, MA 02169 - 7454

the “ Innovation District.” Finnegan, which is
one of the world's largest intellectual propertyfocused law firms, will have a new office that is a
convenient five-minute walk to the John Joseph

If you have any questions regarding renewals, please
contact treasurer@bpla.org for assistance. For bulk
renewals, please send an email to treasurer@bpla.org

Moakley Federal Court House, also located in
the Seaport District. Finnegan is looking forward
to meeting its new neighbors in Boston in the
fall!

BPLA Files Brief in Jenzabar
Case Involving Use of
Trademarks in Online
Searches
By Anderson Duff
Wolf, Greenfield & Sacks

Communications, Inc. v. West Coast Corp. ) in which

In December 2010, a Superior Court for the
Commonwealth of Massachusetts confronted the
question of how trademarks may be used in online
searches.
The Boston Patent Law Association
( “ B PLA ” ) weighed in on the dispute by filing an
amicus brief, drafted by attorneys at Wolf, Greenfield
& Sacks, P.C., urging the appeals court to protect
internet users by not allowing trademarks to be used
to cause confusing links to appear in online search
results.

the defendant used the plaintiff ’ s trademark as a
metatag, courts have been wrestling with the question
of how trademarks may be used in the mechanics of
online searching.
In Brookfield, the court found a likelihood of confusion
in part because “ [i]n the Internet context, . . . entering
a web site takes little effort-usually one click from a
linked site or a search engine ’ s list; thus, Web
surfers are more likely to be confused as to the
ownership of a website than traditional patrons of a
brick-and-mortar store would be of a store ’ s
ownership. ”

Background
Since a 1999 Ninth Circuit decision ( Brookfield

4
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( C ontinued from page 4 )

Five years later in Playboy Enterprises, Inc. v. Netscape, the Ninth Circuit considered online advertisements triggered by a search for the plaintiff ’ s
trademark and limited this type of infringement to
instances in which the triggered advertisements
were unlabeled and so misleading.

While the BPLA took no position as to whether
there was infringement in this case, it urged the
court to recognize that trademark law does not
countenance the use of a trademark to divert internet users to a website. This is true regardless of
whether the party doing the tricking competes with
the trademark holder, or if there is even a commercial motive. Whether internet users would be confused once they landed on the trickster ’ s website
is also of no consequence in this context.

Enter Jenzabar
The suit now before the Commonwealth of Massachusetts Appeals Court ( J enzabar, Inc. v. Long
Bow Group, Inc. ) arose out of a dispute between
Jenzabar, a company owned in part by Chai Ling
who figured prominently as a student organizer in
the Tiananmen Square protests, and the Long Bow
Group, which produces documentary films. The
Long Bow Group produced one film in particular
that focused on the student protests in China at the
end of the 1980s.

The analogy frequently employed to defend the use
of a trademark that triggers links to unaffiliated websites in online search results is that such use recreates in the digital world the experience of walking
down a grocery store aisle. Consumers looking for
mustard would see all available mustard brands
even if they went to the aisle specifically for
Grey Poupon. But this analogy holds true only so
long as the mustard brands are not confusingly labeled.

According to Jenzabar, the Long Bow Group used
search engine optimization ( “ S EO ” ) to cause a
link to appear near the top of search results triggered by a search for “ Jenzabar. ” This link featured a title tag comprised entirely of “ Jenzabar ”
and accompanying text that, in the BPLA ’ s view,
did nothing to tell internet users that it was not an
official Jenzabar website. Although Chai Ling appeared in the film several times, a search of the
transcript reveals that Jenzabar was never mentioned.

If a consumer could only determine which brand
was which by removing it from the shelf, the experience of grocery shopping would be frustrating at
best.
In its brief, the BPLA took the position that using a
trademark to trigger links in search results is acceptable, but only so long as the links that are triggered are not confusing. This would protect internet users from search results that are littered with
confusing results, while allowing competitors and
activists to make non-infringing use of trademarks
that promote competition and free speech.

Superior Court Decision
The Superior Court ’ s December 7, 2010 order in
favor of the Long Bow Group states “ [t]his action
arises from a dispute between the plaintiffs and defendant over content on the [Long Bow Group ’ s ]
website ” ( emphasis added ) . In the BPLA ’ s
estimation, this characterization of the case overshadowed the Superior Court ’ s decision and
threatened the usability of the internet. The court
seemingly viewed this as an attempt by Jenzabar to
censor the defendant and so gave short shrift to the
allegation that the defendant used Jenzabar ’ s
trademark to trick consumers into viewing that content.

Other Briefs Filed
The Long Bow Group, represented by Paul Alan
Levy of Public Citizen, recently filed its brief with the
Commonwealth of Massachusetts Appeals Court.
Additionally, the Berkman Center for Internet and
Society at Harvard University has filed an amicus
curiae brief in this case. ◊

5
5

Winter 2012

BPLA NEWSLETTER

Volume 43, Issue 1

Members on the Move
Clark & Elbing LLP, a Boston intellectual

The law firm of Nutter McClennen & Fish

property law firm focusing on biotechnology,

LLP announced that Konstantin Linnik,

medicine, and chemistry, is pleased to

Ph.D., has joined the firm as a partner in the

announce that J. Cooper McDonald, Ph.D.,

Intellectual Property group.

has been named a partner in the firm. Dr.

focus on IP strategy; competitive analysis;

McDonald will continue to concentrate his

patent

practice on patent prosecution and opinion

enforcement and patent litigation. Before

work in fields including small molecule and

joining Nutter, Linnik was senior corporate

p o lyme r

counsel at Pfizer.

ch e mist ry,

mic ro f lu id ic s,

portfolio

His work will

development,

licensing,

diagnostics, and medical devices.

Do you have a new job?
Made a lateral move lately?
Been promoted?
We want to hear about your news.
Please send your job-related news to:
vice-president@bpla.org

New England Patent Law
Firm Changes Name

The change is to give credit to the firm's

A leading intellectual property law firm that

three members: Vernon C. Maine, Andrew

serves Boston and New England is changing

P. Cernota and David A. Rardin. The latter

its name to reflect the ascension of two of its

two have worked their way up from associ-

associates to the level of member. Starting

ates to full members in recent years.

Jan. 1, Vern Maine & Associates adopted
the New Hampshire registered tradename
Maine, Cernota & Rardin.
6
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National Docketing Association
Lynn Hood, Bylaws Committee Chair for the National Docketing Association.
In May 2011, one hundred people from across the U.S. participated in a conference held at the Chicago offices of DLA Piper LLP ( US ) to discuss the formation of a national organization for legal
Docketing professionals. As a result of the interest generated by that meeting, the National Docketing Association was officially incorporated seven months later.

The NDA's official mission is to in-

crease the visibility of the Docketing profession, foster growth through educational opportunities, and
provide a collaborative network for its members in both the private and public sectors.
The Association ’ s initial board of directors consists of representatives from Boston, Chicago, Los
Angeles, Minneapolis, New York, Seattle, and Greenville, SC. Chris Gierymski, DLA Piper ’ s Director of Docketing, was unanimously elected by the Board to serve as its first President.
The NDA has several levels of membership available. Docket professionals, secretaries, paralegals,
administrators, managers and attorneys are all encouraged to become members. Vendors, recruiters, consultants, and other professionals are also welcome to join. For more information or to enroll
as a member, please visit our website at www.nationaldocketing.org.

For more information contact:
Garen Suzan: Tel 339-200-8668
Cell 339-788-1120
Protect and preserve your client’s largest asset.
Insurance coverage is available for your client’s
risk as a…




IP Insurance coverage available in the US and
Worldwide includes:

Licensee or licensor of IP
Buyer or seller of a business with IP
Supplier or purchaser of goods under vendor contracts





Defense against IP infringement claims
Enforcement of IP rights Unauthorized
Disclosure of Confidential Information

Note: this information is for promotional purposes only. Please consult a copy of the specimen policy for all
terms, conditions and exclusions.
©Trilogy Insurance Group, All rights reserved.
7
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2011 Annual Meeting
By Erik Paul Belt
McCarter & English, LLP
President Grant Houston with the
Honorable Paul R. Michel
The 2011 Boston Patent Law Association Annual
Meeting was held at the Seaport Hotel in Boston on
Friday, December 9. Outgoing BPLA President Grant
Houston opened the meeting at approximately 12:30
pm by introducing past presidents and other
dignitaries in attendance. Seated at the head table
were members of the BPLA Board of Governors,
including President-Elect Neil Ferraro, Vice President
Joseph Maraia, Secretary Gregory Sieczkiewicz, Past
President Lisa Adams, and Board Members Erik Belt
and Monica Grewal. Also seated at the head table
was the afternoon ’ s keynote speaker, the Honorable
Paul R. Michel ( ret. ) .

developments of interest was patent reform, which
presents new challenges for the intellectual property
community and makes the BPLA ’ s mission of
educating its members on legal developments even
more relevant. Mr. Houston then thanked committee
chairs and others for their efforts in the past year.
Finally, Mr. Houston thanked departing BPLA Board
member Lisa Adams for her service, particularly for
her efforts in modernizing and improving the BPLA
website.
Immediate Past President Lisa Adams presented the
report of the Nominating Committee for 2012 BPLA
officers and board members. The following BPLA
members were nominated: Neil Ferraro, President;
Joseph Maraia, President-Elect; Donna Meuth, Vice
President; Gregory Sieczkiewicz, Treasurer; Erik
Belt, Secretary; Monica Grewal, Board Member;
Patrick Quinlan, Board Member; and Rory Pheiffer,
Board Member.

The first order of business was the announcement of
the annual BPLA writing competition. Board member
Monica Grewal, chair of the Writing Competition
Committee ( with Erik Belt and Greg Sieczkiewicz )
announced the two winners. Daniel Klein won the 1st
Place award of $1,000 for his article entitled, The

Integrity of Section 101: A “ New and Useful ” Test
for Patentable Subject Matter. Briana Erickson won
the 2nd Place award of $500 for her article entitled,

Abstract Idea or Tangible Application? Assn. for
Molecular Pathology v. USPTO and the Future of
Intellectual Property Protection for Diagnostic
Methods. The winning entries can be found on the
BPLA website.
A moment of silence was then held for BPLA
members who had passed in the previous year. The
late Bob O ’ Connell, a past president, was
remembered fondly.
Past Presidents of the BPLA

Next, Mr. Houston delivered the President ’ s report.
Mr. Houston spoke about BPLA accomplishments
and developments over the past year. Among the
8

(Continued on page 9)
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We would like to thank our accountants for providing the BPLA with outstanding service over the years

Suzanne M. Monahan, CPA
Kelly A. McLaughlin, CPA
David M. Walsh, CPA
1 Batterymarch Park, Suite 101
Quincy, MA 02169-7454
617-769-9600
www.daviesmonahan.com
With approximately 16 years in providing accounting, auditing, tax, and consulting services, we attribute our
long-term success to understanding our clients’ needs and providing high-quality, timely service.

His Honor believes that the United States Patent and
Trademark Office has been left ill-equipped ( due to
funding deficits ) to implement the necessary
programs and to handle the large backlog of patent
applications.
To illustrate his point, Judge Michel
described a warehouse outside of Washington D.C.
that houses stacks of unexamined patent
applications. Judge Michel also contends that the
AIA does nothing to help independent inventors or
small companies patent their inventions. Finally,
Judge Michel believes that, given various ambiguities
and changes in the new law, it will take at least 5-10
years before the various provisions of the AIA are
fully interpreted and applied.

2011 BPLA Annual Meeting
(Continued from page 8)

A motion was made and seconded to vote in and
install the nominated officers and board members.
The motion passed unanimously. Mr. Houston will
continue on the BPLA Board as immediate Past
President.
After thanking Mr. Houston for his service to the
BPLA, incoming President Neil Ferraro announced
three initiatives for his term in office. First, Mr.
Ferraro wants the BPLA to increase ties with Latin
America and promote itself as a resource for
intellectual property owners and professionals from
Latin America. Second, the BPLA should lobby for a
USPTO satellite office in Boston. ( A provision of the
America Invents Act requires the USPTO to open
three satellite offices, one of which must be in
Detroit. ) .
Third, the BPLA should further the
relationship between the bar and the federal judiciary
by providing continuing legal education for the judges
of the District of Massachusetts on intellectual
property issues, particularly patent reform and other
recent patent law developments.

Judge Michel believes that the patent system is the
single best engine for a stable economy and the
positive welfare of the country. To that end, he
encourages the BPLA and its members to keep
submitting amicus briefs to help guide the courts in
their determination of important patent law issues.
He also encourages the BPLA and its members to
lobby Congress to appoint judges with patent
experience ( e.g., former patent prosecutors and
litigators ) and to provide comments on USPTO
regulations ( such as regulations governing the new
post-grant review procedures ) . Judge Michel then
took questions from the audience and concluded his
remarks. ◊

The keynote speaker was The Honorable Paul R.
Michel ( ret. ) , former Chief Judge of the United
States Court of Appeals for the Federal Circuit. After
fondly acknowledging his ties to Boston and various
BPLA members, Judge Michel spoke primarily on the
America Invents Act ( “ A I A ” ) and the positive and
negative effects it may have on patent law and
innovation generally. Judge Michel is not optimistic
that the AIA will necessarily create jobs or foster
innovation, as it was intended to do. For example,

9
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Pro Bono Corner
Welcome to the new column, the Pro Bono Corner. In this column, our Pro Bono Committee will report on pro
bono and community service activities by individual BPLA members, law firms and corporate legal departments.
The goal of the Pro Bono Corner is to disseminate information to all BPLA members about opportunities for them
to use their talents to give back to our community and to help increase access to justice.
In recent years, numerous BPLA members have represented pro bono clients seeking political asylum. Our
members have enjoyed the support of the PAIR ( Political Asylum / Immigration Representation ) Project. PAIR
is the leading provider of pro bono immigration legal services to asylum-seekers and immigrants in Massachusetts. PAIR has trained and mentored over 1,000 lawyers around Massachusetts, including many BPLA members, who have gone on to represent asylum seekers, achieving a high rate of success for these pro bono clients.
In one recent example, Eric Rutt of Wolf Greenfield secured asylum for a client who fled his country of origin in
East Africa after being kidnapped and tortured by government agents for criticizing the ruling party ’ s record
regarding human rights and democracy. During the two years that his petition was pending, Eric and his colleagues obtained for the client a work permit – an unusual achievement since asylum applicants typically are
not eligible to work prior to being granted asylum. The permit enabled Eric ’ s client to support himself while
waiting for the immigration court to decide his case. On December 5, 2011, following an evidentiary hearing at
which the client testified about his kidnapping and torture, Judge Rodger C. Harris of the United States Immigration Court granted asylum in a ruling from the bench.
A typical asylum case involves meeting with the client several times to learn his or her story, completing an application for asylum, preparing the client for an interview with an asylum officer ( not a judge ) , and attending
the interview with the client. After the interview, the officer will either grant asylum or refer the case to immigration court for a judge to decide the matter. One can expect to spend approximately 100 hours over a 1-2 year
period on a typical asylum case. Representing individuals seeking asylum provides a life-changing service to
those in need. PAIR runs 3-hour training sessions on a regular basis ( as well as providing ongoing mentoring
and support ) . For more information please visit PAIR’ s web site, www.pairproject.org. ◊
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BPLA Satellite
Office Task Force
Sends Delegation
to Washington
By Michael Bergman
Bergman & Song
With the possibility of a satellite
office of the USPTO for New England hanging in the balance, the
Satellite Office Task Force of the
BPLA dispatched a BPLA delegation to Washington D.C. on January 25. During the course of a
busy day, the BPLA delegation
attended a presentation at the Patent and Trademark Office, and met
with Congressman Markey, as well
as staff for Senators Brown and
Kerry and the entire Massachusetts Congressional Representative Delegation.
As many will know, the America
Invents Act of 2011 requires the
Patent Office to establish at least
three regional Satellite Patent Offices. One Office has been designated for Detroit, and two further
locations have yet to be identified.
The BPLA believes that a New
England office would advance Patent Office objectives and benefit
inventors, businesses and academic institutions throughout the
region. Building on earlier efforts
during Mark Solomon's presidential
term, the BPLA established the
Satellite Office Task Force to advance this position.
The Task
Force worked steadily from November onward to understand the
process, identify Patent Office objectives and generate support
among a wide variety of stakeholders.

Sending the BPLA delegation to
Washington was integral to these
efforts. The delegation included
BPLA President Neil Ferraro and
former President and Task Force
Chair Mark Solomon, along with
Deirdre Sanders, Monica Grewal,
Michael Bergman and Matthew
Keswick ( of Keswick Consulting ) .
At the USPTO, the BPLA delegation met with PTO representatives,
who offered a formal presentation
of Patent Office objectives. The
presentation emphasized the importance of meeting the statutory
requirements for recruitment, and
retention of examiners, outreach
and geographic diversity. In addressing these goals, the Patent
Office will consider the need to
manage costs and reduce the
backlog of pending applications.
The PTO representatives emphasized that the site selection process will provide Director Kappos
with recommendations based on
data-driven analyses that are both
transparent and objective. While
this process will no doubt pose
some challenges to New England,
the BPLA delegation came away
encouraged that our region has
many advantages, including excellent transportation infrastructure
and a superb and diverse talent
11
11

pool, that will make it a strong contender in the selection process.
The BPLA delegation also met with
high-ranking staff of both Massachusetts Senators. Early support
from Senators Brown and Kerry is
reflected in a joint letter sent to
Director Kappos in November of
2011. A very helpful meeting with
staff from the offices of each Congressional Representative was
followed by an extended personal
meeting with Congressman
Markey who voiced strong support
for the objectives of the Task
Force. The Representatives of the
Massachusetts Congressional
Delegation have since submitted a
letter of support to the USPTO,
signed by all members, eloquently
advocating for a New England office.
The BPLA Task Force thanks the
sponsors of the delegation ’ s trip
to Washington, D.C., including:
Wolf Greenfield; Hamilton Brook
Smith Reynolds; WilmerHale;
Bergman & Song; and the BPLA.
We are also very grateful to have a
very engaged set of stakeholders
in New England who have persuasively advocated for a satellite office of the USPTO in New England
by providing a compelling set of
letters to the USPTO. ◊
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BPLA Members
Rally for a Satellite
Office of the
USPTO
By Mark B. Solomon
Hamilton, Brook, Smith & Reynolds

On the evening of Thursday,
January 19, 2012, the Boston
Paten Law Association
( B PLA ) held a rally in support of a USPTO satellite office
to be located in Massachusetts
as a central location for New
England. The rally was organized by the BPLA Task Force
for a Satellite Office of the
USPTO. The rally included a
strong showing of support from
members, who participated in
signing a petition that was later
submitted to the USPTO.
Neil Ferraro, BPLA President,
presented a high level overview
about the America Invents Act
( A IA ) , focusing on the section that requires the USPTO to
open at least two satellite offices beyond the Detroit satellite
office that is expected to open
in July 2012. Mr. Ferraro also
presented reasons why Massachusetts, as a central location
for New England, is a venue
that that meets or exceeds the
criteria set forth by the USPTO
in the November 29, 2011 Federal Register.

Mark Solomon, Chair of the
Task Force, then provided a
brief history of the efforts that
began prior to the passage of
the AIA, and continued describing current activities, including
notifying stakeholders and
stakeholder associations that
the “ open comments ” period
to submit letters to the USPTO
would remain open until January 30, 2012. Mr. Solomon also
informed rally attendees that
earlier in the day of the rally,
Governor Deval Patrick submitted a letter to the USPTO, joining other Massachusetts political leadership who had also
submitted letters to the USPTO.
The next speaker, Bob Baker,
President of the Smaller Business Association of New England ( SBANE ) , explained
how his organization assists
many companies who rely on
patents to secure funding. Mr.
Baker stated that he was appreciative of the collaborative efforts that the BPLA continues to
have with SBANE and that he
recognized the hard work of our
members ’ efforts and the
leadership that the BPLA was
exhibiting in the satellite office
campaign.
Michael Bergman, Task Force
member, thereafter said a few
words about the BPLA delegation that would be going to
Washington, D.C., on Wednesday, January 25, 2012, for an
informational meeting at the

12
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USPTO and meetings on Capitol Hill with Massachusetts
Senators ’ and Representatives ’ Offices.
Thank you to Kristine Ferrigno,
Kelley Farr, Rita Le Blanc and
Sharon Lloyd for their assistance in organizing the event.
A special thank you to Task
Force member Patrick Driscoll
who, in addition to his other activities on the Task Force, prepared a slideshow presented at
the rally to give thanks to all of
the supporters who had already
submitted letters to the USPTO
and to acknowledge attendance
of the BPLA members and
other supporters at the rally.
To all who attended the rally:

Your voices have been heard!
◊
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Is a USPTO Satellite Office a
Possibility for New England?
By Mark B. Solomon
Hamilton, Brook, Smith & Reynolds
In the November 29, 2011 edition of the Federal Register,

the

U.S.

Patent

and

Trademark

Office

( U SPTO ) provided a Notice that it would be opening a satellite office in Detroit and at least two additional satellite offices, pursuant to the America Invents
Act ( AIA ) . Based on that Notice, the Boston Patent
Law Association ( BPLA)

Deirdre Sanders and Robert Baker, President, SBANE

President, Neil Ferraro,

asked Past President, Mark Solomon, to lead a Task
Force.
The other BPLA Task Force members included ( in
alphabetical order ) Michael Bergman, Patrick Driscoll, Neil Ferraro, Monica Grewal, Leslie Meyer-Leon,
Susan Montgomery, Deirdre Sanders, and Phil
Swain. At the outset, the Task Force engaged a political consultant, Matt Keswick of Keswick Consulting,
to guide the Task Force in its efforts; thank you to
Dan Young, the BPLA Activities Chair, for his recommendation.
Charles Hieken, BPLA Past President;
Donna Hieken

The Task Force commenced with weekly meetings in
early December, which continued through the “ open
comments ” period of January 30, 2012. During this
time, the members of the Task Force identified individual stakeholders and associations to contact to
ensure awareness of the future satellite offices and
the corresponding “ open comments ” period. Examples of stakeholders and stakeholder associations
which the Task Force members contacted included:
the Smaller Business Association of New England,
Massachusetts Life Sciences Center, Museum of Science, BPLA members ’ employers, political leaders,
universities, hospitals, financial and venture capital

Michael Bergman, in the background Mark Solomon
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USPTO Satellite Office for New England

capita ” numbers were for census year 2010, and the

( C ontinued from page 13 )

patents were signed assigned to states by the
USPTO based on the residence of the lead inventor.

The Task Force also held a rally on Thursday, Janu-

Further, New England, as a division of the northeast

ary 19, 2012, to allow BPLA members to contribute,

region, led all divisions of all regions in the country in

sign a petition, and carry messages back to their em-

the “ innovation density ” metric. The Task Force

ployers to participate in the process. The rally was a

also gathered data indicating that the northeast re-

success and led to other opportunities and paths for

gion has the lowest “ quit rate ” ( i.e., highest em-

the Task Force.

ployee loyalty ) in the country. The innovative den-

The Task Force further assembled a BPLA delegation

sity and employee retention factors will likely be

to visit the USPTO and Capitol Hill to learn more

highly relevant to the USPTO's analyses for determin-

about the USPTO ’ s selection process and to gain

ing where to establish satellite offices.

further support of the Massachusetts Congressional

The Task Force collected, organized, and submitted

Offices. The results of the Task Force ’ s efforts were

volumes of other relevant data to address the five

beyond expectations, yielding at least 35 letters from

main criteria for which the USPTO requested com-

interested parties that were submitted to the USPTO,

ments, as well as other criteria that the Task Force

which included close to 100 signatures from high-

has recommended should be part of the USPTO ’ s

profile political leaders, including Senator John Kerry,

analyses.

Senator Scott Brown, Governor Deval Patrick and all
ten Massachusetts Representatives to the U.S.
House

of

Representatives;

associations;

While the “ open comments ” period is now behind

stake-

us, the Task Force recommends that BPLA members

holders; and other supporters.

continue to discuss the satellite office opportunity with
other members and colleagues and encourages

The BPLA Task Force also submitted a petition

members to submit comments to the Task Force via

signed by nearly 300 BPLA members to the USPTO.

Neil Ferraro at president@bpla.org.

The BPLA Task Force appreciates the support of 16
Boston area law firms who submitted a joint letter,

Thank you to all who have contributed to the process,

signed by respective Presidents and Managing Part-

particularly the members of the Task Force who de-

ners, to the USPTO.

voted countless hours to outreach efforts and data
gathering, and for shaping the scope of information to

The Task Force performed data collection and analy-

provide to the USPTO on behalf of the stakeholders

ses in addition to its many other activities. For exam-

of Massachusetts and New England. Thank you also

ple, the Task Force, by collecting data from the

to the BPLA Board for its support of the Task Force,

USPTO and Census Bureau, determined that Massa-

particularly Neil Ferraro for his decision to activate a

chusetts led all states in the country for “ innovation

Task Force. A special thank you to Patrick Driscoll,

density. ” Innovation density is defined as number of

Kristine Ferrigno, and Matt Keswick for their help to

patents per capita plus the number of patents ( from

make the Task Force campaign a success. ◊

2006-2010 ) per 100 sq. miles, where the number of
patents was counted from 2006-2010, the “ per

14
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Join seven federal judges, eight in-house counsel, four leading academics, and top practitioners for a day of learning and networking at the
USC Gould School of Law
2012 Intellectual Property Institute
March 15, 2012
The Beverly Hills Hotel
Beverly Hills, California
Register online now at http://law.usc.edu/cle/ip to take advantage of the
discounted early bird registration rate – beginning March 3, rates will
increase by 10%
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Job Opportunities
Intellectual Property Attorney
Job Title Assistant Intellectual Property Counsel
Fresenius Medical Care (NYSE: FMS) is the world’s leading company devoted to patient-oriented renal therapy.
Through over 2,700 clinics kidney dialysis clinics in North America, Europe, Latin America, Asia-Pacific and
Africa, we provide 32 million life-saving dialysis treatments to more than 215,000 patients worldwide. We are
also the world's pre-eminent provider of dialysis products such as hemodialysis machines, dialyzers and related
disposable products. Chronic kidney failure is a condition that affects about 2 million individuals worldwide.
Fresenius Medical Care’s 2011 revenues exceeded $13 billion.
Our intellectual properties department has a new position for an Assistant Intellectual Property Counsel. This
position will have the legal responsibility for supporting corporate non-litigation and litigation related intellectual
property matters of Fresenius Medical Care NA under supervision of Chief IP Counsel. This position will be
responsible for preparation and supervision of original patent applications, patent prosecutions, noninfringement/freedom to operate opinions, interaction with the U.S. Patent and Trademark Office.
PRINCIPAL RESPONSIBILITIES AND DUTIES: Direct, maintain, manage and protect the intellectual property
portfolio of Fresenius Medical Care NA while ensuring compliance with company policies and procedures and
applicable government regulations.
Responsible for all items and functions pertinent to:
 Preparation of 10-12 Patent applications or equivalents per year.
 Non-infringement and freedom to operate opinions as directed.
 Prepare Intellectual Property licenses and other IP related agreements as required.
Coordinate closely with product research and development personnel and facilities in all U.S. subsidiaries and
with patent department(s) at related foreign affiliates to ensure the appropriate documentation, processes and
procedures are followed.
Review intellectual property portfolios of competitors and develop intellectual property strategies to maximize
and protect the Company’s competitive position.
EDUCATION: Technical degree – at least a bachelor’s in engineering, electronics with a software background
preferred. Will consider chemistry, chemical engineering, physics, math, or equivalent discipline with computer
science experience or minor; or equivalent experience in technical fields to equate to advanced technical study.
Juris Doctor Degree, member of a state bar, member of US patent bar (Registered at US Patent and Trademark
office).
EXPERIENCE AND REQUIRED SKILLS:


At least 2-5 years as patent attorney or agent.



Knowledge of applicable regulations, executive orders, precedents, and legal codes.



Excellent communication skills – verbal and written – must be articulate and be a good listener.



Good computer skills.

Contact Name: Suzie Gill
Contact Phone: 781-699-9219
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Job Opportunities
Patent Agent (Electronic Background)
Develops, communicates and executes substantive Intellectual Property (―IP‖) training as it relates to IP staff
which includes, but not limited to, paralegals, patent administrators and secretaries across all offices. Works
closely with the IP Director to ensure the continued professional development of the IP staff with a heavy focus
on patent prosecution.
Works with the Director of IP and other members of the IP team to identify and address training needs, develop
curricula, and implement programs to maximize effectiveness and quality; to build new initiatives and programs
to ensure the continued professional development of the IP staff.
Works with internal presenters, as needed, to deliver effective training. Identifies and coordinates internal and
external resources for the delivery of other practice-related skills.
Manages all aspects of IP Staff Training budget to ensure compliance with departmental requirements.
Keeps abreast of trends in IP to ensure efficient delivery of material content and topics.
Tracks, reviews and disseminates information regarding pertinent changes and announcements directly related
to filing practices in the United States Patent and Trademark Office (USPTO).
Establish and implement a strategic IP Staff Training program, including short and long term training goals and
objectives, and internal and vendor relationships with the goal of continuously improving the IP Staff Training
services to the Firm. Assumes additional responsibilities as assigned.
Knowledge/Skills/Abilities:
 Excellent management and interpersonal skills.
 Strong written and oral communication skills.
 Strong teamwork skills with a collaborative approach to working with others at all levels of seniority.
 Extensive knowledge of instructional design and adult learning, or extensive knowledge of law firms and
practice of law.
 Detail oriented and high attention to quality.
 Ability to organize and implement training programs.
Requirements: JD and a minimum of 5 years’ experience in an active IP practice or training and development.

Contact Name: Kyrsten Whitt
Contact Phone: 617-526-5530

JOB POSTINGS
To add a job posting to our on-line list of Career Opportunities for 3 full months,
and to be listed in a quarterly BPLA Newsletter,
please e-mail your job posting and contact information to:
vice-president@bpla.org
(Fee is $300 per listing)
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Job Opportunities
Patent Agent
Hasbro, Inc.
POSITION SUMMARY: As a patent agent, you will
help protect the Company’s valuable and growing
intellectual property. This is vital role on the Patent
team in which you will work with inventors/engineers/
designers in preparing and prosecuting US and Foreign patent filings with outside counsel. Portions of
the job include conducting various patent searches,
competitive landscape assessments (patentability,
right-to-use, infringement, validity analyses and freedom-to-practice evaluations), developing and implementing offensive and defensive IP strategies, providing support for patent litigation, and providing
timely counsel on intellectual property issues.

RESPONSIBILITIES/DUTIES: Collaborate with inventors/engineers in collecting materials for invention disclosures to ensure complete, perform patent clearance
reviews, and work with outside counsel to identify patentable inventions: Attend product review meetings;
Analyze all processed patent clearance workflows and
determine which need to be reviewed by Patent attorney; Manage prioritization of patent clearance workflow to meet product review deadlines; Main point of
contact for patent clearance procedures and issues;
Track products through the product review and search
processes; and review and close out all entries in our
product tracking database.

You are required to have 12 months of service in
your current position, or if the posted position is
within your current department, you are required to
have 6 months of service in your current position.

Draft provisional and utility applications as well as responses to Office Actions and coordinate internally as
well as with outside counsel on efficient and effective
prosecution.

Hasbro, Inc.
www.hasbro.com
Phone: 617-999-0000

Manage the patent portfolio in all aspects of development and maintenance of the portfolio and support
contract and licensing activities.

EDUCATION AND WORK EXPERIENCE:
applications and registered with the USPTO.

Minimum 6-8 years experience drafted at least 50 patent

BS degree in Electrical Engineering (M.S. or PhD preferred) with prior patent / IP experience in the area of
electrical engineering, mechanical engineering, physics and software relating to consumer products, toys and
games.
Demonstrate strong written, verbal communication and people skills with technical depth and patent expertise, a
high degree of attention to detail and the ability to organize assignments, work under pressure and meet
deadlines.
Demonstrated experience identifying technologies that can be patented.
Self-motivated and able to work independently and accurately as well as with a team.
Hasbro, Inc. (NASDAQ: HAS) is a branded play company providing children and families around the world with
a wide-range of immersive entertainment offerings based on the Company’s world class brand portfolio. From
toys and games, to television programming, motion pictures, video games and a comprehensive licensing program, Hasbro strives to delight its customers through the strategic leveraging of well-known and beloved
brands such as TRANSFORMERS, LITTLEST PET SHOP, NERF, PLAYSKOOL, MY LITTLE PONY, G.I. JOE,
MAGIC: THE GATHERING and MONOPOLY. The Hub, Hasbro’s multi-platform joint venture with Discovery
Communications (NASDAQ: DISCA, DISCB, DISCK) launched on October 10, 2010. The online home of The
Hub is www.hubworld.com. The Hub logo and name are trademarks of Hub Television Networks, LLC. All
rights reserved. Come see how we inspire play through our brands at http://www.hasbro.com. © 2010 Hasbro, Inc. All
Rights Reserved.
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Committees
ACTIVITIES & PUBLIC RELATIONS

Timbers, LLP

activities@bpla.org

INTERNATIONAL & FOREIGN PRACTICE

Dan Young, Wolf, Greenfield & Sacks, P.C.
AIPLA MOOT COURT

international@bpla.org
Elias Domingo, Covidien

mootcourt@bpla.org

Sarah Gates, Lando & Anastasi, LLP

Elizabeth Burkhard, Holland & Knight

LICENSING

Joshua M. Dalton, Bingham McCutchen, LLP
AMICUS

licensing@bpla.org
Jamison J. Barr, Jenzabar, Inc.

amicus@bpla.org

Greg Sieczkiewicz, Flagship Ventures

Erik Paul Belt, McCarter & English, LLP

LITIGATION

Robert M. Abrahamsen, Wolf, Greenfield &
Sacks, P.C.

litigation@bpla.org
Martin O’Donnell, Cesari and McKenna LLP

ANTITRUST LAW

Douglas C. Doskocil, Goodwin Procter LLP

antitrust@bpla.org

MEDICAL DEVICES PRACTICE

Benjamin M. Stern, Proskauer Rose LLP

medicaldevices@bpla.org

John W. Pint, Philips Intellectual Property

Jim Flaherty, Foley Hoag

BIOTECHNOLOGY

Jeremy Bond, Finnegan, Henderson, Farabow,

biotechnology@bpla.org

Garrett, and Dunner, L.L.P.

Konstantin M. Linnik, PhD, Nutter McClennan
Leslie Meyer-Leon, IP Legal Strategies, LLC

NEW LAWYERS & LAW STUDENTS
newlawyers@bpla.org

Bo Han, WilmerHale, LLP

Michael Carbonello, Houston Eliseeva LLP

Jennifer Zarutskie Sieczkiewicz, Ph.D., Biogen

Reza Sadr, Finnegan, Henderson, Farabow,

Idec Inc.

Garrett & Dunner, L.L.P.

CHEMICAL PATENT PRACTICE

Patent Agents and Technical Specialists

chemical@bpla.org

patagents_techspecs@bpla.org

Lin J. Hymel, J.D., Ph.D., Weingarten, Schurgin,
Gagnebin & Lebovici, LLP

Cristin Berkey, Choate, Hall & Stewart LLP
PATENT LAW

John W. Freeman, Fish and Richardson

patents@bpla.org

COMPUTER LAW

Justin J. Daniels, Skadden, Arps, Slate,

computer@bpla.org

Meagher & Flom LLP

Edward J. Walsh, Wolf, Greenfield &

Michael Bergman, Bergman & Song, LLP

Sacks, P.C.

PATENT OFFICE PRACTICE

Christopher Everett, Pierce Atwood, LLP

patentofficepractice@bpla.org

CONTESTED MATTERS

Emily Whelan, Wilmer Cutler Pickering Hale and

contestedmatters@bpla.org

Dorr LLP

Susan G.L. Glovsky, Hamilton, Brook, Smith &

Nicole Palmer, Lando & Anastasi, LLP

Reynolds, P.C.

PRO BONO

Jan Liu, Finnegan, Henderson, Farabow,

probono@bpla.org

Garrett & Dunner, L.L.P.
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The Boston Patent Law
As s oc ia tion (BPLA) is a n
association of intellectual property
professionals, providing educational
programs and a forum for the
interchange of ideas and
information concerning patent,
trademark, and copyright laws.
Through a volunteer Board of
Governors and committees, it
organizes and hosts educational
seminars, social events, and
conventions, and comments on
rules, legislation, and judicial
decisions impacting the profession.
Visit the BPLA at www.bpla.org.
The BPLA Newsletter is published
four times a year by the Boston
Patent Law Association. Articles
appearing in the newsletter
represent the views of the authors
and do not necessarily carry the
endorsement of the BPLA.
Editor-In-Chief:
Esq.

Donna

Meuth,

Contributors:
Neil Ferraro, Esq.
Anderson Duff, Esq.
Erik Paul Belt, Esq.
Mark Solomon, Esq.
Michael Bergman, Esq.

Chelsea Loughran, Wolf, Greenfield & Sacks,

COPYRIGHT LAW

P.C.

copyright@bpla.org

Robert J. Sayre, Modern Times Legal

Victor Polk, Greenberg Traurig, LLC

TRADE SECRETS LAW

Lawrence T. Stanley, Jr., Bingham McCutchen,
LLP

tradesecrets@bpla.org
Russel Beck, Beck Reed Riden LLP

Corporate IN-HOUSE PRACTICE

NOURSE
MARKETING

Heidi Harvey, Fish and Richardson

inhouse@bpla.org

TRADEMARKS & UNFAIR COMPETITION

William DeVaul, Cubist Pharmaceuticals Inc.
David Miranda, Jr., Raytheon Company

trademarks@bpla.org
John L. Welch, Lando & Anastasi, LLP

ETHICS AND GRIEVANCES

Christina Licursi, Wolf, Greenfield & Sacks, P.C.

ethics@bpla.org
Steven J. Henry, Wolf, Greenfield & Sacks, P.C.
John J. Stickevers, Sunstein, Kann, Murphy &

Interested in playing a more active role in a committee?

Letters to the editor, articles and job
postings are encouraged.
E-Mail all correspondence to:
vice-president@bpla.org
©2010 BPLA—All rights reserved.

Please contact the committee chair if you are interested in joining, switching, or
taking a more active participatory role in a committee.

Boston Patent Law Association
One Batterymarch Park, Suite 101
Quincy, MA 02169-7454
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