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I. CREATION AND OWNERSHIP  

A. How Should Logo Be Created? 

1. May be combination of words and symbol/picture. 

2. Must be distinctive. 

B. Who Owns the Logo?   

1. If the logo is related to the school district, the school district should 
own the logo.   

2. If the school district hires someone outside to create the logo: 

a. A written work for hire agreement should be entered before the 
work is started; or 

b. If the work is already completed, an agreement should provide 
for an assignment of rights from the artist or designer granting 
all rights in the design to the school district, including the right 
to use it as a trademark and an indemnification provision that 
the design is original work.  

3. Off-the-shelf-logo – those generic pictures or symbols that are available 
to the public and no one has rights to. 

a. Should obtain assurances in writing that the school district has 
the right to use the pictures or symbols from the entity that is 
providing them. 

II. PROTECTION OF LOGO/MASCOT 

A. Three Forms of Intellectual Property Protection 

1. Intellectual Property:  Owners are granted certain exclusive rights to a 
variety of intangible assets. 

a. Copyright 

b. Patent 

c. Trademark 
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2. Copyright:  This protects original works of authorship, textbooks, 
maps, charts, photos, musical works, illustrations, drawings, sound 
recordings, novels, textual works of fiction, computer software and 
websites. 

a. Logos as graphic designs are generally not protected by 
copyright laws. 

3. Patent:  This protects inventions and processes.  It grants a right to 
exclude others from using, making or offering for sale.  A patent gives 
the inventor a 20-year monopoly on the product. 

4. Trademark:  This protects names, titles, short phrases and other 
symbols that distinguish the source of one product or service from 
another.  Protects against others disparaging your mark.  Protects 
school image.  It’s all about branding. 

a. Common uses of trademarks in schools: 

(1) Mascots 

(2) Logos 

(3) Mottos 

B. Trademark Protection 

1. Registration with US Patent and Trademark Office 

a. Effect of Federal Registration 

(1) Notice to the public of claim of ownership. 

(2) Legal presumption of ownership nationwide. 

(3) Exclusive right to use mark on or in connection with the 
goods/services listed in the registration.   

b. Registration Process 

(1) May take months to years. 

(2) Initial application is approximately $375 for each mark. 

(3) Must provide your mark is exclusive. 
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c. Some schools have registered their names or mascots as federal 
trademarks and therefore are entitled to protection nationwide.   

(1) Rochester High School’s MAYO HIGH SCHOOL 
SPARTANS 

(2) FARMINGTON AREA PUBLIC SCHOOLS 

d. Trademark Punctuation  

(1) Registration with the US Patent and Trademark Office is 
shown by use of ®. 

(a) Unauthorized use of ® may result in penalties. 

(2) If not registered with US Patent and Trademark Office, 
can only use ™. 

2. State Registration of Trademark 

a. If operate solely within a state, state registration may be all that 
is needed. 

(1) Differing opinions; consult appropriate legal counsel. 

b. Basically provides proof that entity began using trademark on a 
certain date. 

c. Registration cost through Minnesota Secretary of State - $50. 

(1) Effective for 10 years and renewable. 

(2) Civil liability for misuse. 

(3) Counterfeiting penalties. 

d. Beware that federal registration will trump state registration.   

(1) Consequently, need to conduct search of both state and 
federal trademarks for similarities before registering. 

(2) May provide false sense of security. 
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3. Common Law Rights 

a. Even without a federal registration, a school district owns 
valuable common law rights in its name, logos and mascots, as 
rights accrue with use in commerce. 

b. Unregistered trademarks are designated by a ™ next to it 
showing that it is being used in a trademark sense. 

III. TRADEMARK ENFORCEMENT 

A. Notification 

1. When a trademark owner becomes aware that its mark or one 
likely to be confused with its own, is being used by another 
person or entity it must assert its rights by demanding or 
enforcing its exclusive right to use the mark. 

a. Failure to do so may dilute the value of the mark to the owner. 

b. Failure to do so may support a claim of abandonment of the 
mark. 

2. Generally, a trademark owner asserts its rights through a cease and 
desist letter to the unauthorized user. 

B. Response Options 

1. Cut and run. 

a. Abandon the challenged mark.   

(1) Tends to be costly. 

b. Negotiate a phaseout of the logo. 

2. Negotiate peaceful coexistence. 

a. Maybe where there is little geographic overlap between the 
mark owner and the school district. 

b. Distinguishing characteristics. 

3. Negotiate a license. 

a. Buys peace for the short term. 
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b. Beware:  Universities demand that the school surrender any 
claim of right to the mark in exchange for the license. 

(1) When license ends, school is at the mercy of the mark 
owner who has unilateral discretion to extend the license. 

4. Stand your ground. 

a. Deny similarities exist and claim the public is not confused by 
the mark. 

IV. TRADEMARK LITIGATION 

A. Federal Law:  The Lanham Act, 15 U.S.C. § 1114(1)(a) 

1. An owner defending its trademark must prove: 

a. That the mark at issue is valid; and 

b. That the defendant’s use of the mark is likely to cause 
confusion. 

2. Validity of Mark 

a. Is the mark registered? 

b. Has the mark acquired a secondary meaning? 

(a) Secondary meaning is acquired when it is so well 
recognized in the community by long and 
exclusive use that the school has a property right 
in the mark. 

i) For example, a descriptive mark directly 
describes, rather than suggests, a 
characteristic or quality of the underlying 
product.  In this respect, “Holiday Inn” 
describes some aspect of the underlying 
product or service (i.e, hotel rooms).   

ii) A descriptive mark acquires a secondary 
meaning when the consuming public 
primarily associates that mark with a 
particular producer, rather than the 
underlying product.  Thus, “Holiday Inn” 
has acquired secondary meaning because 
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the consuming public associates that term 
with a particular provider of hotel services, 
and not with hotel services in general. 

3. Likelihood of Confusion 

a. The key to trademark infringement is the existence of likelihood 
of confusion caused by using a similar mark. 

b. Courts look at the following factors to determine the likelihood 
of confusion: 

(1) strength of the trademark being infringed; 

(2) similarity of the two marks; 

(3) if no direct competition exists, likelihood prior owner 
will expand into second user's market; 

(4) actual confusion;  

(5) quality of second user's product (i.e., like-quality 
products are more likely to cause confusion); 

(6) degree of care likely to be used by purchasers; and 

(7) intent of the second user to pass off the trademark owner 
as the source of the goods or as the sponsor of the goods. 

c. Confusion is present when: 

(1) The defendant offers services that directly compete with 
those offered by the plaintiff; and 

(2) The defendant offers services that are so related that it 
implies a common source. 

d. UA v. Razorback Sports & Physical Therapy Clinic 

(1) Clinic name. 

(2) Clinic offered staff members who were also employed by 
the UA. 

(3) Clinic targeted UA athletes and high school athletes. 

(4) Holding:  Court found that UA’s mark was distinct and 
use of the mark by the Clinic caused confusion. 



8 
 

4. Remedies that may be awarded by the court include: 

a. Injunctive relief; 

b. Accounting for profits; 

c. Damages, including possibility of treble damages when 
appropriate; 

d. Attorneys’ fees in “exceptional cases”; and 

e. Costs. 

B. State Law:  Minnesota Statutes Sections 333.18 to 333.31 

1. Registered with Minnesota Secretary of State 

2. Plaintiff retains burden of showing offending mark creates a likelihood 
of consumer confusion 

3. Remedies that may be awarded by the court include: 

a. Injunctive relief to enjoin use, display or sale of imitations of 
the mark. 

b. Damages, either or both of the following: 

(1) All profits derived from the wrongful manufacture, use, 
display or sale; or 

(2) All damages suffered by reason of the wrongful 
manufacture, use, display or sale; 

c. Destruction of counterfeit or imitation items; 

d. Judgment in an amount not to exceed three times the profits and 
damages and reasonable attorneys’ fees if the court finds 
wrongful acts with knowledge or in bad faith. 

C. Common Law 

1. Must show likelihood of consumer confusion. 

2. Remedies are limited to injunctive relief to enjoin use of display or sale 
of imitations of the mark. 
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V. LICENSING AGREEMENTS 

A. Engage Services of Trademark Licensing Company 

1. The company protects the school’s trademarks and brands. 

2. Allows schools to collect revenues from royalties collected on 
merchandise sold at local and national retailers. 

B. Programs 

1. National Federation of State High School Associations 

a. Licensing Resource Group 

2. However, high school merchandizing in this area has not provided 
much value for athletic budgets. 

a. Two successful football programs accrued only a combined 
$121.11 in 2013. 

VI. USE OF LOGO WITHIN ORGANIZATION 

A. Adoption of Policy or Manual 

1. Set forth the terms for use of school district trademarks. 

2. Identify the marks or attach copy. 

3. Permitted Uses 

a. Who may use. 

b. Restrictions with respect to prior approval. 

(1) To recognized and approved student and school groups 
without prior approval. 

(2) To community groups that support the district’s 
curricular or extracurricular activities, such as PTOs and 
booster clubs, with prior written approval. 

(3) To other groups, organizations or commercial entities 
only by a written license agreement with the school 
district. 
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4. Uses Not Permitted 

a. Cannot use mark in connection with certain products. 

(1) Alcoholic beverages, tobacco products, inherently 
dangerous products (knives, explosives); obscene or 
disparaging products, health-related products. 

5. Requirement of License Agreement and Royalty Fees 

VII. RECENT ISSUES 
 


